IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

COVARK COVMUNI CATI ONS, | NC. : ClVIL ACTI ON
V. :
HARRI S CORPORATI ON : NO. 95-2123

VEMORANDUM AND ORDER

BECHTLE, J. MARCH 30, 1998

Presently before the court is Comark Comrunications, Inc.'s
(“Comark”) notion for attorneys' fees and costs and Harris
Corporation's (“Harris”) opposition thereto. For the reasons set

forth below, Comark's notion will be granted.

BACKGROUND

This patent infringenent case involved United States Patent
Nunmber 5,198,904 (the “patent”), held by Comark. That patent
clains a systemand nethod for an aural carrier corrector, a
devi ce designed to elimnate distortion of the aural signal
caused by the visual signal in comon anplification television
transmtters.

On April 11, 1985, Comark comenced this action alleging
that Harris had willfully infringed the patent by maki ng and
selling the Sigma line of transmtters in the United States
beginning in 1993. Harris denied infringenent and asserted that
the patent was invalid because it |acked novelty, obviousness and

specificity under 35 U . S.C. 88 102, 103 & 112. Harris al so set



forth two affirmative defenses relating to claimconstruction.
Di scovery began in July 1995 and conti nued t hrough Septenber
1996. Over 100, 000 pages of docunents were produced. A nunber
of depositions had to be conducted in Europe. On Cctober 18 and
21, 1996, the court held a Markman hearing.' On March 5, 1997, a
jury trial commenced before this court. After 19 days of
testinony, the case was submtted to the jury. On April 17,
1997, the jury returned a verdict finding that Harris had
Wi lfully infringed Comark's patent. The jury awarded
conpensat ory damages in the amount of $7.7 million. On May 2,
1997, Harris filed a renewed notion for judgnent as a matter of
law and for a newtrial. On the sane day, Comark filed notions
requesting pre-judgnment interest, increased damages, a fees and a
per manent injunction. The court denied Harris' notions and
granted Comark's nmotions. On July 17, 1997, the court awarded
Comar k pre-judgnent interest and doubl e danmages under 35 U. S.C. 8§
284. The court also granted Comark's notion for attorneys' fees
and directed it to submt a petition detailing the fees and costs
sought. On August 18, 1997, Comark submtted the instant
petition, and on Septenber 18, 1997, Harris filed its opposition.
Under 35 U.S.C. 8§ 285, the court may award the prevailing
party reasonabl e attorneys' fees and costs. Comark seeks

$2, 600, 857. 00 for attorneys' fees and $425, 002.39 for costs, for

! The purpose of a Markman hearing is to construe

di sputed clains' ternms. Markman v. Westview Inst., Inc., 517
U S. 370 (1996).




a total of $3,025,859.39. (Mem Supp. Fees & Costs at 1.)
Harris argues that the court should reduce the fees to an anount
bet ween $800, 000 and $1.6 million for a nunber of reasons,
i ncludi ng: excessive billing, excessive rates, inadequate

docunent ati on, overstaffing and unsubstanti ated expenses.

1. DI SCUSSI ON

A. Attorneys' Fees Under 35 U S.C. 8 285

A prevailing party seeking attorneys' fees nust establish
t he reasonabl eness of its fee request by submtting evidence of

the hours worked and the fee cl ai ned. Rode v. Dellarciprete, 892

F.2d 1177, 1183 (3d Cr. 1990). The party opposing the award may
chal | enge the reasonabl eness of the request with an affidavit or
a brief. That affidavit or brief nust set forth the grounds for
chall enge with sufficient specificity to give the fee applicant
notice. 1d. In considering the notion and the adverse party's
obj ections, the district court has wde discretion to nodify the
award. |d.

In order to arrive at the anount of the award, the court
must multiply the nunber of hours spent on the litigation by the

reasonabl e hourly rate. Hensley v. Eckerhart, 461 U S. 424,433

(1982). This product, known as the | odestar, "provides an

obj ective basis on which to nmake an initial estimte of the value
of a lawer's services." 1d. The |odestar nethod is the proper
met hod to use under 35 U.S.C. 8§ 285 and is presuned to be the

reasonable fee. Howes v. Medical Conponents, Inc., 761 F. Supp
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1193, 1195 (E.D. Pa. 1990). After the court has cal cul ated the
| odestar, it may adjust it up or down to account for other
rel evant considerations. Rode, 892 F.2d at 1183-84.

1. Hour s

Comark retained four law firnms to represent it in this
matter: Hogan and Hartson, LLP (“Hogan & Hartson”), Rothwell,
Figg, Ernst & Kurz, P.C. (“Rothwell”), Raynes, MCarty, Binder,
Ross & Mundy (Il ocal counsel) and Cabi net Lanbert (French
counsel ). However, Comark is seeking fees only for the work
perfornmed by the two |ead firns, Hogan & Hartson and Rot hwel | .

Comar k seeks fees for 11,815 hours of work performed by
Hogan & Hartson's nine attorneys and |legal staff.? They also
seek fees for 1,535.65 hours of work perfornmed by the Rothwell

3 Harris raises a nunber of

attorneys and | egal assi stants.
objections to Comark's cal cul ati on of hours.

(a) Irrelevant entries

In Appendix A to its notion, Harris lists a nunber
of tasks perfornmed by Comark's |egal staff that it believes are
irrelevant to the present litigation and it requests that the
court reduce the hours accordingly. After reviewing the entries

cited by Harris, the court is satisfied that each entry is

related to this litigation

2 The anount of fees attributed to this work is
$2, 296, 505. (Mem Supp. Fees & Costs at 6.)

8 The anount of fees attributed to this work is $304, 352.
(DeLuca Aff. T 12.)



For exanple, on the first page of Appendix A Harris
al l eges that Rothwell billed Comark for work on an unrel ated
case. |1d. 15. The entry to which Harris refers reads: “Dun and
Bradstreet searches regarding Comark, Harris and Sonlight.” The
mere nmention of a non-party does not indicate that the work was
not done for this case.
In the sanme appendi x, Harris asks the court to reduce

Comar k' s hours by the nunber of hours spent drafting, researching
and editing a notion to conpel discovery that was not filed.
(Mem Opp. Fees & Costs at 14 & Appendix A at 1-2). |In support
of its argunent, Harris cites cases in which fees were denied for
unsuccessful notions. A notion not filed is not necessarily
unsuccessful. In this case, the circunstances rendered filing
the notion unnecessary. The court will not deduct the hours
spent on that notion. The other entries Harris refers to as
irrelevant are al so substantiated and the court will not reduce
t he hours on this ground.

(b) Inadequate records

In Appendix B to its notion, Harris asks the court
to reduce the nunber of hours because Comark's records are
i nadequate. Harris cites a nunber of entries that it believes
are insufficiently detailed. The court has reviewed the entries
and disagrees with Harris.

For exanple, on the first page of Appendi x B,
Harris cites DeLuca's entries on June 30, 1995 and July 30, 1995,

which sinply state “docketing.” This is an adequate



description.* Harris also cites an entry on Septenber 16, 1995
containing the description “docket check.” Again, this entry is
adequat e because it contains all of the necessary information
fromwhich the court and Harris can determ ne the reason for the
bill, and howit is related to this case. The other disputed
entries, totaling sixty-one pages, are al so adequate and the
court will not reduce the hours.

(c) Excessive tinme and inproper staffing

Harris al so argues that both of Comark's | ead
firms charged for excessive hours. (Mem Opp. Fees & Costs at
10.) In particular, Harris argues that the pre-conplaint hours
and charges were excessive and that the tine spent preparing for
t he depositions and the Markman Hearing were excessive in |ight
of the fact that the hearing and each deposition [asted | ess than
two days. (Mem Qpp. Fees & Costs at 12-13.) Harris also argues
that the 5,396.45 hours of trial preparation, trial work and
post-trial briefing period work billed is excessive. 1d. at 13.
The court disagrees. This was a conpl ex case invol ving
speci alized law. The records sufficiently detail the work done
and the court finds that the nunber of hours spent were not
excessive for litigation of this nature.

Harris al so argues that the court shoul d decrease
the fees awarded because Hogan & Hartson bills in 15 mnute

increments and that practice inflates the nunber of hours. I d.

4 Harris does not argue that Comark did not performthe

task on that date.



The court does not find Hogan & Hartson's billing practice
i nproper or extraordinary and the court will not reduce the hours
on that ground.

Harris al so argues that Hogan & Hartson's staffing
was excessive and top-heavy. Harris cites the fact that the
first 163 hours billed and the first ten nonths of work were
performed by highly paid partners. (Mem Opp. Fees & Costs at
14.) The court does not find that this constituted overstaffing.
To the contrary, in order to determ ne whether the case had nerit
and to plan litigation strategy, Hogan & Hartson was justified in
delegating the prelimnary investigation to skilled attorneys who
coul d make that determ nation

(d) Double billing and duplicative work

I n Appendix D, Harris also argues that Comark was
doubl e-billed by its firns and that there was duplication of
effort for which the nunber of hours should be reduced. The
court di sagrees.

For exanpl e, on page 26 of Appendix D, Harris
cites Bentley Exhibit 14, which [ists Newrann entries on both
March 29 and March 30. These entries are on separate days and
read: “Contact Comark custoners; prepare privilege |og; research
regardi ng infringenment of foreign sales” and “research regarding
foreign sales,” respectively. The court will not reduce the
hours nerely because one attorney worked two days in a row and
part of that tinme was spent on the sanme issue. The court has

reviewed all of the entries that Harris cites and, |i ke the above
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exanple, the court finds no nerit in this argunent. The court
wi Il not reduce the hours on this ground.

Harris al so argues that Rothwell billed for
duplicative, unnecessary tasks limted to “occasional and cursory
revi ew of correspondence, pleadings, and di scovery papers.”

(Mem Opp. Fees & Costs at 15.) Harris further alleges that
Rothwell's tinme records reflect “no neaningful contribution to
the litigation after the filing of the conplaint” and asks the
court to reduce the hours accordingly. 1d. The court disagrees
with Harris' characterization of Rothwell's contribution.

Rot hwell was hired for its expertise in intellectual property
law. It is not unreasonable that it would review Hogan & Hartson
docunents or acconpany a Hogan & Hartson attorney to a deposition
at which issues within Rothwel|l's expertise mght arise. The
court will not reduce the hours on this ground.

(e) Inconsistent billing

I n Appendix E, Harris lists entries recorded by
different attorneys that it believes show inconsistent hours
billed for the same tasks and asks the court to reduce the hours
to account for these discrepancies. Wiile there are differences
in some of the billing records, there are a nunber of plausible
and probabl e explanations for these differences. The attorneys
could have different billing practices or the attorneys could
have perforned different tasks. For exanple, Harris cites a
March 1, 1995 neeting attended by both Bentley and DelLuca, and

notes the fact that DeLuca billed for half of an hour nore than
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Bentl ey. DelLuca nmay have had a | onger neeting with one of the
attendees or consulted with the client after the neeting ended.
The court will not reduce the costs awarded based upon Harris'
unsupported accusation that the attorneys did not performthe
tasks for the duration of tine recorded. The remaining entries
Harris cites under Appendix E are simlar to the above exanpl e
and the court will not reduce the hours on this ground.

2. The Reasonabl e Rate

An attorney's reasonable hourly rate is to be
cal cul ated “according to the prevailing market rates in the
rel evant conmunity.” Rode, 892 F.2d at 1183. In conpl ex
[itigation, the relevant community is the actual business
| ocation of the attorneys. Howes, 761 F. Supp. at 1195. The
reasonabl eness of those rates can be further checked by a
conparison with the fees charged by other attorneys who practice
the sanme type of law in the sane conmmunity. Howes, 761 F. Supp
at 1196-97. Harris argues that Hogan & Hartson's rates were
exorbitant in light of the firms inefficiency and |ack of
experience. (Mem Qpp. Fees & Costs at 1.)

Comark's lead firnms were fromthe District of
Col unbi a. > Hogan & Hartson specializes in conplex civi

l[itigation and Rothwel| specializes in patent infringenent |aw

° Parties should be entitled to retain the nost conpetent

counsel avail able especially in highly conplex litigation.
Comar k had a good reason to choose non-|ocal counsel and the
court will permit it to receive attorneys's fees at the District
of Colunbia rate. See Howes, 761 F. Supp. at 1196.
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In 1996, the hourly rates for partners at firns specializing in

conplex litigation in the District of Colunbia ranged between
$150 and $550 per hour. The rate for associates was between $90

and $230 per hour. See Gty-by-City Sanpler of Hourly Rates,

Nat'l L.J., Dec. 2, 1996, at Bl2. The average rate for partners

practicing intellectual property |aw was $258 per hour, and the

rate for associates was $157 per hour. Report of Economi c Survey

1997, at 50 (Al PLA 1997).

The rates and hours charged by Comark's attorneys are:

A. Lee Bentley (H&H partner)
David A. Ki kel (H&H partner)
David J. Hensler (H& H partner)
St ephen P. Hol |l man (H&H part ner)
Sten Jensen (H&H associ at e)
Davi d Newmann (H&H associ at e)
David V. Snyder (H&H associ ate)

$225- 260/ hr
$285- 310/ hr
$310- 320
$230/ hr
$135-195/ hr
$135-195/ hr
$150-170/ hr

3082. 50 hours
2718. 25 hours

27.50 hours

11. 00 hours
1185. 50 hours
1010. 50 hours
269. 25 hours

St ephen G Vaskov (H&H of counsel) $235/ hr 63. 25 hours
Ronald Wltsie Il (H&H associ at e) $225- 235/ hr 140. 50 hours
Vincent M DelLuca (RF partner) $219/ hr 35. 35 hours
((Bentley Aff. Ex. 26; DeLuca Aff. f 13.) G ven the expertise

and experience of the attorneys,

t he fees unreasonable. ®

the court does not find any of

Harris al so contends that the rates and hours charged

for support staff was excessive.

The tota

charged for Comark

support staff was $251,981.25 for 3,297 hours by seven

assi stants. Rot hwel |
given the conplexity of this case,

figures unreasonabl e.

6 The resunes and rel evant

attorneys can be found at Bentley Aff.
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support staff billed 21.85 hours.

Agai n,

the court does not find these

pr of essi onal

Ex. 28.

data of the



3. The Lodestar

The court finds that the hours and rates submtted by
Comark are reasonable. The rates of the different attorneys
mul tiplied by the hours each spent working on this case results
in a |lodestar of $2,600,857. Wile the court may adjust this
figure, inthis case it finds that the |odestar is an appropriate
amount and it will not decrease the |odestar. ’
B. Cost s
Under 35 U.S.C. 8 285, Comark is also entitled to reasonable

costs. Only expenses ordinarily billed to the client may be

recover ed. See Rei chnan v. Bonsignore, Brignati & Mazzotta P.C. |

818 F.2d 278, 283 (2nd G r. 1987). Comark asserts that its
attorneys incurred costs totaling $425,002.39, which are broken

down as foll ows:

Travel $157, 060. 71
Di scovery Rel ated Matters $23, 335. 91
Litigation Support $195, 854. 54
Communi cat i ons $48, 751. 23

! Harris al so asks the court to reduce the total by a

percentage to achieve “rough justice.” (Mem Qpp. Fees & Costs
at 5, 17.) Because the court finds that the figures presented
are just, it wll not reduce the total.
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(Mem Supp. Fees & Costs at 12-13.)°% Comark subtracted the
anounts requested in the Bill of Costs to elimnate overlap. [d.
Harris argues that the costs are generally excessive and
unsubstanti ated and asks the court to reduce the costs to conply
with the average set forth by the AIPLA Survey. (Mem QOpp. Fees
& Costs at 20.) The court finds that the records submtted are
sufficiently detailed and the costs are reasonabl e.

As Harris acknow edges, “the circunstances of each patent
case differ.” 1d. at 23. The court has before it records from
which it has determ ned that the costs submtted were reasonably
incurred with respect to this litigation, and it wll not
di sal |l ow actual reasonable costs because the “average case” does
not involve the sane costs. The court has reviewed the records
submtted in support of Comark's costs and finds that the costs
are reasonable. It will grant the costs in total.

C. Reduction of the Total Award

Harris al so asks the court to reduce the entire award to
comply with the Anerican Intellectual Property Law Associ ation
(“AlPLA") Survey's general patent infringenent litigation
gui delines. That survey lists ranges for total litigation
expenses, including fees and costs, based upon the “anount at
risk” in the litigation. Harris asserts that the amount at risk

in this case was between $1-10 million, and that based upon the

8 Hogan & Hartson incurred $414,224.30 of this total and
Rot hwel | i ncurred $10,778.09 of this total. See Bentley Aff. &
DeLuca Aff.
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Al PLA Survey, any award should not exceed $1.5 million. (Mem
Qpp. Fees & Costs at 21.) In its conputation of the anount at
risk, Harris does not appear to rely on the rel evant Al PLA
definition. The Al PLA defines “anpbunt at risk” as the

“di fference between best possible and worst possible outcones.”
See Al PLA 1997 Econom c Survey, Question 47 B at 4. Comark
estimates that the amount at risk exceeded $50 milli on. The
court finds that this figure is nore accurate. The Al PLA Survey
estimates total expenses in such an action should be just under
$3 million. Comark is asking for $3,025,859.39. ° Because of

the conplexities of the case and the amount of work perforned and

skill of the attorneys involved, the court finds the anount
submtted reasonable. The court will not reduce the award.
[11. CONCLUSION

For the reasons set forth above, the court will grant
Comark's notion for attorneys' fees and costs. An appropriate

O der foll ows.

° There is little infornmati on about the cases in the

Survey fromwhich the figures are derived. Each civil action is
uni que and, while surveys can be hel pful, they are not a
substitute for anal yzing the reasonabl eness of the hours and
rates in the actual case in question
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVANI A

COVARK COVMUNI CATI ONS, | NC. : ClVIL ACTION
V. :
HARRI S CORPORATI ON : NO. 95-2123
ORDER

AND NOW TO WT, this day of March, 1998, upon
consi deration of Plaintiff Comark Conmunications, Inc.’s notion
for attorneys' fees and costs and defendant Harris Corporation's
opposition thereto, IT IS ORDERED that said notion is GRANTED
Wthin forty-five (45) days fromthe date of this Order
Harris Corporation shall pay $3,025,859.39 to Comark
Communi cations, Inc., for attorneys' fees and costs related to

this litigation.

LOU S C. BECHTLE, J.



