IN THE UNI TED STATES DI STRI CT COURT
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J & M TURNER, | NC., : ClVIL ACTI ON
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No. 95 - 2179
V.

APPLI ED BOLTI NG TECHNOLOGY
PRODUCTS, INC., et. al.

Def endant s

MEMORANDUM AND ORDER

VanArtsdal en, S.J. January 29, 1998

J & M Turner, Inc. (Turner) and Applied Bolting Technol ogy
Products, Inc. (Applied) are the sole manufacturers and
distributors in the United States of products known as direct
tension indicators (DTlIs). F. Jonathan M Turner (Jonathan
Turner) is the principal ower of Turner. |[|. Wayne Wl l ace
(Wal l ace) and Kenneth Wodward, Jr. (Wodward) are the principal
owners of Applied. Both Wallace and Wodward were fornerly
enpl oyed by Turner. After they were discharged by Jonat han
Turner fromenploynent with Turner, they fornmed Applied and went
into direct conpetition with Turner. A tangle of litigation has
ensued between the parties since Turner and Applied started
conpeting agai nst each ot her.

Applied started manufacturing and selling DTls in the Fall
of 1994. Wthin days after Applied started in business, Turner

filed an action in this court against Applied, Willace and



Wodward, Civil Action 94-6282. That action alleged, inter alia,

patent infringenent, violation of enploynment non-conpetition
contracts and m sappropriation of trade secrets. Not
surprisingly, defendants alleged, in answer to the patent clains,
non-infringenent, invalidity of the patent, fraud on the patent

of fice, and m suse of the patent. The defendants al so chall enged
the enforceability of the non-conpetition agreenents, and denied
m sappropriation of any trade secrets. Plaintiff applied for a
tenporary restraining order seeking, in effect, to put defendants
out of business. After the application for a tenporary
restraining order was denied, plaintiff noved for a prelimnary
injunction. An evidentiary hearing on the prelimnary injunction
noti on commenced on Novenber 16, 1994. On Novenber 17, 1994 the
parties set forth on the record a stipulation of settlenent, and
Cvil Action 94-6282 was dism ssed. The terns of the settlenent

provided, inter alia, that Applied would thenceforth manufacture

its DTIs with a slightly different specified configuration that
the parties agreed would not violate any of Turner's patents,
assum ng that the patents were valid. In addition, it was agreed
that Applied could sell its existing inventory of DTIs,
irrespective of whether they infringed Turner's patents, and that
Applied would pay a relatively small sum of noney ($3,500) to
Turner, apparently as conpensation for Applied' s right to sel
its existing inventory.

Unfortunately, rather than settling the business disputes

bet ween and anong the parties, settlenent of Cvil Action 94-6282
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spawned, al nost imediately, further disputes resulting in
additional bitter litigation. The basic terns of the settl enent
wer e announced in open court on Novenber 17, 1994. At that tine,
the parties contenplated that a fornal detailed witten agreenent
of settlenent and nutual releases would be drafted and execut ed.
Between the tine when the settlenent was announced in open
court on Novenber 17, 1994' and the tinme of the execution of a
witten settlenment agreenent and the exchange of nutual rel eases,
t hat took place on or about January 16, 1995, but back-dated to
Decenber 1, 1994, a dispute arose as to the quantity and/or val ue
of the inventory that Applied had on hand at the tinme of the
settlenent that, under the terns of the settlenent, Applied was
permtted to sell. Turner contended that it was induced to enter
the settl enent agreenent upon the allegedly fraudul ent oral
representations by or on behalf of Applied, Wallace and Wodward
that the quantity of the inventory on hand was approxi mately
200, 000 pi eces of DTls (having a market val ue of about $56, 000),
whereas Applied and Wal |l ace and Wodward contended that the only
representati on made was that the value of the existing inventory
of DTls was approximately $200,000. This dispute was known and
acknow edged by the parties, as well as a demand by Turner for
i ncreased conpensation for the additional inventory that Applied

was allowed to sell on the open nmarket under the terns of the

The ternms of the settlenment were further nenorialized by a
si gned handwritten nenorandum appended to the court proceedi ngs
of Novenber 17, 1994.



settlenent. Nevertheless, the parties executed the settl enent
agreenment and exchanged nutual releases with this known dispute
unresol ved and not specifically addressed in the settl enent

agr eenent .

Turner, in the ensuing litigation, took the position that it
had the right to affirmthe settlenent agreenent and to sue for
damages for fraud in the inducenent of the contract of
settlenent; whereas, Applied, Wallace and Wodward cont ended
that Turner, having executed the nutual releases with ful
know edge of the dispute, released any claimfor fraud in the
i nducenent and any claimfor danages caused by any excess anobunt
or value of the inventory that Applied had on hand.

DTls are netal washers used primarily in the bolting of
steel franmed buildings and bridges, where correct and accurate
hi gh bolt tension and tightening are of critical engineering
i nportance to the integrity and strength of steel franed
constructions. A DTl washer fits onto a bolt before the bolt is
fastened and clanped to a structural steel nenber by tightening
the nut to the bolt. A DTl has several protrusions on its face,
that are punch pressed fromthe face. Wen the bolt is tightened
by the nut, the bolt conpresses and flattens the protrusions on
the DTI. Wen the protrusions on the DTl are conpressed to such
an extent that a specified sized feeler gauge will fit snugly
bet ween the washer face and the adjoining bolt or nut, the stee
erecting crew knows, w thout further testing, that the tension

and torque on the bolt head is correct and in accordance with the
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engi neered specifications.

There are various other types of steel bolt fasteners and
nmet hods of bolting and testing for tension and torque strength
that conpete with DIls. Only a relatively small proportion of
new i ndustrial and conmercial steel constructed buil dings and
bridges utilize the DIl nethod. Because DTls are generally nore
expensi ve than sone of the other bolting nmethods, when DTls are
used in a steel construction, ordinarily it is because the
architects and engi neers expressly specify the use of DTls on the
particul ar construction.

One of the alleged patented features of the Turner DTIl, is
the configuration of the protrusions, whereby the tops of the
protrusions are of less width than the bottons, enabling the
protrusions to flatten and seat thenselves snoothly and properly
into the punched pocket on the underside of the DIl. During the
trial there was considerable testinony and evi dence presented as
to the reason for this feature, as well as extensive testinony by
Jonat han Turner, as to how that configuration corrected pre-
existing flattening and seating problens. The settlenent

agreenent provided, inter alia, that Applied s manufacture of

DTls woul d thereafter have protrusions of certain specified
di rensions in order to prevent any future claimof patent
i nfringenment or m sappropriation of trade secrets.
A short tinme after the execution of the witten settl enent
agreenent, Turner obtained a quantity of Applied s DTls, and sent

themto an i ndependent testing |aboratory, hereafter referred to
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as LTI, ostensibly to determine if the DTls Applied was
manuf acturing conplied with the specified conditions of the
settl enent agreenment. Turner also requested LTI to determ ne
whet her Applied's DTls confornmed to Applied s advertised
statenents that its DIls net the standards adopted by the
American Society for Testing and Materials, specifically ASTM -
F959. That standard, ASTM - F959, is an industry w de voluntary
standard, promul gated through a consensus process to establish
uni f orm manuf acturing specifications for DTls. There are
literally thousands of standards that have been simlarly adopted
by the Anmerican Society for Testing and Materials for many types
of products, to assure uniformty and quality of manufactured
products. It is very inportant to all users of DTls, to be
assured that the DTls conply with the industry standards as
pronmul gated in ASTM - F959. Wien DTls are specified by
engi neers, they frequently expressly require that the DTls conply
wi th ASTM - F959.

After receiving the LTI reports, Turner concluded that
Applied was not conplying with the settlenent agreenent's
manuf acturi ng specifications as to the configuration of the
protrusions on Applied' s DTls. Turner further concluded, on the
basis of the LTI report, that Applied's DIls failed to conply in
several respects with ASTM - F959. Turner proceeded to
di stribute copies of the LTI Report together with an acconpanyi ng
letter to many, if not all, of its custoners and potenti al

custoners, and to various engineers and other entities involved
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in the steel bolting industry that m ght use or specify the use
of DTls in the future.

The acconpanying |letter was issued on Turner's |etterhead
and signed by Jonathan Turner as President of Turner. The letter
referred to Applied as "the conpetitor”, and set forth, inter
alia that "the conpetitor's DIls fell consistently outside those
same ASTM paraneters. The non-conform ng el enents or
deficiencies were in nost cases nmajor rather than m nor, and
therefore woul d adversely effect the operation of the bolt, nut,
DTl and washer conbination and therefore the clanping force of
t he connected material ."

Armed with the LTI report, on April 13, 1995, Turner
proceeded to file another action against Applied, Wallace and
Wodwar d, docketed as G vil Action 95-2179. |In the first count
of the conplaint, Turner alleged breach of the settlenent
agreenent for failure to conply with the specifications as to the
DTl protrusions, contending that this caused Turner danages by
way of | oss of business. Although Turner nmade no patent
infringenment clains, directly, it, in substance, contended that
it was losing the benefit of its patent and proprietary rights
which it sought to protect by the settlenent agreenent. The
second count sought damages for fraud in the inducenent of the
settl enent agreenment arising out of the alleged representations
made as to the anount and/or value of Applied' s inventory on hand
at the tinme of the settlenent. Plaintiff sought damages for the

all eged fraud; it did not seek recision of the settlenent. The
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third count alleged a violation of the Lanham Act, for false
advertising by Applied that its DIls conplied with industry
standard ASTM - F959. The clainms under Count three of the
conplaint were limted to clainms of false advertising that
occurred after Decenber 1, 1994, the alleged date of the

settl enent, although the parties never agreed as to whether the
effective date of the settlenent should be Novenber 17, 1994,
when the settl enent was announced in open court or the date of
t he signing and executing of the witten settl enent agreenent and
exchange of mutual rel eases on January 16, 1995 or the date
affixed to the witten settl enent agreenment and rel eases of
Decenber 1, 1994.

After the conplaint was filed, and after Turner distributed
the LTI report together with Turner's acconpanying letter to the
steel bolting industry, Applied nailed to many of its custoners
and other entities involved in the steel bolting industry a
publication which Applied had prepared entitled "Let's Torque
Tension", in which it sought to refute and respond to statenents
made in the LTI report and acconpanying Turner letter. As a
result of that publication by Applied, Turner was granted | eave
to file an anendnent to its conplaint, adding two additional
counts, one under the Lanham Act and one for common | aw unfair
conpetition in respect to the "Let's Torque Tension" publication.

In response to the conplaint, in addition to denying all of
t he substantive allegations of the conplaint, Applied filed an

ei ght count counterclaim Count one clainmed that Turner viol ated
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a confidentiality clause in the settlenent agreenent, by
di sclosing certain of the contents of the settlenent in the
al l egations of the conplaint that was filed in open court. That
count was w thdrawn, but not until after all of the evidence had
been presented in the consolidated trial of Cvil Action 95-2179
and Civil Action 96-5819. Count two alleged violation of the
settl ement agreement on the theory that Turner, suing upon the
claimthat Applied had m srepresented the anount of its DTI
inventory, had settled and rel eased any such claim Counts three
and four were for tortious interference with contractual (Count
3) and prospective future (Count 4) business rel ationshi ps by
publ i shing the LTI report and acconpanying Turner letter to the
steel bolting industry. Counts 5, 6, and 7 were for conmmerci al
di sparagenent, unfair conpetition, false advertising and Lanham
Act violations all arising out of the LTI report and acconpanyi ng
letter. Count eight was an anti-trust nonopolization claim the
acts of nonopolization being the cormmencenent of allegedly
meritless litigation against Applied in order to obtain and
mai ntain a nonopoly in the DTl market. Al though Count eight was
w t hdrawn, again it was only at the conclusion of the
consol idated trial of Cvil Action 95-2179 and 96-5819.

Turner sought a prelimnary injunction in Cvil Action 95-
2179 to preclude Applied fromcontinuing to advertise that its
DTls conforned to ASTM - F959. | conducted a ten day prelimnary
injunction hearing and after extensive briefing and argunent, |

denied the notion for a prelimnary injunction with an
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acconpanyi ng 34- page docunent containing detailed findings of
fact and conclusions of law. That order was affirnmed on appeal
by the United States Court of Appeals for the Third Grcuit.

On August 2, 1996, Applied filed Gvil Action 96-5819. The
nanmed defendants were Turner, Jonathan Turner, and two
corporations allegedly related to and controlled by Turner and/or
Jonat han Turner; nanely, Beth-Fast, Inc. and AMX, Inc. The
factual allegations of the conplaint largely reiterate
allegations earlier made in the answer and counterclaimfiled in
G vil Action 95-2179 against Turner, the only plaintiff in that
earlier filed action.

Count one sought damages against all of the defendants for
an alleged anti-trust conspiracy (Section 1 of the Sherman Act,
15 U.S.C. 81) in restraint of trade in the DTl manufacturing-

di stribution business. Mny of the allegations related to events
that clearly preceded the settlenment and rel ease (regardl ess of
whi ch of the disputed effective dates is used) including clains
of m suse of the patent and trademark rights of Turner that were
clearly subject to the release and settlenent as to Turner and
Jonat han Tur ner.

Count two alleged Sherman Act 81 and O ayton Act 83 (15
U S. C. 814) violations and damage clains arising out of certain
al l eged "excl usive dealing" distributorship agreenents between
Turner and sone of its custonmers. Count three alleged violations
of the Robi nson-Patman Act, section 2 (a) (15 U.S.C. 13 (a)),

because Turner was allegedly selling to its exclusive deal ers at
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a lower price than to others. These first three counts were all
wi t hdrawn by Applied, but only after conpletion of all the
evidence in the consolidated trials of Gvil Action 95-2179 and
96-5819. Count four charged Sherman Act 8 2 nonopoli zation
Counts five through nine alleged tortious interference with
contractual and prospective future contractual relations,
comrerci al di sparagenent, unfair conpetition and Lanham Act
vi ol ations. Those counts (Counts five through nine) were filed
only agai nst Jonathan Turner, Beth-Fast, Inc. and AMX, Inc. They
were substantially the sane as the clains made by Applied against
Turner in the counterclaimin Cvil Action 95-2179, wherein
Turner was the only plaintiff.

The defendants filed answers to the conplaint in Guvil
Action 96-5819 denying the substantive allegations. Turner
j oi ned WAl |l ace and Wodward as additi onal defendants and filed a
mul ti pl e-count countercl ai magai nst Applied, Wallace and
Wodward. The countercl aimcontai ned the follow ng counts as
self-defined in the counterclaim Count | - false advertising
and unfair conpetition [advertising that Applied s DIls conform
with ASTM - F959], Count 2 - false advertising and unfair
conpetition [Applied' s "Let's Torque Tension" response to the
distribution of the LTI report], Count 3 - conmmerci al
di sparagenent [publications to the trade as to the quality of
Turner's DTIs], Count 4 - tortious interference with contract
[circulation of the Applied' s response to the LTI report], Count

5 - violation of RICO [Wllace and Whodward conducted the affairs
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of Applied through a pattern of racketeering activity, including,

inter alia giving false oral and deposition testinony under oath

in CGvil Action 95 - 2179 in violation of 18 U S.C. § 1962(c)],
Count 6 - violation of RICO [fraudul ent use of mails in
conducting affairs of Applied through a pattern of racketeering
activity, in violation of 18 U S.C. 8 1962 (c)]. The two RI CO
counts were voluntarily w thdrawn, again only after the

concl usion of presentation of all of the evidence in the
consolidated trials, and just before the court's final
instructions the jury.

After a long and contentious discovery process in both Cvil
Action 95 - 2179 and Cvil Action 96 - 5819, including many
notions, all of which were opposed and briefed (e.g. notions to
di sm ss, conpel discovery, sanctions, strike pleadings, anend
pl eadi ngs, in |limne, quash subpoenas, prelimnary injunctions,
summary judgnents, appeals from Magi strate Judge di scovery
rulings, etc.), both cases were set for a consolidated trial to
commence on August 4, 1997. After twenty full days of trial, the
jury returned a verdict by answering a series of special
interrogatories on August 29, 1997, upon which judgnents were
entered in both actions, as to all clainms and countercl ai ns.

In summary, through answering the special interrogatories,
the jury concluded that in CGvil Action 95 - 2179 (the attorneys
sonetines identified this action as the "fal se advertising case")
Applied, but not the individual defendants Wallace and Wodward,

failed to conply with the settlenent agreenent as to the
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manuf acturi ng specifications of the DTls, and on this claimit
awar ded Turner damages of $500. against Applied. On all of the
ot her clains asserted by Turner against the defendants in G vil
Action 95-2179, the jury found against Turner and in favor of the
defendants. In effect, therefore, the jury concluded that Turner
had proved none of its clainms by a preponderance of the evidence,
except the claimthat Applied' s DTls, manufactured after the
settl enent agreenent, did not fully conply with the terns of the
settl ement agreenment, and this breach caused Applied only m nim
damage of $500. The jury concluded that Turner had not proved by
a preponderance of the evidence that: (1) defendants
fraudul ently? msrepresented the amount or value of inventory on
hand at the tinme of the settlenent; (2) Applied falsely
advertised that its DIls conformed to ASTM - F959; (3) Applied
fal sely advertised or disparaged Turner in its response to the
LTI report or in the "Let's Torque Tension" publications or in
any of its other comrunications with the steel bolting industry.
On Applied' s counterclai magainst Turner, the jury
determ ned that Turner breached the settlenent agreenent by suing
Applied on a claimthat was precluded by the settl enent agreenent
and release. The jury also found in favor of Applied against
Turner on the clainms of tortious interference with prospective

busi ness relations (but not for interference with any existing

’The jury was instructed that fraud nust be proved by "clear
and convi nci ng evidence". No exception was taken to this portion
of the charge.
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contractual relations), comercial disparagenent, unfair
conpetition, false advertising and violations of the Lanham Act.
It awarded Applied danages in the sumof $1,272,937. |n answer
to a specific interrogatory, although the jury found for Applied
on liability as to the Lanham Act claim it awarded no danages
for such claim

In Gvil Action 96-5819 of the total of the six clainms by
Appl i ed agai nst Turner, Jonathan Turner, Beth-Fast, Inc. and AMX
Inc. and the four counterclains by Turner against Applied,
Wal | ace and Wodward, that were submtted to the jury, the jury
found against all clainms and counterclains as to and agai nst all
parties.

Thus, based on the jury's answers to the speci al
interrogatories on the verdict form in Gvil Action 95-2179,

j udgnent was entered on the conplaint in favor of Turner and
agai nst Applied in the sumof $500. On the counterclaim

j udgnent was entered in favor of Applied and agai nst Turner in
the sum of $1,272,937. 1In Gvil Action 96-5819, judgnment was
entered against all claimants on all clains and agai nst al
counterclaimants on all counterclains.

No post trial notion has been filed by any party in Gvil
Action 96-5819. Post trial notions have been filed by both
Turner and Applied (the corporate parties) in Cvil Action 95-
2179. No individual plaintiff or defendant has filed any post
trial notion. The only remaining parties are therefore the

corporate parties; nanmely Turner and Appli ed.
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In the two cases that were tried to the jury, there were a
total of twenty-eight separate clains and counterclains all eged
and tried, of which seven were voluntarily w thdrawn, |eaving
twenty-one clains and counterclains that were submtted to the
jury. Many of the clains and counterclains were against nultiple
parties, requiring separate sub-findings by the jury. 1In Guvil
Action 95-2179 Turner sued Applied, Wallace and Wodward jointly
and severally on each of its clains. In Gvil Action 96-5819,
Applied sued Turner, Beth-Fast, Inc., AVMX, Inc. and Jonat han
Turner jointly and severally on each of its clains and Turner
sued Applied, Wallace and Wodward on all of the counterclains,
even though Turner had earlier sued Applied on sone of the sane
claims in Gvil Action 95-2179. As a result, because of the
discrete findings that the jury was required to make to determ ne
liability and damages, if any, as to each claimand each party,
even after seven of the clains were voluntarily w thdrawn prior
to subm ssion to the jury, counting sub-parts, sixty-nine
interrogatories were submtted to the jury. These
interrogatories included possible punitive damages as to every
party because each party cl ai mant sought punitive danages.

Al t hough punitive danage issues were submtted to the jury, no
puni tive damages were awarded to any party. The interrogatories
al so included allocation of damages for all federal statutory

cl ai ns because of the different types of relief that may foll ow
sone federal statutory awards of damages such as possible

attorney's fees and nmultiple damages.
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Despite the Iength and conplexity of the matters submtted
to the jury, the answers provided by the jury to the
interrogatories are conpletely consistent with each other, and, |
bel i eve, denonstrate that the jury carefully considered all of
the issues and factual disputes as to each of the clains and
counterclains. The only contention that has been raised as to
the answers to the interrogatories is the claimby Turner (not
Applied) that a finding of liability against it under the Lanham
Act, w thout awardi ng any danages, is inconsistent and shows that
the jury was confused. Rather than confusion it denonstrates, at
| east to ne, that the jury recognized, as instructed in the
charge, that damages, like liability issues, nust be proved by a
preponderance of the evidence. It also denonstrates that the
jury, having awarded substantial damages on the common | aw
clains, realized, as instructed in the charge, that it should not
award duplicate damages for the sane causal underlying facts.

Def endant Turner's post-trial nmotion (filed docunent #180)
seeks a stay of the judgnent that was entered on Septenber 8,
1997 (filed docunent #171), pursuant to Federal Rule of Cvil
Procedure 62(b), pending final disposition of the instant post-
trial notions. Furthernore, Turner noves for judgnent as a
matter of |aw, pursuant to Federal Rule of Cvil Procedure 50(a),
on all clains for which the jury found in favor of Applied.
Additionally, Turner noves, in the alternative, either for a new
trial, pursuant to Federal Rule of G vil Procedure 59, or for a

conplete or substantial remttitur of the jury's award.
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A. MOTION FOR A NEW TRI AL AND REM TTI TUR

A court may order a new trial pursuant to Federal Rule of
Cvil Procedure 59 "if the jury verdict was agai nst the wei ght of
the evidence, if the size of the verdict was agai nst the wei ght
of the evidence (i.e., if the jury's award was grossly excessive
or inadequate), if counsel engaged in inproper conduct that had a
prejudicial effect upon the jury, or if the court commtted a
significant error of law to the prejudice of the noving party."”

Maylie v. National RR Passenger Corp., 791 F. Supp. 477, 480

(E.D. Pa. 1992), aff'd, 983 F.2d 1051 (3d Gr. 1992). A court
must view the evidence in the light nost favorable to the non-

noving party. Keith v. Truck Stops Corp. of Anerica, 909 F. 2d

743, 745 (3d Cr. 1990).
A new trial cannot be granted nerely because the court woul d
have wei ghed the evidence differently and reached a different

concl usi on. Mar kovich v. Bell Helicopter Textron, Inc., 805 F

Supp. 1231, 1235 (E.D. Pa. 1992), aff'd, 977 F.2d 568 (3d Gir.

1992) .

1. lnconsistent Verdict

One of Turner's contentions, is that the jury verdict is
i nconsistent wwth the evidence presented at trial. | do not

agree. Turner contends that the jury nust have awarded the bul k
of the damages for commerci al disparagenent, common |aw unfair
conpetition, and tortious interference with prospective business
relations. The jury found liability for Lanham Act viol ati ons

(I'nterrogatory #12), but awarded no damages for violations of the
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Lanham Act (Interrogatory #30).

Turner contends that, except for the breach of contract
claim all of the findings of liability were based on the
distribution of the LTI Report and acconpanying letter, which
Turner further contends the jury obviously found to constitute
fal se advertising and a Lanham Act violation. Presumably because
of the amount of the jury's award, Turner surm ses that the total
award coul d not have been for the breach of contract claim and
concl udes that the bulk of the award nust have been for all of
t he other clains except the Lanham Act claim Turner argues that
it was inconsistent for the jury to have found liability for four
clains (tortious interference - Count 4, comrercial disparagenent
- Count 5, unfair conpetition - count 6, and Lanham Act - Count
7) but only award damages based on three of the clains and
not hi ng on the Lanham Act claim

Fromthis, Turner concludes that the jury did not clearly
understand the | aw and did not appropriately apply the law to the
facts of this case. As in every case, a jury may not conpletely
understand or correctly apply the law. However, the verdict is
not inconsistent, nor were the special interrogatories, which
were submtted to the jury w thout objection, flawed.

The el enents of a Lanham Act violation and the Pennsyl vani a
common |law tort of unfair conpetition through false advertising
seemto be the sane, except for an additional requirenment under

t he Lanham Act that the products or goods travel in interstate
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commerce®. The fact that the federal statute has this additiona
requirenent is not significant in this case, because it is

undi sputed that DTls are manufactured and sold in interstate
comer ce.

It is fairly clear that sone portion of the damages that
were awarded were for unfair conpetition. Moreover, because the
el ements of the federal statutory claimand the state comon | aw
claimare essentially the sane, whatever damages were all ocated
and awarded by the jury for unfair conpetition would have covered
any danmages that otherw se woul d have been awarded under the
Lanham Act. It was not essential for the jury to find separate
damages for the Lanham Act vi ol ation.

The jury was instructed not to duplicate damages by reason
of finding of liability on one or nore of the clains based on the
same facts and the sane financial |oss. Record, 8/28/97, p. 129.
The jury found liability, but did not set forth any specific

anount of damages for the Lanham Act violation. That does not

*Under the Lanham Act, the plaintiff nust prove by a
preponderance of the evidence, (1) that the defendant has nade
false or m sl eading statenents as to his own or another's
product; (2) that there is actual deception or at |east a
tendency to deceive a substantial portion of the intended
audi ence; (3) that the deception is material in that it is likely
to i nfluence purchasing decisions; (4) that the advertised goods
traveled in interstate comerce; and (5) that there is a
likelihood of injury to the plaintiff in terns of declining
sales, loss of goodwill, etc. Johnson & Johnson-Merck Consuner
Phar maceuticals Co. v. Rhone-Poul enc Rorer Pharnaceuticals, Inc.
19 F. 3d 125, 129 (3d Gr. 1994) quoting U.S. Healthcare, Inc. v.
Blue Cross of Greater Philadel phia, 898 F.2d 914, 922-23 (3d Cr.
1990), cert. denied, 498 U. S. 816, 111 S. . 58, 112 L. Ed. 2d
33 (1990), quoting Max Daetwyler Corp. v. Input Gaphics, Inc.,
545 F. Supp. 165, 171 (E.D. Pa. 1982).
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render the verdict inconsistent. Because the elenments of both
clains are the sane, the jury would have duplicated damages had
it awarded danmages for both the unfair conpetition through false
advertising and the Lanham Act claimunless it allocated between
the clains.* The jury did not render an inconsistent verdict.
The jury was not required to all ocate danmages between the false
advertising clainms and the Lanham Act violation, although it
coul d have done so in its answer to interrogatory 30 (a).

The reason there was a special interrogatory presented to
the jury on the issue of damages, if any, for the Lanham Act
violation, as well as the anti-trust clains, was because these
federal statutory clains can provide for other relief or damages.

For instance, the Lanham Act can provide attorney's fees?® the

‘Interrogatory #30 stated: "If you have found in favor of
Applied Bolting on any claimor clains asserted by Applied
Bolting, what is the total anpbunt of damages, if any, you award
to Applied Bolting?" The answer provided was $1,272,937.00. The
interrogatory then asked: " O that anmount, what anmount of
damages, if any, do you award for: a.) Any Lanham Act cl ai ns?
(Count 7- counterclaim 95-2179) " to which the jury responded
with zero amount. The interrogatory, by its phraseol ogy, was
such that had the jury awarded sone anobunt as danmages on the
Lanham Act claim it would not necessarily constitute duplicate
damages, provided the jury in its calculations included no
addi ti onal damages for the conmmon law claim The jury could well
have decided to award damages only for the commn |aw cl ai ns and
none for the Lanham Act in order to avoid duplicate danages. The
zero anount certainly does not suggest that the jury was confused
or m sunderstood the instructions.

> Successful litigants on Lanham unfair conpetition clains
may recover attorney's fees in 'exceptional cases' even though
the unfair conpetition provision of the Lanham Act does not
expressly provide for the award of fees; the provision of the
Lanham Act pertaining to infringenment of registered trademarks
which permts recovery of fees in 'exceptional cases' would be
applied to unfair conpetition clains.” NuPulse, Inc. v.
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Sherman Anti-Trust Act provides for treble danages. °

In any event, although the jury allocated no specific
damages for Lanham Act viol ations, Turner was not harned by this
outconme. The jury found a violation for which it awarded no
damages. | do not see how Turner could have been harned by this.

2. Excessi ve Verdi ct

In addition to setting aside a verdict and granting a new
trial, a court may also order a remttitur in cases where a jury

renders an excessi ve verdict. Spence v. Board of Education, 806

F.2d 1198, 1201 (3d G r. 1986); Stelwagon Mg. Co. v. Tarnmc

Roofing Systens, Inc., 862 F. Supp. 1361, 1369 (E. D. Pa. 1994).
Remttitur is appropriate if a court finds that the decision of
the jury is clearly unsupported and/or excessive. |d.

Turner contends that the jury rendered an excessive verdi ct,
claimng that the verdict "shocks the conscience" and that the
jury was gui ded by passion, prejudice, m stake and/ or synpathy
for Applied. Turner does not, however, set forth sufficient
facts to substantiate this claimother than referencing comments
Applied' s counsel made regarding the wealth of M. Turner, nor do
| find any others in the record. Because counsel insisted on
submtting the issue of punitive danmages to the jury, the wealth

of the parties, to the extent shown by the evidence, would be

Schlueter, Co., 853 F.2d 545 (7th G r. 1988).

®15 U.S.C. 88 1, 2, 15.
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clearly rel evant and subject to comment by counsel. ’

The verdict was certainly not excessive on the basis of the
testinony presented as to damages. |If the jury fully accepted
the testinony of Applied s expert damage w tness, Seynour Jones,
the jury could have awarded a substantially higher verdict. M.
Jones calcul ated Applied' s lost profits, arising out of the harm
caused to Applied by the distribution of the LTI report and
acconpanying letter, for the two year period of 1995 and 1996, to
be $863,014. |In addition, M. Jones calcul ated the | oss of
goodwi I | to be $1, 006, 495 by using the sane net hodol ogy that he
contended the records of Turner show were utilized by Turner in
calculating Turner's own goodwiIl. If those two figures had been
accepted by the jury in full, the two year |loss of profits and
| oss of goodwill woul d have been $1, 869, 509. ®

There was anpl e evidence of Applied' s precipitous decline in

its market share inmediately follow ng the distribution by Turner

‘Under Pennsylvania |law, at |east, proof of the wealth of a
party agai nst whom punitive damages are to be assessed is not
only proper, but indeed, may be an essential elenent of proof.
See, e.qg., Kirkbride v. Lisbon Contractors, Inc., 521 Pa. 97, 555
A. 2d 800, 803 (Pa. 1989) (Factors to be considered in awarding
puni tive danages include the character of a defendant's conduct,
t he nature and extent of the harmintended or caused to the
plaintiff and the wealth of the defendant; see also Tunis Bros.
Co., Inc. v. Ford Motor Co., 952 F.2d 715, 740 (3d Gr. 1992),
citing, Restatenent (Second) of Torts § 908(2)(1979); Martin v.
Johns-Manville Corp., 508 Pa. 154, 494 A 2d 1088, 1096
(1985) (Pennsylvania law entitled the jury to consider a
defendant's weal th when assessing punitive damages).

8. Jones testified to lost profits for only the two
cal endar years, 1995 and 1996. Applied made no contention that
it was entitled to any lost profit danages except for those two
years.
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of the LTI report and acconpanying letter. The possibility of
the decline fromother causes was fully devel oped in cross-

exam nation, and Applied' s w tnesses expl ained by testinony that
there were no ot her probabl e causes.

3. Expert Witness Testinpbny - Lost Profits

One of Turner's principal argunents is that Seynour Jones
shoul d not have been permtted to testify at all, because his
nmet hodol ogy was not based on scientifically recognized accounti ng
precepts, and was logically flawed because it one, assuned that
absent the distribution of the LTI report and letter, Applied
woul d have controlled fifty percent of the market share, and two,
assuned that Applied, even though it was a new busi ness, could
have suffered | oss of goodwi|ll. These issues were all fully
briefed and considered in various pre-trial notions. ( See filed
docunments #132, 140 and 141).

There is no question that M. Jones was fully qualified to
testify as an accounting expert and to express opinions as to
financial records, upon which he primarily relied in reaching his
opinions as to lost profits. He testified w thout chall enge that
he was a professor of accounting and auditing at New York
University, did consulting work for several conpanies, one of
which is active in acquisitions of other conpanies, advises
anot her conpany involved in | ending noney as to collateral and
conpany val uations, was fornerly a senior partner in the
accounting firmof Coopers and Lybrand in which he had a | ong and

broad experience dealing wth acquisitions and val uati ons of
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conpani es being studied for acquisitions and simlar accounting
servi ces.

It is true that M. Jones' calculation of lost profits is
based on the assunption that, absent the distribution of the LTI
report and letter, Applied would have held fifty percent of the
mar ket share. | concede that in argunent | expressed grave doubt
as to the validity of that assunption. However in his testinony,
M. Jones explained in detail how he reached this concl usion, and
the records that he exam ned could be found to confirmthis
contention. There was evidence, supported by sales records from
bot h Turner and Applied, fromwhich the jury could find that for
the period fromthe end of 1994 through March of 1995, Applied
hel d nore than fifty percent of the entire market. There was
addi tional testinony by various w tnesses, that the only apparent
reason for any |l essening of Applied s nmarket share was the DTI
report and letter sent by Turner. There was undi sputed evi dence
that Applied's prices were consistently |ower than Turner's and,
because DTls nade to ASTM - F959 standards are essentially
fungible, price is the nost inportant factor in any purchasing
deci si on.

M. Jones' assunptions, theories and cal cul ati ons were
chal | enged only through cross-exam nation and argunents to the
jury. Surprisingly, Turner called no expert wtness to contest
or dispute or counter M. Jones' testinony as to |lost profits or
| oss of goodwill. Although the evidence was not overwhel m ng as

to the market share that Applied would have hel d absent the
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distribution of the LTI report and letter, there was certainly
anpl e evidence for the jury to nake the determ nation that
Turner's distribution of the LTI report and letter caused a
severe | oss of market share and hence | oss of net profits.
Applied limted its clained | osses for a period of the two

cal endar years of 1995 and 1996. Except for challenging the
basic fifty percent share of the market contention, and the
sketchy sal es data supporting that contention, | do not
understand Turner to question the accuracy of M. Jones' | ost
profit calculations. The jury could and did properly consider
M. Jones' expert opinion as to the |osses, although the jury
obviously did not accept, in toto, his ultimate conclusions as to
the total lost profits.

4. Expert Wtness Testinony - Loss of Goodw ||

Turner contends that it was error to allowthe jury to
consider Applied' s loss of goodw I|. Turner contends that
Applied s expert inproperly based his calculations of Applied s
goodwi I | on the value of Turner's goodwi ||, but that this nethod
of valuation was not reliable because Turner had been in business
for 20 years while Applied had been in business for only four
nonths at the tinme of the valuation. Because of the
unreliability of the expert's testinony and his nethods of
val uati on, Turner contends that the issue of goodw || should
never have gone to the jury. Turner further objects to the
court's instruction on the neaning of goodw ||, however the

record does not indicate any express objection by Turner to the
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instruction. | do not find either of these contentions
sufficient to support setting aside the jury verdict.

| instructed the jury on assessing the credibility of expert
wi tness and their findings. Record, 8/5/97, pp. 151-154; Record,
8/ 28/ 97, pp. 82-84. The jury was carefully instructed on its
ability to discard or reject any evidence it did not believe and
to accord as little or as nuch weight as it found appropriate to
such testinmony. 1d.

M. Jones explained in detail how he arrived at a val uation
for the loss of goodwill. He explained the concept of and its
meani ng and the basis for his calculation. Record, 8/25/97, page
115-119. In particular he opined that because there were, in
effect, only two entities in the DTl manufacturing business,
goodwi I I coul d best be evaluated and cal cul ated on the basis of a
percentage of projected sales revenues. He noted that Turner
itself had placed a goodwi || value on Turner's business at
$3, 700, 000 and that this sumwould have been 1.44 tinmes its then
total yearly sales. He then calcul ated Applied s annual | ost
sales (not profits) to be $698, 955, using the sanme basic figures
and rationale he utilized in calculating lost profits and then
multiplied that by 1.44 to obtain the resulting $1, 006, 495 | oss
of goodwill. The jury had the benefit of certain charts that
further explained M. Jones' calculations, as well as his report,
exhibit 371. Turner did not request a mstrial, nor put on a
damage expert of its own to dispute M. Jones' testinony as to

either lost profits or loss of goodwill; nor did Turner expressly
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contend that Turner's basis for establishing a value on its own
goodwi I | was any different than the nmethod suggested by M.

Jones, i.e. amultiplication of 1.44 tinmes annual sal es revenues.

There are cases that hold that goodwi || cannot be fairly
calculated for a business that is just starting up and has no
record of earnings or profits.® In this case however, the jury
could find fromthe evidence that: (1) Applied had been in
busi ness for at |east four nonths before the injury to its
busi ness occurred, (2) during that period of tinme its gross sal es
exceeded fifty percent of the total DTl market, (3) it was
operating profitably and its sales revenues were steadily
increasing, (4) it was an on-goi ng successful business, (5) it
did have an intangible goodw Il value, and finally, (6) the
method utilized by M. Jones to determ ne and quantify the | oss
of goodwi || was sound. There was no error in letting the issue

of damages, including the loss of profits and goodwi|Il, go to the

°See, e.qg., Delahanty v. First Pennsylvania Bank, N A. , 318
Pa. Super. 90, 117-26, 464 A 2d 1243, 1277-61 (1983)("Even where
the plaintiff's claimtruly represents a claimfor |lost profits,
rather than |loss of good will, it nay be rejected as specul ative
and unrecoverable. This is particularly true where the clai mof
| ost profits is nade in the context of a new and untried business
venture."); See also National Controls Corp. v. Nationa
Sem conductor Corp., 833 F.2d 491, 495-496 (3d Cir. 1987)(a claim
for lost profits may be rejected as specul ative and unrecoverabl e
under Pennsylvania |law, particularly where made in the context of
a new and untried business venture), citing, 13 Pa. Cons. Stat.
Ann. 88 2714(c), 2715, 2715(b) (1) (West 1984); Stallworth Ti nber
Co. v. Triad, 968 F. Supp. 279, 284 (D. St. Croix 1997) (a
relatively new business would have little if any established
goodwi | 1).
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jury.

There is a contention that the jury was not adequately
instructed as to the neaning of |oss of goodwil|l. The concept of
goodwi I | was explained to the jury in the instructions, see
Record 8/28/ 97, page 128. No exception was taken to the charge
by Turner's counsel on this issue. |In addition, during the
testinony of M. Jones, he al so explained, correctly and in
detail the neaning and concept of business goodwill. No contrary
evi dence was present ed.

5. Loss of Prospective Business

Once the fact of |oss caused by a defendant's m sconduct has
been established, the plaintiff's burden nmay be satisfied by
evi dence that furnishes a reasonable basis for conputing damages.

BASF Corp. v. Odd Wrld Trading Co., Inc., 41 F.3d 1081, 1094-95

(7th Gr. 1994). The plaintiff is not obliged to provide
i ndi vidual i zed proof of lost sales. 1d.

Turner clains that Applied is permtted to recover for |oss
of market share "only if it shows that after the publication of
the fal se advertising, its sales decreased, and by elimnating
ot her causes for its | osses, such as a 'general decline in the
mar ket for such goods or defects in the goods thenselves."'"
Rest at ement (Second) of Torts 8§ 633 cnt. h.; Menorandum of Law in
Support of Modtion of Defendant, J&M Turner, Inc. For Post-Tri al
Relief, p. 17. A plaintiff is "permtted to recover for |oss of
t he market using circunstantial evidence if he shows that the

| oss has occurred and eli m nates other causes for the |oss." | d.

28



Turner clains that there was no evidence fromwhich the jury
coul d have concl uded that, by reason of the distribution of the
LTI Report and acconpanying letter, Applied |ost business either
in the formof existing or prospective clients. Turner clains
that Applied failed to produce even one person to say that he or
she di scontinued or declined to do business with Applied because
of the information contained in those docunents. | think,
however, that even though Applied nmay not have presented
W tnesses to testify as to this alleged fact, there was plenty of
evidence fromwhich the jury could find that, by reason of the
publication of the LTI report and acconpanying letter, Applied
| ost business, market share, sales and profits.

There was sufficient evidence presented as to Turner's and
Applied' s sales figures before and after the distribution of the
LTI report and letter to permt the jury to find the requisite
causal connection between the wong and the decline in sales.
Applied presented evidence that after it began operating, it
captured at least fifty percent of the total DTl market that was
formerly controlled solely by Turner. Applied also presented
evidence that, alnost immediately after Turner's distribution of
the LTI report and letter to approxi mately six hundred custoners
and/ or potential custoners, Turner recaptured approxi mately
seventy-five percent of the market while Applied s nmarket share
dropped to approximately twenty-five percent. There was no
evi dence presented which suggested that the cause of Applied's

| oss of market share was attributed to anything other than the
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distribution of the LTI report and Turner |etter.

For exanple, Applied s evidence was that it received no
conplaints as to the quality or performance of its DIls. None of
t he evi dence suggested any ot her causes, except sone evi dence
that there was a general decline in the total market for DTIs.
This, of course, would not explain the sudden turn around in the
rel ati ve market shares of Turner and Applied, although it could
per haps | essen the total anpbunt of lost profits. That, in turn,
may be the reason the jury did not award the full anmount of
conpensat ory damages sought by Applied. Surely, the data and
evi dence presented may have different interpretations, that were
fully explored and argued to the jury during the trial, but those
i ssues were questions of fact for the jury, and the jury's
deci sion was clearly reasonable. That every other possible cause
was not unequi vocally elimnated before the question was
submtted to the jury, does not warrant granting a new trial.

6. | npr oper Conduct of Counsel

Turner clains that Applied' s counsel nmade several inproper
prejudicial statenments. Turner failed to object to these
statenents or to request a mstrial on this basis. There appears
to be little nerit to these clains as they appear to be nere
qui bbling, and they certainly do not nerit granting a new trial.
| will address this issue in nore detail bel ow

7. Objections to the Charge

Turner al so bases its Motion for a New Trial on clains that

| made nunmerous errors in instructing the jury, and that | failed
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to instruct the jury on other matters. |t appears to ne,
however, that Turner failed to preserve at |east three of these
objections at trial. Specifically, Turner failed to object to
the instructions which addressed di sregardi ng hearsay and
comrents of counsel, instructions regarding the neaning of |oss
of goodwi | I, and instructions regarding the Lanham Act
requirenent that the jury focus on the perception of the

reci pients of the advertisenents in question, and not on the
person naki ng the adverti senents.

As to Turner's objection to an alleged failure of the court
to instruct on the inportance of disregarding hearsay and
comments of counsel, Turner clains that it requested a specific
instruction on witness credibility, but that such an instruction
was not given. The record does not indicate that Turner objected
or filed an exception, at the conclusion of the charge, to any
om ssion of an instruction on hearsay or comrents of counsel, but
Turner did request repeating instructions previously given on the
credibility of witnesses before | charged the jury. Record,

8/ 26/ 97, pp. 87-89. The basis of Turner's objection to ny
instruction on expert witness credibility was that Turner felt
the charge did not adequately instruct the jury about how it
shoul d wei gh the testinony of persons who testified as experts,
and that ny instruction nmade prior to the presentation of

evi dence shoul d have been repeated in ny closing instructions®™.

Y'n this case, as | frequently do, | provided to the jury,
prior to the presentation of any evidence, certain general
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Wil e Turner preserved this objection, the objection | acks any
nmerit because, contrary to Turner's assertion, | gave essentially
the same instruction at the end of the case as | gave in the
begi nning of the case. Record, 8/5/97, pp. 151-154; Record,
8/ 28/ 97, pp. 83-84. | instructed the jury on both occasions on
assessing credibility of expert wtnesses and the weight to be
given to and the significance to be attached to their testinony.
Id. Because the instruction was given, | find Turner's objection
to be neritless, and therefore an insufficient basis for granting
a newtrial.

| find neritless, Turner's clains that the instructions as
to references to the settlenent agreenent, the concept of
conditional privilege, and the jury's duty not to speculate as to
damages were confusing and i nadequate. Finally, | have already
comrent ed extensively on the objection to the instruction on the
meani ng of | oss of goodwi || and, therefore, will add nothing
further on that issue now.

8. | properly Admitted Evi dence

Tur ner contends that there was received i nto evi dence, over
Turner's objections, evidence that preceded the date of the
settl enent of civil action 94-6282, whatever that effective date

may have been. All clains that arose and preceded the settl enent

instructions, that may be informally referred to as "boiler-
pl ate" instructions, such as burden of proof, preponderance of
t he evidence, credibility of wi tnesses' testinony, including
expert witnesses, duty to follow instructions as to the |aw,
unani nous verdict, etc.
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and execution of the rel ease, were precluded; but this does not
nmean that all evidence of events occurring prior to that tine
becane i nadm ssible as well. For instance, the settlenent
agreenment between the parties in 94-6282 settled, in part, the
di spute over the alleged patent infringenents by Applied. Under
the terns of the settlenent agreenent, Applied was permtted to
sell its remaining inventory of DTl washers w thout any further
nonetary obligation or accounting to Turner, and w thout regard
to whether the inventory or any part thereof infringed upon
Turner's patent. Therefore, Turner was precluded fromlitigating
further in this lawsuit any all eged patent violations by Applied
occurring prior to the settlenent.

Inits ultimately unsuccessful attenpt to prove the anti -
trust violations, however, Applied obviously could present
evi dence as to the market dom nance that Turner enjoyed prior to
Applied' s entering the market. Applied was permtted to present
evi dence showi ng Turner's market share before as well as after
the settlenent and rel eases were signed. The evidence was
admtted for an entirely different purpose than to litigate
events already settled by the settlenment agreenent. Al so,
evi dence of events occurring before the settlenent as to
Applied' s market share and events occurring after Turner's
distribution of the LTI Report and letter were relevant to show
the effects of Turner's conduct on Applied' s market share and
profits.

It was Turner, afterall, which, through its first w tness,
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Jonat han Turner, went into detail as to the devel opnent of Turner
as a famly owned business, a venture obviously conmenci ng years
before any of the events giving rise to the controversies
involved in the present |awsuits between Turner and Appli ed.
Jonat han Turner also went into great detail, in his testinony-in-
chi ef, concerning early manufacturing problens, and how his

pat ented design for the protrusions and other proprietary
producti on net hods, plus changes in the ASTM - F959 (which
Appl i ed contended was brought about by Turner's undue influence)
corrected any possible deficiencies or unsatisfactory performnce
of Turner's DTls. Cbviously, Applied had the right, through
cross-exam nation and by its evidence in defense, to challenge
that testinony and evi dence, even though nuch of it preceded the
date of the signing of the rel eases, and even though such

evi dence m ght not otherw se have been adm ssi bl e.

Therefore, because |I find that none of Turner's clains
substantiate setting aside the jury verdict, Turner's Mtion for
a New Trial will be denied.

B. MOTION FOR JUDGVENT AS A MATTER CF LAW

In addition to a Motion for a New Trial, Turner also noves
for judgnent as a matter of |aw on nunerous bases. Turner
contends that | erred in denying its earlier Rule 50 Motion for
Judgnent as a Matter of Law, claimng that there was not enough
evidence to go to a jury and that the jury was forced to
specul ate on many issues including the issue of danmages--

specifically loss of profits and | oss of goodw II.
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|f, after a party has been fully heard on an issue, there is
no legally sufficient evidentiary basis for a reasonable jury to
find for that party on that issue, the court nmay grant a notion
for judgnent as a matter of |aw against that party. Fed. R G v.
Pro. 50(a). A jury's determ nation can be disturbed only if a
def endant denonstrates that the jury had no reasonabl e evi dence

on which to base its determ nation. See Lightning Lube, Inc. V.

Wtco Corp., 4 F.3d 1153, 1166 (3d G r. 1993); see also Walter v.

Holiday Inns, Inc., 985 F.2d 1232, 1238 (3d Cr. 1993). "In

determ ni ng whether the evidence is sufficient to sustain
liability, the court may not weigh the evidence, determne the
credibility of the witnesses, or substitute its version of the

facts for the jury's version." Lightning Lube, 4 F.3d at 1166,

citing, Fineman v. Arnstrong World I ndustries, Inc., 980 F.2d

171, 190 (3d Cr. 1992), cert. denied, 507 U S. 921, 113 S. C.

1285, 122 L. Ed. 2d 677 (1993).

As | have already concluded in addressing and denyi ng
Turner's Motion for a New Trial, | find that there was sufficient
evi dence presented at trial to go to a jury, and that the issues
submtted to the jury were proper jury questions. As | stated
above, the jury was properly instructed on the issue of assessing
the credibility of expert wtness testinony. The jury was
carefully instructed that if an expert or any other w tness
expressed an opinion based on certain assuned facts, "of course,
before that opinion wuld be of any significant value to you, you

woul d have to determ ne fromthe evidence that the facts assuned
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are the correct facts." Record, 8/28/97, p. 84. \ether or not
the facts upon which any expert based his opinion were correct
woul d be for the jury to decide, and if the jury did not believe
the expert's nethodol ogy to be an accurate or truthful

determ nation of, anong other things, lost profits, goodwl I,
and/ or market share, the jury was free to disregard that w tness’
t esti nony.

Applied did set forth sufficient evidence, including sales
figures of both Turner and Applied before and after the
distribution of the LTI Report and letter, for a jury to
rationally and logically find that Turner's distribution of those
docunents caused Applied to | ose business. Turner clains,
however, that Applied failed to show the causal connection
between the distribution of the LTI report and acconpanyi ng
letter and the all eged damages. Turner points out that Applied s
counsel knew of at |east six hundred custoners who had received
the LTI Report and letter, but that Applied failed to call any
one of themto testify in support its claimfor |ost business.

I rrespective of this argunent, there was sufficient evidence, |
think, to raise a factual question of causation. The jury was
free to evaluate the issue of causation and to deci de whet her
there was sone cause other than potential custonmers' response to
Turner's LTI Report and letter which would explain Applied s
decline in market share. Turner is not entitled to judgnent as a
matter of |aw | find no need to go into any greater detail as

to the other objections which Turner failed to preserve at trial.
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Turner clains, additionally, that the characterization of
the defects in Applied s products were statenents of opinion and
therefore not actionable. Turner alleges that its statenents
were literally true, conditionally privileged product conparisons
of its products with those of a rival. The deficiencies, Turner
clainms, were too ambi guous to be considered literally fal se under
t he Lanham Act. Likew se, Turner contends the clains of
comrerci al di sparagenent and tortious interference with
prospective business relations should not have been given to the
jury.

The conditional privilege shields a conpetitor so |ong as
t he conpari son does not contain fal se assertions of specific
unfavorabl e facts regarding the rival conpetitor's things, goods
or products. Restatenent (Second) of Torts § 649, cnt. c.

Turner contends that Applied failed to present evidence that the
statenents nmade by Turner were literally false or m sl eadi ng, and
that Applied failed to show with reasonable certainty, that a
statistically significant part of the intended audi ence was
deceived or msled by Turner's report and letter to denonstrate a
cogni zabl e injury.

Applied, on the other hand, contends that Turner's
statenments were literally untrue statenents of fact, rather than
nmerely statenents of opinion. The literal truthful ness of
Turner's factual statenents, particularly, for exanple, that the
"deficiencies were in nost cases major rather than m nor, and

therefore woul d adversely effect the operation of the bolt" were
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guestions for the jury, not the court. The evidence was very
extensive as to the nature and extent of deficiencies in
Applied' s DTls, if any, and whether those deficiencies could or
woul d effect the useful ness of the DIls. The verdict indicates
that the jury found the statenents to be literally false, and
therefore Turner could not claimentitlenent to any privilege,
conditional or otherwise. The truth or falsity of the statenents
were factual questions for the jury. The jury was instructed
that truthful conparative advertising, and statenents of opinion,
even if intended to |lower the conpetitor's sales are privil eged.
See record 8/28/97, pages 105-106 and 107-109.

Turner objects to the alleged m sconduct of Applied' s
counsel during various stages of the trial, nanmely coments
Applied' s counsel nmade regarding the personal wealth and
residence of M. Turner, testinony elicited fromexpert Jack
Pekar that he was being paid to testify by an insurance conpany,
counsel's nunerous references to events occurring prior to the
Decenber 1, 1994 settl enent agreenent, and counsel's references
to Turner's alleged failure to produce custoner |ists and control
card docunents which had been protected from di scovery by Applied
in an earlier court protective order

| nust point out again that neither party at anytinme during
the trial asked for a mstrial on the basis of any of these
current objections, nor did Turner request a special cautionary
instruction, or a notion to strike any testinony. As for the

elicited testinony that a witness, M. Pekar, was possibly being
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paid by an insurance conpany, there was no objection made to the
original question, but nerely the answer and a foll ow up
guestion. Because the answer had been already given, | overruled
the objection. No request for a cautionary instruction was then
made or |ater made. Clearly counsel at the time considered it

not particularly significant.™

It certainly is not clear that
the jury would or could infer that Turner was being protected in
this lawsuit by a liability insurance conpany, rather than a

possi bl e insurer that had an interest in Turner's clains agai nst

"Record, 8/8/97 at page 19-20. Question by M. Kal man:
“"Now are you being paid by M. Turner as well?" Thereafter the
fol |l owi ng occurred:

A | am being conpensated for this, | don't know where it's
comng from | don't get checks fromJ & M Turner

Q From whom do you get the check?

A M wife handles all of that, | don't know. |I'msorry. |It's
not J & M Turner.

Q Well, who is giving you the check?

A | think it is an insurance conpany.
M. Zingarini: Objection, your honor.
M. Kalman: Oay. | amsorry, what did you say?

[ Apparently the answer nay not have been heard by those in the
court roonj

M. M. Zingarini: Cbjection.

THE COURT: | will overrule the objection.

By M. Kal man:

Q Wiere did you get the check fronf?
A It's a nane | don't recognize. It |ooks |ike an insurance
firm

At the next sidebar conference (about another matter),
Record, 8/8/97, at pages 48-49, the follow ng occurred.

THE COURT: Incidentally, | apologize on that one
ruling | made when | overrul ed the objection and the answer said
sonet hi ng about the check canme frominsurance. To the jury |
don't think it makes any difference.

M. Zingarini: By the end of the trial they m ght
forget it.

Al t hough M. Zingarini or M. Framcould have at that point

ei ther requested a cautionary instruction, or a notion to strike
or a notion for a mstrial, no notion or request was nade, then
or thereafter.
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Appl i ed.
C. I MPCSITION OF COSTS

Applied has filed a notion for the inposition of costs
(filed docunent #179). Pursuant to Local Rule of G vil Procedure
54.1, all bills of costs are taxed by the Clerk's office subject
to appeal to the court. A party requesting such taxation shal
give the Clerk a five day witten notice of such request, and the
Clerk shall fix the tinme for taxation. Applied has not done
this, therefore the inposition of costs pursuant to 28 U S.C. 8§
1920 is not a matter properly before ne at this time. Therefore,
Plaintiff Applied' s notion for the taxation of costs will be
deni ed.

D. ATTORNEY' S FEES

Applied seeks attorney's fees and costs also on the basis of
both the provision for attorney's fees and costs under the Lanham
Act and al so under the terns of the settlenent agreenent that
provided that the "prevailing party" (in litigation over the
terns of settlenent agreenent) shall be entitled to attorney's
fees and costs.

Judgnents were entered on Septenber 8, 1997 reflecting the
jury's verdict (filed docunent #171). Applied filed a notion to
anmend the judgnent of Septenber 8, 1997 and to inpose costs
(filed docunent #179). |In its notion, Applied requests, inter
alia, that | require Turner to pay Applied s costs, including
expert witness fees, and attorney's fees. Applied s notion to

anmend the judgnent and to inpose costs, and its notion for
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attorney's fees, will be denied.
"The general or "American' rule is that a prevailing party
ordinarily may not recover attorneys' fees absent statutory

aut hori zation." Standard Terry MIls, Inc. v. Shen Munufacturing

Co., 803 F.2d 778, 782 (3d Gr. 1986). Attorney's fees may be
awarded in a suit for unfair conpetition under the Lanham Act.
15 U.S.C. § 1117(a). "The court in exceptional cases nmay award
reasonabl e attorney fees to the prevailing party." [d. An
exceptional case may arise, and attorney's fees may be awarded,
when viol ations are malicious, fraudulent, deliberate, wllful,

or in bad faith. See, e.q., Ferrero US. A, Inc. v. Orak

Trading, Inc., 952 F.2d 44, 47 (3d Gr. 1991).

Even if the court finds the requisite cul pable conduct, the
court still has discretion to deny an award of attorney's fees.

See, e.q., Sweetzel, Inc. v. Hawk H Il Cookies, Inc., 1996 W

355357, *4 (E.D. Pa.)(C vil Action #95-2632), citing, Pioneer

Lei nel Fabrics, Inc. v. Paul Rothman Industries, Ltd., 25

U S P.Q2d 1096, 1107 (E.D. Pa.); see also Dorr-Qiver Inc., V.

Fluid Quip, Inc., 966 F. Supp. 718 (N.D. Ill. 1997), citing,

Burger King Corp. v. Pilgrinis Pride Corp., 15 F.3d 166, 168

(11th Cr. 1994)(stating that even if a case is exceptional, the
decision to grant attorney's fees remains within the discretion

of the trial court); U.S. Structures, Inc. v. J.P. Structures,

Inc., 1997 WL 741359 (6th Cr.)(Gvil Action #96-1016)(stating
that it does not follow that a case wll always be "exceptional”

for the purposes of awarding attorney's fees where the rel evant
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conduct is found to be willful, fraudulent, and deliberate).

The facts of this case are not exceptional. The jury in
this case found Turner liable for violations of the Lanham Act,
but awarded no damages for those violations. The standards of
mal i ce, fraud, wllful ness or any other conduct indicating bad
faith were not submtted to the jury, nor was there any request
to do so nor any objection to them not being submtted.
Therefore, in finding liability for violations of the Lanham Act,
as well as for common | aw unfair conpetition, the jury found
not hing nore than the required el enent of intent. The verdict
does not suggest that the jury found malice, wllful ness, bad
faith or anything el se of that nature which m ght indicate that
this is an exceptional case.

Additionally, the jury awarded no punitive damages. Wile
awar di ng punitive damages is never required and is purely
discretionary for a jury's determination, the fact that the jury
made a substantial conpensatory award, but did not find punitive
damages, is a further indication that Turner's conduct did not
render this an exceptional case.

Applied contends further that it is entitled to attorney's
fees under the provision in Paragraph 5 of the Settl enent
Agreement. The jury did find in favor of Applied on its
counterclaimalleging that Turner breached the Settl enent
Agreenent by initiating a suit against Applied, but the jury also
found in favor of Turner on one of Turner's clains against

Applied for breach of the Settlenent Agreenent, as to the
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manuf acturi ng specifications of Applied s DIls. Consequently, it
is not clear that Applied is the prevailing party in the
litigation for the purpose of recovering attorney's fees under
the Settlenment Agreenent. Indeed if Applied would be entitled to
attorney's fees and costs, so would Turner, because both parties
succeeded on their respective clains that the other breached the
settl ement agreenent.

Applied, at oral argunent on the present notions, took the
position that it would now be untinely for Turner to seek
attorney's fees and costs on the basis of paragraph 5 of the
settl enent agreenent. | find nothing in the agreenent that
establ i shes when an application for attorney's fees and costs for
successful litigation nust be filed. Local Rules do not appear
to have any tine requirenment, nor does 28 U.S.C. § 1920, even if
ei ther could be construed as being applicable or anal ogous. In
t he conpl aint and suppl enental conplaint filed by Turner, Turner
sought conpensatory and punitive danages, costs of suit "and such
other relief as the Court may deem just and proper.”

Anot her problemw th Applied' s application for attorney's
fees and costs under the terns of the settlenent agreenent, is
the practical inpossibility of fairly separating out the work
done for the purpose of establishing Applied' s claimthat Turner
breached the settl enent agreenent by suing on its fraud in the
i nducenent of the settlenent agreenent and the work done by
counsel in defending against Turner's nine clains, and in

asserting its own non-settlenent agreenent clains. One of the
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clainms by Turner, that Applied itself breached the agreenent, was
unsuccessful ly defended by Applied. In addition, Applied
asserted twel ve separate clains that were submtted to the jury,
plus four additional clains that were tried, but wthdrawn before
going to the jury. Only five were successful, one being the
breach of the settlenent agreenent claim

The settl enment agreenent, by its wording, does not suggest
that in litigation between Turner and Applied over the settlenent
agreenent, both Turner and Applied could be the "prevailing
party". In the context of this case, although Turner received
the larger total award of damages'?, neither Turner nor Applied
coul d be deenmed the prevailing party in the litigation relating
to the settlenent agreenent. Consequently, Applied s application
for costs and attorney's fees, including expert witness fees wll
be denied. This of course, does not preclude either party from
seeking a taxation of costs through the clerk's office on the
basis of 28 U S.C. § 1920, although | fail to see how either can
claimto be the prevailing party.
E. MOTI ON TO AMEND JUDGVENT

Applied has also filed a notion to anend the judgnent of
Septenber 8, 1997. In its notion, Applied requests that the

j udgnent be anended to require Turner to contact all the persons

2The jury made no separate award of dammges for Turner's
breach of the settlenent agreenent, and it is not possible to
determ ne the anmount, if any, awarded on that claimof the case.
No request was nade by counsel for such an allocation by the

jury.
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to whom Turner sent the March 24, 1995 letter regarding the
quality and performance of Applied' s DTls, and with whom Turner
communi cat ed about the subject matter of the letter, and to
notify themof the jury's verdict. Additionally, Applied
requests that Turner be required to retract the statenents it
made about the quality and performance of Applied s DTIs.
Finally, Applied requests that Turner be required to stop stating
inits comrercial and pronotional conmmunications that Applied's
DTls failed to conmply with industry standards.

Al nost three years have el apsed since distribution of the
LTI report and acconpanying |letter by Turner to its custoners and
ostensibly to many other potential parties who mght in the
future use or specify the use of DTlIs. It is inconceivable to ne
that all who are interested in the business do not already know
of the outcone of the case and the jury's determ nation.
Al t hough equitable relief was sought in the clains and
counterclains filed by both parties, the case was fully tried
before a jury seeking only danmages.

In discovery disputes, it was ruled that Turner did not
have to disclose to Applied the list of parties to whomit had
sent the LTI report, partially because this would have required
di scl osure of Turner's proprietary custoner list. Applied
suggests that this could be avoided by requiring Turner to nake
the mailing and filing an affidavit of conpliance with the
Court's order. Another difficulty, aside from whether sending a

| etter such as suggested in Applied s notion would have any
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practical effect, would be the wording of any letter to go out to
t he trade.

The fact that the jury concluded that the DTl report (which
has never been challenged for its accuracy or truthfulness) with
t he acconpanying Turner letter disparaged Applied s DTls and for
whi ch, presunedly it awarded a little over one and a quarter
mllion dollars in conpensatory danages, does not convince ne
that as a matter of equitable jurisdiction, any further relief
shoul d be granted at this tinme. |If ordered to send out sone type
of communi cati on as requested by Applied, and |ater, on appeal,
it was determined that a newtrial or other relief should be
granted, or that Turner had not disparaged Applied, then granting
the equitable relief now sought by Applied would only conpound
and further conplicate the matter and probably hel p keep alive
the continui ng di sputes between the parties.

CONCLUSI ON

For the reasons set forth in this nmenorandum all post trial
notions wll be denied; specically, Tuner's notion for a new
trial, judgnent notw thstanding the verdict and a remttitur and
Applied' s notion for an award of counsel fees and costs and to
anmend the judgnent and to provide further equitable relief.

An appropriate O der follows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

J & M TURNER, | NC. : ClVIL ACTI ON
Plaintiff, :

V.
APPLI ED BOLTI NG TECHNOLOGY
PRODUCTS, | NC.,
. WAYNE WALLACE, and

KENNETH WOODWARD, JR. :
Def endant s. : No. 95-2179

ORDER

For the reasons set forth in the acconpanyi ng Menorandum it
is ORDERED that the post-trial notions of the J & M Turner, Inc.
for a newtrial, for judgnent as a matter of |aw, notw thstandi ng
the verdict and for a remttitur are each and all DEN ED

It is FURTHER ORDERED t hat the post-trial notions of Applied
Bol ti ng Technol ogy Products, Inc. for an award of counsel fees
and costs, and to anend the judgnent to provide further equitable
relief are DEN ED.

Any and all other post-trial notions for relief are DEN ED.

BY THE COURT:

Donald W VanArtsdal en, S.J.

January 29, 1998



