IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

ENVI RON PRODUCTS, | NC.,

Pl ai ntiff,
V. Cvil Action
No. 95-4467
TOTAL CONTAI NIVENT, | NC.
Def endant .
Gawt hr op, J. August 27, 1997

MEMORANDUM

Before the court is Defendant Total Containment, Inc's
Motion for Partial Summary Judgnent, pursuant to Fed. R Cv. P.
56, that Cains 33 to 47 of U. S. Patent No. 5,297,896 are invalid
for failure to conply with 35 U.S.C. 8§ 305 because they
i nperm ssi bly broaden the scope of the original patent grant.
Plaintiff Environ Products, Inc. counters that the new clains are
much narrower than the original. Upon the follow ng reasoning,

shal |l deny Defendant’s notion.

Backgr ound

Plaintiff Environ Products, Inc. and Defendant Tot al
Contai nment, Inc. ("TCl") are conpeting manufacturers of
secondary contai nnment systens for underground piping systens.
Both hold patents relating to secondary contai nnent systens, and
bot h have appeared before nme in previous patent litigation.

The current action began when Environ filed a conpl ai nt
alleging that TCl had infringed several patents, including US.
Patent No. 5,297,896 ("the '896 patent”). Shortly before this



suit was filed, however, TCl requested that the Patent and
Trademark O fice (“PTO) reexanm ne the '896 patent. The patent
exam ner confirmed the patentability of Clains 1-29 and 31, but
rejected original Cains 30 and 32 in light of prior art
submtted by TCl. In its response, Environ canceled original
patent Clains 30 and 32, and added new Clainms 33 to 47. The
reexam nation proceedi ng ended when the PTO i ssued reexam nati on
certificate Bl 5,297, 896.

Oiginal Cains 1 to 28 all require “an originating
chanmber,” “a term nating chanber,” and a “sealing device.”
Claim29 does not have these el ements, but instead clains:

A secondarily contai ned underground piping system
for connecting the elenments of the systemincluding a
di spensi ng pi pe of an underground storage tank to an
above ground di spensing unit, conprising:
a) at |least one chanber installed around at
| east one of the elenments of the system and
b) a flexible piping connecting the el enents
consi sting of an inner pipe nmenber, an outer pipe
menber circunscribing the inner pipe nenber, a
plurality of circunferentially spaced ribs
extending radially fromone of said pipe nenbers
havi ng a surface confronting and snugly engagi ng
t he other pipe nenber and defining a plurality of
interstitial spaces between the pipe nenbers; and
the confronting surfaces of said ribs having a
predet erm ned configuration in a |ongitudinal
direction to permt mgration of a fluid in said
interstitial spaces in all directions.

(emphasi s added). Caim 31 repeats the first paragraph and
subpar agraph a) of Claim 29, then continues:

b) a flexible piping connecting the el enents
consi sting of an inner pipe contained by an outer pipe
is in radial comunication with the outside surface of
the inner pipe in such a manner that a snal
interstitial space between both walls is created to
permt fluid and gas migration in both a radial and a




(enmphasi s

except in

| ongi tudi nal directions even under outside pressures
created from underground burial conditions.

added) .
Canceled Clains 30 and 32 duplicated Cainms 29 and 31
subpar agraph b). Subparagraph b) of Caim 30 provided:

b) a flexible piping connecting the el enents consisting of an
i nner and a outer pipe whereby the inside surface of the outer
pi pe has a plurality of internally facing longitudinal ribs in
radi al comunication with the outside surface of the inner pipe in
such a manner that a small interstitial space between both walls
is created to pernmit fluid and gas nmigration fromon [sic] end of

the pipe section to the other

Claim 32 stated:

(enmphasi s

b) a flexible piping connecting the el enents consisting of an
inner and a outer pipe is in radial communication with the outside
surface of the inner pipe in such a manner that a snal
interstitial space between both walls is created to permit fluid
and gas migration fromone end of the pipe section to the other

added) .

The cl ai ns added by Environ during the reexam nation

i nclude 5 independent clains and 9 dependent clains. |ndependent

Cainms 33, 36, 39, 42 and 45 contain identical preanbles, first,

second, and fourth paragraphs, and simlar third paragraphs:

A secondarily contained underground piping systemfor connecting
the elements of the systemincluding a dispensing pipe of an
under ground storage tank to an above ground di spensing unit,
conpri si ng:

at | east one chanber installed around at |east one of
the el ements of the systen and

fl exi bl e coaxi al piping connecting the elenments, said
fl exi bl e coaxi al piping consisting of an inner flexible
primary pipe and a separate flexi ble damage protecti on and
standof f pi pe for secondary contai nnent, each of said
primary pipe and standoff pipe having an i nner and an outer
surface respectively, and

a multitude of separator |egs extending radially inward
fromthe inner surface of said standoff pipe and contacting
the outer surface of the primary pipe, said separator |egs
creating an interstitial space for fluid . !

The clai mlanguage varies at this point. As discussed
(continued...)



said primary pipe conprising a plurality of layers
i ncluding an inner barrier and an outer protection |ayer.

(emphasis added). Caim33's third paragraph provides “for fluid
mgration in all directions between the primary and standof f
pipes,” while daim36 clains “fluid mgration in both radial and
| ongi tudi nal directions between the primary and standoff pipes .
.” In addition, the third paragraph of Caim 39 specifies
that only “one of said primary pipe and standoff pipe having a
mul titude of separator legs . . . said separator |egs creating an
interstitial space for fluid mgration in all directions between
the primary and the standoff pipes . . . .” Caim45 simlarly
l[imts its third paragraph: “one of said primary pipe and
standof f pipe having a nultitude of separator legs . . . said
separator legs creating an interstitial space for fluid and gas
m gration through the coaxial pipe fromone end to the other
within the interstitial space . . . .” daim42's third
par agr aph provides “for fluid and gas mgration through the
coaxi al pipe fromone end to the other within the interstitial

space. "2

(...continued)
bel ow, Cains 39 and 45 al so have different claimlanguage at the
begi nning of this paragraph.

2. Because the argunments for the dependent clains’
invalidity duplicates those for the independent clains’
invalidity, | shall not discuss the dependent clains separately.

| would note that Clainms 34 and 35 depend from C aim 33, Cains
37 and 38 depend from d aim 36, Cains 40 and 41 depend from
Clainms 39, Cainms 43 and 44 depend from Cl aim 42, and C ains 46
and 47 depend from d ai m 45.



TCl argues that Clains 33 to 47 are inpermssibly
broader than the original clainms. Thus, TCl has filed a Mtion
for Partial Summary Judgnment, seeking a declaration that C ains
33 to 47 are invalid because they violate 35 U . S.C. 8§ 305.
Environ counters that the new clains narrow, rather than broaden,

t he scope of the 896 patent.

1. St andard of Revi ew

Summary judgnent is proper "if the pleadings,
depositions, answers to interrogatories, and admi ssions on file,
together with the affidavits, if any, show that there is no
genuine issue as to any material fact and that the noving party
is entitled to a judgnment as a matter of law" Fed. R GCv. P.
56(c). Unless evidence in the record would permt a jury to

return a verdict for the non-noving party, there are no issues

for trial, and summary judgnment becones appropriate. Anderson v.

Li berty Lobby, Inc., 477 U S. 242, 248 (1986). 1In considering a

notion for summary judgnent, a court does not resolve factual
di sputes or nmake credibility determ nations, and nust view facts
and inferences in the light nost favorable to the party opposing

t he noti on. Siegel Transfer, Inc. v. Carrier Express, Inc., 54

F.3d 1125, 1127 (3d Cr. 1995). The party opposing the summary
j udgnment notion nust conme forward with sufficient facts to show

that there is a genuine issue of material fact. Celotex Corp. V.

Catrett, 477 U.S. 317 (1986).



[, Di scussi on

TCl asserts that the clains added during the
reexam nation of the '896 patent are invalid because they violate

35 U.S.C. § 305 See Quantum Corp. v. Rodine PLC, 65 F.3d 1577,

1584 (Fed. Cir. 1995), cert. denied, = US _ , 116 S. C. 1567

(1996) (holding that a violation of 8 305 renders the claim
invalid). Section 305 provides in relevant part: “No proposed
amended or new claimenlarging the scope of a claimof the patent
will be permtted in a reexam nation proceedi ng under this
chapter.” Thus, the key issue is whether the new cl ains enl arge
the scope of the original patent. |If, in a newclaim a patentee
omts a termor phrase appearing in an original claim it does
not follow automatically that the clai mhas been enlarged. See

Tillotson Ltd. v. Walbro Corp., 831 F.2d 1033, 1037 (Fed. Cr.

1987).° Rather, “[a] claimis enlarged if it includes withinits
scope any subject matter that would not have infringed the

original patent.” 1In re Freeman, 30 F.3d 1459, 1464 (Fed. Cr.

1994). Further, a “claimthat is broader in any respect is
considered to be broader than the original clains even though it
may be narrower in other respects.” [d. (quoting Tillotson, 831
F.2d at 1037 n. 2). \Wether a new claimenlarges the scope of
the original patent clains is a matter of claimconstruction.

Id. daimeconstruction is itself a question of law. Mrkman v.

3. Tillotson involves the standard for conpliance with 35
U S.C 8 251, the provision on reissue. The conpliance standard
for 8 305 is identical. In re Freeman, 30 F.3d at 1464.
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Westview Instrunents, Inc., @ US _ , 116 S.C. 1384, 1393-95

(1996). However, resolution of that question may turn on
underlying facts which, for exanple, may be illum nated by expert
testinmony. Tillotson, 831 F.2d at 1039.

Claiminterpretation begins with the clainms | anguage,
giving the words of the claimtheir ordinary nmeaning “unless it

appears the inventor used them otherwi se.” Bell Conmunications

Research, Inc. v. Vitalink Conmunications Corp., 55 F.3d 615,

619-20 (Fed. Gr. 1995). Courts also should |ook to the patent’s
specification and its prosecution history, if in evidence.

Markman v. Westview Instrunents, Inc., 52 F.3d 967, 980, aff’d,

_US _, 116 S.Ct. 1384 (1996). Although extrinsic evidence
may be used for the court’s understanding of the claim it may
not be used to vary or contradict the terms of the claim 1d. at

981. See also Southwall Technologies, Inc. v. Cardinal |G Co.,

54 F.3d 1570, 1578 (Fed. Cir.), cert. denied, = US _ , 116

S.Ct. 515 (1995).

TCl first suggests that new Clains 33 to 47 are broader
than original Cains 1 to 28 because they do not share those
original clains’ requirenments of an originating chanber, a
term nating chanber, and a sealing device. TC then adds that
they are al so broader than C aim 29 because the added cl ai ns

speak only of “an interstitial space” rather than a “plurality of

interstitial spaces.” Environ counters that the only conparison
whi ch shoul d be made is between the new clains and Caim 32, the

broadest original claim



The heart of the enlargenent test lies in the question:
does the new claim“include[] within its scope any subject matter
that woul d not have infringed the original patent”? 1ln re
Freeman, 30 F.3d at 1464. |If the answer is yes, then the new
claimis broader and, thus, invalid. Inits notion, TCl
essentially reframes the question to: does the new claiminclude
within its scope any subject matter that woul d not have infringed

any claimw thin the original patent? TCl's rephrasing is too

restrictive. The test speaks in terns of “the original patent”
as a whole, rather than of clainms within the patent. Thus, while
the subject matter of Clains 33 to 47 apparently woul d not
infringe daims 1 to 29,% the question here is whether it would
not infringe the entire patent, including original Cains 30, 31
and 32.

TCl contends that the new clains would not infringe
original Cains 30 to 32 because the fornmer lack the latter

clainms’ size restrictions. The original clains required a “snal

interstitial space,” while the new Clains 33 to 47 speak sinply

of an “interstitial space.” Environ responds that the adjective
“smal | 7 was surplusage, an indefinite termwhich did not provide
4, TCl correctly notes that it is possible to design a

device neeting the requirenments of Clainms 33 to 47 which woul d
not infringe Clains 1 to 29. A hypothetical device with one
chanber and the flexible coaxial piping required by Cains 33 to
47 woul d not infringe Clains 1 to 28 if it omtted “an
originating chanmber,” “a term nating chanber” or “a sealing
device.” This same device would not infringe laim?29 if it had
one interstitial space rather than a “plurality of interstitial
spaces.”



a nmeaningful limtation on the claim Environ thus argues that
its om ssion does not broaden the scope of the claim

Environ nmakes a strong argunent for the ternms

i ndefiniteness. The dictionary defines small, in relevant part,
as “having little size . . . as conpared with other simlar
things,” or as “little in a way that is objectively neasurable.”

Webster's Third New Int'|l Dictionary, Unabridged 2149 (1986).

Under these definitions, this termhas no definable scope w thout
a frame of reference. Because neither the claimlanguage itself
nor the specifications provide a referential franme for the

space’s size, “small” lacks nmeaning here. See also In re

Hot chkin, 106 U . S.P.Q 267, 270 (C.C.P. A 1955) (“the reference
to a "small slope’ is not sufficiently definite to constitute a
patentable Iimtation.”) (enphasis added). TC itself nmade a
simlar argunment in its Response to Environ’s Interrogatories
regarding Claim31l: “the termsmall is not defined in the
specification is extrenely anbi guous thereby rendering the claim
vague and indefinite.”

At first glance, the elimnation of “small” does not
appear problematic. This is not a case where the patentee
changes a defined limt to an undefined one, thus broadening the

claim See, e.qg., Quantum 65 F.3d at 1581 (ruling patentee

i nper m ssi bl y broadened cl ai m when changed the phrase “at | east

600 tpi” to “at |east approximately 600 tpi”). Here, instead,

the patentee elimnated an indefinite term On the surface, such



a change appears neutral, not affecting the substance of the
claim
But TCl raises the issue of whether use of an

indefinite termrenders the entire claiminvalid. TC argues
that if the nmeaning of “small” could not be determ ned, then no
device would infringe lainms 30, 31 or 32. See 35 U. S.C. § 112,
2d T (“The specification shall conclude with one or nore clains
particularly pointing out and distinctly claimng the subject
matter which the applicant regards as his invention.”). It
follows logically, TCl continues, that the subject matter of
Clainms 33 to 47 would not infringe Clainms 30 to 32; because they
woul d not infringe, the new clains are broader than the original
claims. To conplicate matters, Environ itself uses |anguage
whi ch supports this argunent: “It is inpossible to see what
device may have infringed original claim32 if, as TCl has
explicitly responded, the nmeaning of ‘small’ cannot be
determned.” (P.’s Opp’'n at 14).

The test for whether a claimis invalid under the
second paragraph of 8 112 is whether a person of ordinary skil
in the art would understand what is clainmed when the claimis

read in light of the specifications. See, e.qg., Othokinetics,

Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1576 (Fed.

Cir. 1986). It appears that the subject matter of this
i nvention, as shown in the specifications, is the structure of
t he underground pi ping system not its size. At this stage,

however, it is unclear whether size information is necessary to
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claimthis structure with particularity, as required by § 112.

|f testinony reveals that a person of ordinary skill in the art
woul d not require size information to understand what is clained,
then the term“small” would not render the claimindefinite, and
thus invalid. Rather, “small” would be surplusage which could be
elimnated w thout broadening the claim Summary judgnent at
this juncture, however, would be inappropriate.

TCl's final argument is that Cainms 33 to 41 are
broader than Clainms 30 to 32 because they describe only “fluid
mgration” rather than “fluid and gas mgration.” Environ
mai ntains that “fluid and gas” was redundant because gas nay be a
fluid. In support, Environ quotes the follow ng definition:

fluid \ n 1. a substance that alters its shape in

response to any force however small, that tends to fl ow
or to conformto the outline of its container, and that
includes gases and liquids and in a strictly techni cal

sense certain plastics and solids and m xtures of
solids and |iquids capable of flow.

Webster’s at 877 (enphasis added). Because “fluid and gas” is
literally redundant, elimnation of “and gas” does not enl arge

t he scope of the clains. Thus, | find that the om ssion of “gas”
fromCainms 33 to 41 does not violate § 305.

An order foll ows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

ENVI RON PRODUCTS, | NC.,
Plaintiff,

V. Cvil Action
No. 95-4467

TOTAL CONTAI NIVENT, | NC.
Def endant .

ORDER

AND NOW this 27th day of August, 1997, upon the
reasoning in the attached Menorandum Defendant's Motion for
Partial Sunmary Judgnment that Clainms 33 to 47 of U S. Patent No.
5,297,896 are invalid is DEN ED

BY THE COURT

Robert S. Gawt hrop, 111, J.



