
IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF PENNSYLVANIA 

 
SPARK ORTHODONTICS, 

Plaintiff, 
 
v. 
 

ORMCO CORPORATION, 
Defendant. 

MISCELLANEOUS ACTION 
 
 
 
 
NO.  # 20-0117 

 
O R D E R 

 
 AND NOW, this 4th day of May, 2021, upon consideration of the Motion for Limited 

Intervention and to Quash on Behalf of Eight Non-Party Individuals (Document No. 10, filed 

February 10, 2021), the Opposition of Opposer Spark Orthodontics P.C. to Motion to Quash 

Subpoena (Document No. 11, filed February 26, 2021) and the Reply in Support of Motion for 

Limited Intervention and to Quash (Document No. 14, filed March 2, 2021), IT IS ORDERED 

that the Motion for Limited Intervention and to Quash on Behalf of Eight Non-Party Individuals 

is GRANTED.  The Court’s Order dated January 14, 2021, directing the Clerk of Court to issue 

the eight subpoenas is VACATED. 

IT IS FURTHER ORDERED that the Clerk of Court shall MARK this case CLOSED. 

 The decision of the Court is based on the following: 

I. BACKGROUND 

This miscellaneous action arises from a trademark opposition proceeding before the 

Trademark Trial and Appeal Board (“TTAB”) at the United States Patent and Trademark Office 

(“USPTO”).  The opposer is Spark Orthodontics (“Spark”) and the applicant is Ormco 

Corporation (“Ormco”).  In connection with that proceeding, on December 24, 2020, Spark filed 

eight identical Applications to Issue Subpoenas in this Court pursuant to 35 U.S.C. § 24 and 

Federal Rule of Civil Procedure 45.  Document Nos. 1-8.   

Case 2:20-mc-00117-JD   Document 17   Filed 05/04/21   Page 1 of 6



2 
 

The subpoenas commanded eight non-parties (“movants”) to produce “documents, 

electronically stored information, or objects” on December 28, 2020 at Barley Snyder, 2 Great 

Valley Parkway, Suite 110, Malvern, PA 19355.  Subpoena at 2.  The Applications did not 

mention that December 28, 2020 was also the date discovery closed, nor did they state that the 

subpoenas would be served on individuals residing in eight different locations across the United 

States—none of which are within 100 miles of this District.  No objections to the Applications 

were filed by Ormco or movants.  By Order dated January 14, 2021, the Court approved the 

Applications and directed the Clerk of Court to issue the subpoenas.  

On February 10, 2021, movants filed the Motion for Limited Intervention and to Quash 

on Behalf of Eight Non-Party Individuals (Document No. 10).  The Opposition of Opposer Spark 

Orthodontics P.C. to Motion to Quash Subpoena was filed on February 26, 2021 (Document No. 

11).  On March 2, 2021, movants filed the Reply in Support of Motion for Limited Intervention 

and to Quash (Document No. 14).  The Motion is thus ripe for decision. 

II. APPLICABLE LAW 

A.  35 U.S.C. § 24 
 
Federal district courts have limited authority to issue subpoenas in support of USPTO 

proceedings pursuant to 35 U.S.C. § 24, which states: 

The clerk of any United States court for the district wherein testimony is to be taken 
for use in any contested case in the Patent and Trademark Office, shall, upon the 
application of any party thereto, issue a subpoena for any witness residing or being 
within such district, commanding him to appear and testify before an officer in such 
district . . . . The provisions of the Federal Rules of Civil Procedure relating to the 
attendance of witnesses and to the production of documents and things shall apply 
to contested cases in the Patent and Trademark Office. 

 
See also Rosenruis-Gestao E Servicos LDA v. Virgin Enters. Ltd., 511 F.3d 437, 443 (4th 

Cir. 2007) (citing Vogel v. Jones, 443 F.2d 257, 259 (3d Cir. 1971)).  Pursuant to this 
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provision, “parties to TTAB proceedings may invoke Rule 45 . . . to compel nonparties to 

produce documents without also convening a deposition.”  El Encanto, Inc. v. Hatch 

Chile Co., Inc., 825 F.3d 1161, 1164 (10th Cir. 2016).   

B. Federal Rule of Civil Procedure 45  

Federal Rule of Civil Procedure 45 governs Movants’ Motion to Quash.  Under Rule 45, 

a subpoenaed nonparty may move to quash a subpoena by filing a motion in the court for the 

district where compliance is required.  See In re Domestic Drywall Antitrust Litig., 300 F.R.D. 

234, 238 (E.D. Pa. 2014) (citing Fed. R. Civ. P. 45(d)(3)(A)).  That court “must quash or modify 

a subpoena that . . . requires a person to comply beyond the geographical limits specified in Rule 

45(c).”  Fed. R. Civ. P. 45(d)(3)(A).  Specifically, the court for the district where compliance is 

required must quash a subpoena that commands “production of documents, electronically stored 

information, or tangible things at a place [beyond] 100 miles of where the person resides, is 

employed, or regularly transacts business in person.”  Fed. R. Civ. P. 45(c)(2)(A) (“100-mile 

rule”). 

III. DISCUSSION 

Movants argue that the subpoenas should be quashed on the grounds that they “(1) were 

improperly served after the close of discovery; (2) do not allow a reasonable time to comply 

pursuant to Rule 45; (3) do not comply with the jurisdictional limitations imposed by 35 U.S.C. 

§ 24; and (4) do not comply with the geographical limitations imposed by Rule 45.”  Mot. at 4.  

The Court agrees that it lacked jurisdiction under Section 24 to issue the subpoenas and that the 

subpoenas violate the geographical limitations of Rule 45.1  Accordingly, the Court grants the 

Motion and vacates its January 14, 2021 Order. 

                                                
1  Because these conclusions regarding jurisdiction and the geographical limitations provide sufficient 
grounds for granting the Motion, the Court need not address movants’ arguments with respect to timeliness. 
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A. This Court Lacked Jurisdiction to Issue the Subpoenas 

Section 24 states that the “clerk of any United States court for the district wherein 

testimony is to be taken for use in any contested case in the Patent and Trademark Office, shall, 

. . .  issue a subpoena for any witness residing or being within such district.”  That is the only 

statute that confers jurisdiction on the Court to issue subpoenas in support of TTAB 

proceedings.2  Section 24 goes on to state that “[t]he provisions of the Federal Rules of Civil 

Procedure relating to the attendance of witnesses and to the production of documents and things 

shall apply to contested cases in the Patent and Trademark Office.” 

In its opposition to the Motion, Spark argues that Section 24 does not apply to “records 

only”3 subpoenas.  Opp. at 6.  However, as stated supra, and as the United States Court of 

Appeals for the Tenth Circuit has explained, Section 24 allows parties to invoke Federal Rule of 

Civil Procedure 45 “to compel nonparties to produce documents without also convening a 

deposition” and thus it applies to “records only” subpoenas.  El Encanto, 825 F.3d at 1164.  

Therefore, this Court has jurisdiction in this case only if movants are “residing or being” in this 

District. 

Movants state in their Motion, and Spark does not dispute, that they reside in the 

following eight locations across the United States, none of which are in this District: La Habra, 

California; Novi, Michigan; Boone, North Carolina; Denver, Colorado; Hinsdale Illinois; 

Frederick, Maryland; East Lyme, Connecticut; and Portland, Oregon.  Mot. at 3.   Spark does not 

                                                
2  In the Applications, Spark also cites caselaw interpreting an outdated version of Rule 45, stating: “a 
subpoena calling only for the ‘production or inspection’ of documents ‘shall issue from the court for the district in 
which the production or inspection is to be made.’”  Apps. ¶ 6 (citing Hay Grp., Inc. v. E.B.S. Acquisition Corp., 360 
F.3d 404, 412 (3d Cir. 2004)).  However, in 2013, Rule 45 was amended to “recognize the court where the action is 
pending as the issuing court.”  Fed. R. Civ. P. Advisory Committee Notes to 2013 Amendments.  Thus, Spark is 
mistaken in its assertion that this Court had jurisdiction to issue the subpoenas. 
3  The Court interprets this term to encompass “documents, electronically stored information, or tangible 
things,” as stated in Fed. R. Civ. P. 45(c)(2)(A). 
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assert that movants are otherwise “residing or being” within this District and they have no 

employees within this District.  Accordingly, the Court concludes that it was without jurisdiction 

to issue the subpoenas and vacates the January 14, 2021 Order. 

B. The Subpoenas Exceed the Geographical Limitations Imposed by Rule 
45(c)(2)(A) 

 
Assuming arguendo that the Court had jurisdiction to issue the subpoenas, they must 

nonetheless be quashed under Federal Rule of Civil Procedure 45(d)(3)(A) as violative of the 

100-mile rule.  In its opposition, Spark argues that the 100-mile rule does not apply to “records 

only” subpoenas.  Spark is correct to the extent that it argues the Court may compel the 

production of materials that are outside the geographical limitations of Rule 45.  However, the 

Court may not compel persons who are outside its jurisdiction to produce those materials, and 

that is what Spark asks the Court to do in this case.   

The United States Court of Appeals for the Third Circuit has held that “records kept 

beyond the territorial jurisdiction of the district court issuing the subpoena may be covered [by 

Rule 45] if they are controlled by someone subject to the court’s jurisdiction.”  Hay Group, Inc. 

v. E.B.S. Acquisition Corp., 360 F.3d 404, 412 (3d Cir. 2004) (citations omitted).  Accordingly, 

to compel production of such records, the Court must determine whether movants are subject to 

the Court’s jurisdiction, or retain “any employee or other legal representative (e.g., the agent for 

service of process) located within this [C]ourt’s jurisdiction who possesses a sufficient degree of 

control over corporate documents maintained outside the [C]ourt’s jurisdiction[.]”  W. Coast Life 

Ins. Co. v. Life Brokerage Partners, LLC, Civ. No. 09-126, 2010 WL 181088 at *3 (D. Del. 

2010); see, e.g., City of St. Petersburg v. Total Containment, Inc., Civ. No. 06-20953, 2008 WL 

1995298, at *3 (E.D. Pa. 2008). 
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Movants contend that they are not subject to the Court’s jurisdiction and they do not 

retain any employee or other legal representative located within this Court’s jurisdiction.  Spark 

presents no evidence to the contrary.  Thus, the Court must quash the subpoenas pursuant to Rule 

45(d)(3)(A). 

IV. CONCLUSION 

For the foregoing reasons, the Motion for Limited Intervention and to Quash on Behalf of 

Eight Non-Party Individuals is granted.  The Court’s Order dated January 14, 2021 is vacated.  

Under this Order, a litigant in the Eastern District of Pennsylvania may not use subpoenas to 

compel production of documents by nonparties in numerous jurisdictions more than 100 miles 

from the District unless the documents are controlled by someone subject to the Court’s 

jurisdiction. 

  

       BY THE COURT: 

       /s/ Hon. Jan E. DuBois 
            
            DuBOIS, JAN E., J. 
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