IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

METROPOLI TAN FI RE PROTECTI ON, CIVIL ACTI ON
CO.. INC : NO. 10- 3661
Plaintiff, :

V.

METROPCLI TAN FI RE PROTECTI ON,
INC., et al.,

Def endant s.

MEMORANDUM
EDUARDO C. ROBRENO, J. MARCH 1, 2011

BACKGROUND*

Plaintiff Metropolitan Fire Protection Co., Inc.
(“Plaintiff”) has brought a Mdtion for the Entry of Default
Judgnent agai nst Defendants Metropolitan Fire Protection, Inc.
(“MFP”) and Carlos Antonio Flemng (“Flem ng”) (collectively,
“Defendants”).? Fleming is the owner and principal operator of
MFP. Plaintiff filed this action to seek relief for unfair
conpetition by fal se designation of origin by trade nane and

service mark infringenent; trade nane or service mark dilution

! Al findings of facts are based on testinony heard at
the March 1, 2011 hearing on Plaintiff’'s Motion to Enter Default
Judgnent and exhibits admtted into evidence.

2 The Court has jurisdiction based on 28 U.S.C. §
1338(a), as this action arises under the Lanham Act, 15 U.S.C. 88§
1225(a) and 1225(c)(1).



injury to business reputation and dilution; and common | aw unfair
conmpetition, palmng off, trade nanme, and trademark infringenent.

Plaintiff and MFP conpete in the identical or
substantially simlar marketplace — residential and conmerci al
fire suppression services. Plaintiff has not nationally
trademarked the name Metropolitan Fire Protection, but Plaintiff
has operated as Metropolitan Fire Protection in the comonweal th
of Pennsyl vani a since 1995. As such, Plaintiff is well-known in
t he commonweal th of Pennsyl vania by the name Metropolitan Fire
Protecti on.

On Decenber 10, 2009, Pennsylvania anended its uniform
construction code. The anendment required that, beginning in
2010, all newy constructed townhouses nust have a fire sprinkler
system Moreover, beginning in 2011, all newly constructed
single and two famly honmes are required to have a sprinkler.
Thi s amendnent expanded Plaintiff’s business. Plaintiff clains
that this amendnment enticed Defendants to enter the Pennsylvania
mar ket pl ace.

At the hearing it was established that Defendants have,
i ndeed, entered the Pennsyl vani a nmar ket pl ace under the nane
Metropolitan Fire Protection, Inc. Defendants’ use of the nane
Metropolitan Fire Protection, Inc. has caused substantia
confusion in the Pennsylvania area regarding who is providing
fire suppression services as Metropolitan Fire Protection. ( See
Plaintiff’s Exhibit 2(emails fromclients relating to confusion

as to who they are receiving services fromwhen hiring



Metropolitan Fire Protection).) Starting February 4, 2010,
Plaintiff’s counsel alerted Defendants as to the confusion.
(Plaintiff’s Exhibit 3.) In response to the February 4, 2010
conmuni cati on, Defendants stated they had no interest in
operating in Pennsylvania under the nane Metropolitan Fire
Protecti on Conmpany; however, Defendants continued to operate in
Pennsyl vani a under this name. Again, on April 28, 2010 and My
13, 2010, Plaintiff’s counsel wote to Defendants. Defendants did
not respond to Plaintiff’'s letters nor did Defendants cease
operating in Pennsylvania under the name Metropolitan Fire
Protection, Inc.

Plaintiff filed its conplaint on July 27, 2010. On
July 30, 2010, Plaintiff requested a waiver of service of
sumons, but Defendants ignored Plaintiff’s request. Thereafter,
Plaintiff hired a process server to nake service on Defendants at
their home office in Cinton, Maryland. Service was made on
Oct ober 23, 2010. Defendants were required to respond to the
conmpl aint on or before Novenber 12, 2010. Defendants never
responded to the conplaint, and on Decenber 1, 2010, Plaintiff
filed affidavits for the entry of default as to both Defendants.
Def ault was entered agai nst Defendants on Decenber 2, 2010.
Def endants were then served with affidavits of default and did
not respond or enter an appearance in this case. Despite having
clear notice of this lawsuit, Defendants intentionally and

willfully ignored the Court and has continued to trade as



“Metropolitan Fire Protection” in the Pennsylvania fire

protection market pl ace.

1. Default Judgnent

Rul e 55 of the Federal Rules of Civil Procedure governs
the entry of defaults and default judgnments, and provides that,
where the Plaintiff’s claimis not for a sumcertain, a party
must “apply to the court for a default judgnment.” Fed. R G v.

P. 55(b)(2). 1In general, three factors control a court’s

deci sion as to whether a default judgnment should be granted: (1)
whet her the plaintiff will suffer prejudice if a default judgnent
is denied; (2) whether the defendant appears to have a litigable
defense; and (3) whether the defendant’s delay is due to cul pable

conduct. See Chanberlain v. G anpapa, 210 F.3d 154, 164 (3d G

2000) .

First, Plaintiff has denonstrated it will suffer
prejudice if default is not entered because Plaintiff has
denonstrated irreparable harm In the Third Crcuit, trademark
infringenent is deened irreparable injury as a matter of |aw.

Citizens Fin. Goup, Inc. v. Citizens Nat. Bank of Evans Cty,

383 F.3d 110, 125 (3d Cir. 2004). Plaintiff has averred that
since Defendants are operating in Plaintiff’s honme nmarket,
utilizing Plaintiff’'s trade mark, and offering simlar fire
protective services to the sane clients, as a matter of |aw,

Plaintiff is being irreparably harmed by Defendants’ cul pable
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conduct. Consequently, Plaintiff is being prejudiced by
Def endant s’ del ay.

Second, Plaintiff has denonstrated that Defendants have
no litigable defense. The standard to be applied when
determ ning whether a Plaintiff is likely to succeed on the
merits of its clains of trademark infringenent and unfair
conpetition is “the likelihood of confusion as regards to the
origin or source of the products in question that would occur

t hrough the continued use by the defendant of the defendant’s

trademark.” Am Express, Co. v. Pan Am Express, 509 F. Supp.
348, 351 (E.D. Pa. 1981). *“To prevail in cases where a mark is
unregi stered, a plaintiff nmust also show (1) that he was the
first to adopt the mark in commerce; (2) he has used the mark
continuously in commerce since its adoption; and (3) his mark is

i nherently distinctive or has acquired secondary neani ng.

Del aware Valley Fin. Goup, Inc. v. Principal Life Ins. Co., 640

F. Supp. 2d 603, 619 (E.D. Pa. 2009). In this case, Plaintiff
has testified that it has been continually identified by and has
used the trade nanme “Metropolitan Fire Protection” in the
Pennsyl vani a mar ket pl ace si nce 1995.

Additionally, the Third Crcuit applies ten factors
when determ ning whether there is a likelihood of confusion. The
ten factors include:

(1) the degree of simlarity between the owner's mark

and the alleged infringing mark;
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(2) the strength of the owner's mark;

(3) the price of the goods and other factors indicative
of the care and attention expected of consuners when
maki ng a purchase;

(4) the length of tinme the defendant has used the mark
wi t hout evidence of actual confusion arising;

(5) the intent of the defendant in adopting the mark;
(6) the evidence of actual confusion;

(7) whether the goods, though not conpeting, are

mar ket ed t hrough the sanme channels of trade and
advertised through the sane nedi a;

(8) the extent to which the targets of the parties
sales efforts are the sane;

(9) the relationship of the goods in the m nds of
consuners because of simlarity of functions; and

(10) other factors suggesting the consum ng public

m ght expect the prior owner to manufacture a product
in the defendant's market or that he is likely to
expand into that market.

Sabinsa Corp. v. Creative Conpounds, LLC 609 F.3d 175, 182 (3d

Cir. 2010). Here, the application of these factors confirns that
t he Def endants have no litigable defense. Plaintiff has
established, via testinony and various enmails fromclients, that
Def endants’ actions in Pennsyl vania are causi ng confusi on between

Def endants and Pl aintiff. Plaintiff and Defendants utilize the
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sanme strong mark to advertise their services to the sane
Pennsyl vani a contractors and residential consuners of fire
protection services. Additionally, immedi ately upon Defendants’
entry into Pennsylvania there was actual confusion anongst
custoners of Plaintiff and Defendant. (Plaintiff's Exhibit 2.)
As to the third factor in determ ning whet her default
is appropriate, Plaintiff has shown that the Defendants’ delay is
due to cul pabl e conduct. Defendants have willfully failed to
respond to the communications by Plaintiff and this Court.
Def endants ignored Plaintiff’s request for waiver of service of
sumons, the formal service of the conplaint, and the entry of
default. Additionally, Defendants continue to operate in
Pennsyl vani a causi ng on-goi ng confusion. Based on the

af orenenti oned, entry of default is appropriate.

I1l. Relief Requested
Plaintiff has requested injunctive relief, attorney
fees, disgorgenment, and actual damages.® Wen a Plaintiff
requests injunctive relief, the Court nust consider the foll ow ng
factors:
(a) the nature of the interest to be protected;

(b) the nature and extent of the wongful conduct;

3 The Court shall retain jurisdiction to enforce this
order and to award damages including net profits, if appropriate.



(c) the relative adequacy to the plaintiff of an

i njunction and of other renedies;

(d) the relative harmlikely to result to the
legitimate interests of the defendant if an injunction
is granted and to the legitimate interests of the
plaintiff if the injunction is denied;

(e) the interests of third persons and the public;

(f) any unreasonable delay by the plaintiff in bringing
suit or otherw se asserting his rights;

(g) any related m sconduct on the part of the
plaintiff; and

(h) the practicality of fram ng and enforcing an

i njunction.

Citizens Fin. Goup, Inc. v. Citizens Nat. Bank of Evans Cty,

383 F.3d 110, 125-26 (3d Cir. 2004). Plaintiff states that in
addition to the ongoing irreparable harmit is suffering, the
public’s interest in being able to properly identify who is
providing fire protection services is paranount. Plaintiff has
establ i shed that Defendants are deliberately advertising and
soliciting business using Plaintiff’s business nane and causi ng
confusion to custonmers and injury to Plaintiff. Defendants can
easily rebrand for the Pennsylvani a narketplace in order to avoid
such confusion. Furthernore, Plaintiff has pointed out that
there has been no delay in bringing this action and that it has

acted with good faith in attenpting to resolve this dispute.
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Plaintiff also seeks its attorney fees in prosecuting
this case. Title 15, section 1117(a), of the United States Code,
permts a prevailing Plaintiff in a trademark case to recover
attorney fees in “exceptional cases.” To determ ne whether
attorney fees are appropriate, the Court nust deci de whether the
Def endants acted with “cul pabl e conduct” and then whether the

case is “exceptional.” Geen v. Fornario, 486 F.3d 100, 103 (3d

Cr. 2007). Bad faith, fraud, nalice, and know ng i nfringenment
have been identified as a non-exclusive |list of the sort of
conduct that could support an award of attorney fees. 1d. This
Court finds that this is an exceptional case caused by the
cul pabl e conduct of the Defendants given that the Defendants
knowi ngly infringed Plaintiff’s trademark rights. Additionally,
Def endants have ignored Plaintiff’s attenpts to resolve this
nmatter.

Plaintiff has al so requested di sgorgenent of
Def endants’ Pennsyl vania net profits. “An accounting of an
infringer's profits is available if the defendant is unjustly
enriched, if the plaintiff has sustained danages, or if an

accounting is necessary to deter infringenent.” Marshak v.

Treadwel |, 595 F. 3d 478, 495 (3d Cir. 2009). Wen determ ning
whether to award profits the Court should consider “(1) whether
t he defendant had the intent to confuse or deceive, (2) whether
sal es have been diverted, (3) the adequacy of other renedies, (4)

any unreasonable delay by the plaintiff in asserting his rights,
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(5) the public interest in nmaking the m sconduct unprofitable,

and (6) whether it is a case of palmng off.” Banjo Buddies,

Inc. v. Renosky, 399 F. 3d 168, 175 (3d Gr. 2005).

Plaintiff states that Defendants intentionally acted to
cause confusion by ignoring Plaintiff’'s letters informng
Def endants of the issue. Plaintiff stated that it received
vari ous phone calls and letters denonstrating confusion. Based
on these phone calls and letters, Plaintiff states it is nore
than likely that sone confused custoners hired Defendants
believing it was Plaintiff. Plaintiff also believes that other
remedi es m ght be unavailable to Plaintiff as it nmay be left to
specul ate as to the anobunt of actual damages. Additionally,
t here has been no unreasonable delay by Plaintiff in enforcing
its trademark rights because Plaintiff inmediately issued cease
and desist letters to Defendants and conmenced suit. Moreover,
the public has an interest in discouragi ng Defendants’ behavi or
because it interferes with the public's ability to nake inforned
decisions. Finally, Defendants entering into a new market pl ace
and trading under Plaintiff’s existing nane is an attenpt by
Def endants to “palmoff” Plaintiff’s good will and reputation.
Thus, each factor of consideration directs disgorgenent.

Finally, Plaintiff has requested actual damages.
Actual damages are inappropriate because the Court finds that

di sgorgenent is the proper remedy. Here, disgorgenent is



appropriate because, as Plaintiff admtted in its brief,

assessnment of actual danages would be difficult.

V. Concl usion

Based on the foregoing, Plaintiff's notion for the
entry of Default shall be granted. Additionally, Plaintiff's
nmotion for injunctive relief, attorneys' fees, and di sgorgenent

will be granted. An appropriate order will follow.



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

METROPOLI TAN FI RE PROTECTI ON, CIVIL ACTI ON
CO.. INC : NO. 10- 3661
Plaintiff, :

V.

METROPCLI TAN FI RE PROTECTI ON,
INC., et al.,

Def endant s.
ORDER

AND NOW this 1st day of March, 2011, pursuant to the
entry of Default Judgnment, dated March 1, 2011, and upon notice
and after a hearing on Plaintiff’s notion for Default Judgnent it
is hereby ORDERED that said notion is GRANTED.® Wth the entry
of these default judgnents it is FURTHER ORDERED t hat:

1) Defendants, Metropolitan Fire Protection, Inc. a
Maryl and Cor poration, Carlos Antonio Fl em ng, and/or any other
busi ness enterprise owed, managed or associated with Carl os
Antonio Flem ng is hereby ENJO NED, BARRED and PROHI BI TED from
operating, advertising, managi ng or otherw se conducting business
within the jurisdictional limts of the Commonweal th of
Pennsyl vani a under the name “Metropolitan Fire Protection” and/or
any ot her business nane incorporating, suggesting or otherw se
identifying thenselves with any nane that includes the words or

terms “Met,” “Metro,” and/or “Metropolitan.”

4 Def endants failed to appear at the March 1, 2011
heari ng. Defendants were served with original process,
Plaintiff's request for default, and a copy of the Court's order
scheduling a hearing for March 1, 2011. (See docket entries 5,
6, 10, 11, & 14.)



2) Defendants, Metropolitan Fire Protection, Inc. a
Maryl and Cor poration, Carlos Antonio Flem ng, and/or any other
busi ness enterprise owed, managed or associated with Carl os
Antonio Flem ng shall within ten (10) days of this Order provide
to Plaintiff copies of any and all advertisenents, mailings,
emai | s, panphlets or any other business solicitation they have
undert aken, delivered or purchased within the jurisdictional
[imts of the Conmonweal th of Pennsyl vani a.

3) Defendants, Metropolitan Fire Protection, Inc. a
Maryl and Cor poration, Carlos Antonio Flem ng, and/or any other
busi ness enterprise owed, managed or associated with Carl os
Antonio Flem ng shall within ten (10) days of this Order provide
Plaintiff with a list of all custonmers or potential custoners
t hey have contacted within the jurisdictional limts of the
Commonweal th of Pennsyl vani a.

4) Defendants, Metropolitan Fire Protection, Inc. a
Maryl and Cor poration, Carlos Antonio Flem ng, and/or any other
busi ness enterprise owed, managed or associated with Carl os
Antonio Flem ng shall within ten (10) days of this Order provide
Plaintiff a full, conplete and neaningful list of all projects,
j obs, consultations or any other form of business service
provi ded, scheduled to be provided, or bid within the
jurisdictional limts of the Commonweal th of Pennsyl vani a.

It is FURTHER ORDERED t hat Defendants’ conduct
constitutes an “exceptional case” under 15 U . S.C. 81117(a) such

that Plaintiff is entitled to recovery from Defendants its
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reasonabl e attorney fees incurred because of Defendants’ cul pable
conduct. Plaintiff’'s attorney shall file with this Court
within 20 days of this Order an affidavit attesting to the total
attorney fees and costs incurred by Plaintiff as a result of
Def endant s’ conduct, including, pre-lawsuit notices and
activities and the fees and costs associated with the instant
litigation.?®

It is FURTHER ORDERED t hat an assessnent of damages
hearing to consider other damages sustained by Plaintiff shall be

schedul ed for this matter upon the witten request of Plaintiff.®

AND I'T | S SO ORDERED

s/ Eduardo C. Robreno
Eduardo C. Robreno, J.

> Def endants shall have ten (10) days to object to the
anount of attorney fees.

6 The Court shall retain jurisdiction to enforce this
order and to award damages including net profits, if appropriate.
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