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| . | NTRODUCTI ON

At issue inthis litigation is a patent licensed to
Plaintiff Quad/ Tech, Inc. (“Quad/Tech”), for a printing
regi stration control systemused with newspaper and commerci al
printing presses. (Quad/ Tech alleges that Defendants Q1. Press
Controls, B.V. (“Ql., B.V.”), Ql. Press Controls North Anerica
LTD., Inc. (“Ql. NA ") or (collectively, “Q1I. Defendants”),
and Print2Finish, LLC (“Print2Finish”) (collectively,
“Defendants”), designed, nmarketed, and sold a conpeting product -
the nRC Systemthat infringes upon its patent.

Presently before the Court is Quad/ Tech’s Mdtion for
Prelimnary Injunction. (Doc. no. 8.) Because it has failed to
denonstrate either a reasonable |ikelihood of success on the

merits as to its claimof infringenment or irreparable harm



Quad/ Tech’s Motion for Prelimnary Injunction wll be denied.

1. BACKGROUND

Quad/ Tech filed the instant action agai nst Defendants
alleging the followng clains: (1) infringenent of clains of the
“577 Patent,” in violation of 35 U.S.C. § 271; (2) unfair
conpetition under the Lanham Act, in violation of 15 U S.C. 8§
1125(a); (3) tortious interference with prospective contractual
rel ationshi ps; (4) Pennsylvania unfair conpetition.! In
addition, QI. Defendants filed two counterclains that seek a
declaratory judgnent of: (1) non-infringenent of the '577 Patent;
and (2) invalidity of the ‘577 Patent.

Quad/ Tech has filed a notion for prelimnary
injunction. (Doc. no. 8). The Court held a hearing on the notion
and prelimnary claimconstruction. Afterwards, the parties
filed post-hearing briefs and proposed findings of fact and
conclusions of law. (Docs. no. 85, 89 and 90.) The notion is now
ripe for disposition.

A.  Quad/ Tech Background

Quad/ Tech is a whol |l y-owned subsi diary of

Quad/ Graphics. Since its inception in 1971, Quad/ G aphics has

beconme the | argest privately-held printer conpany in the country.

! These clains were anended following the Court’s order on
Sept enber 8, 2009.



Quad/ Tech specializes in the devel opnent, design, market, and
sale of printing presses. (Quad/ Tech’s products are used in
commercial printing, newspaper printing, and packagi ng printing.
Quad/ Tech’s core products are color registration systens. 1In the
devel opnent of these systens, Quad/ Tech has filed approxi mately
234 patent applications in the United States and abroad.

The *577 Patent is at issue in this case. The
technol ogy of this patent operates to ensure that colors of ink
are properly and precisely placed on a “web” of paper. To
understand the 577 Patent, a brief discussion of the commerci al
color printing process i s necessary.

1. Color Printing Process

Four inks are used to print full-color imges (“four-
color-process printing”). The four inks include three primary
colors (cyan, magenta, and yellow) and bl ack; these colors are
abbrevi ated as CWK. Using the CMYK net hod, countless colors are
reproduced by various application of the color dots on the
surface (paper or other nedium) to be printed; the surface is
often referred to as the “web.”?

To reproduce colors accurately, the ink dots nust be
precisely placed on the web. This placenent process is referred

to as “registration.” Conversely, when the ink spots are not

2

For exanpl e, placing dots of cyan (bright blue) ink and
yellow ink in close proximty wll reproduce the color green
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properly aligned, it is referred to as “m sregistration.”
Various technol ogi es have devel oped to ensure that col or
regi stration occurs properly. One nethod is to place snall marks
(“registration marks”) of various colors in various positions on
the web; printed systens using this method are referred to as
“mar ked” systens, and are said to operate in “nmarked node”.
Regi stration marks are comonly placed on the margi ns of the web,
distinct fromthe inmage itself. Color registration systens which
operate without registration marks on the web are referred to as
“mar kl ess systens,” and are said to operate in “markl ess node.”

2. 577 Patent

Quad/ Tech devel oped a printing color registration
system whi ch can be used in both “marked” and “markl ess” node.
On Cctober 28, 1992, Quad/ Tech filed with the United States
Patent and Trademark O fice (“PTO), United States Patent
Application Serial No. 07/967,978, in the names of Jeffrey W
Sainio and John C. Seynour, and entitled, “Color Registration
Systemfor A Printing Press.” The PTO allowed the clai mwthout
amendnent. Quad/ Tech filed the sane patent application in
CGermany, and other countries, which led to the issuance of
Eur opean Patent No. 0 598 490 and Gernman patent DE 693 17 625.

On May 2, 1995, the PTO issued the ‘577 Patent entitled
Col or Registration Systens For a Printing Press, based upon the

‘978 Application (hereinafter, “'577 Patent”). Quad/ Tech cl ains



the *577 Patent discloses the first systemthat can function in
both marked and markl ess nodes, based upon data and information
about the inmage being printed that can be obtained from pre-print
data or information. Defendants argue the ‘577 Patent only

di scl oses and cover a color registration control systemthat
operates in markless node with any registration marks. The ‘577
Pat ent does not contain the terns “marked” or “markless”. It is
undi sputed that Quad/ Tech does not have a product avail abl e that

i mpl emrents C aim29® of the ‘577 Patent into a marketed product.

8 ‘577 Patent Cl aim 29 reads:

A systemfor general a signal representative of
color registration offset between at least first and
second colors of an inmage printed on a webs, where a
first printing unit prints the first color of the inmage
and a second printing unit prints the second col or of the
i mage, the system conprising of:

A: a menory di sposed to store a first reference
array of digital data representative of the first col or
of at least a portion of the i mage and a second reference
array of digital data representative of the second col or
of the portion;

B: an inmaging device in optical comunication
wth the web to produce a first analog signal
representative of the first color of the portion of the
i mge and a second anal og signal representative of the
second col or of the portion;

C. a converter circuit, operatively associ ated
with the imging device and nmenory, which converts the
first analog signal to a first color array of a digital
data, and converts the second anal og signal to a second
color array of digital data, where the first and second
color arrays are stored in the nenory; and

D: a processing circuit in comunication wth
the ~converter ~circuit and the nmenory, where the
processing circuit conpares the first reference array
with the second color array to determne a registration
of fset between the first and second col ors and produces
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B. Q1. and Print2Finish Background
In 1996, four years after the ‘577 Patent was filed
with the PTO Q1. B.V was created by two forner Quad/ Tech Europe
enpl oyees, Menno Jansen and Eri k Van Holten. According to
Plaintiff, while Jansen and Van Holten were still enployed at
Quad/ Tech, they started QI. B.V. and solicited Quad/ Tech
enpl oyees in the United States and Europe. Upon learning this
i nformati on, Quad/ Tech imedi ately term nated Jansen and Van
Holten and instructed themto turn in their conputers.
Print2Finish is a manufacturer’s representative based
in Yardl ey, Pennsylvania. Print2Finish represents a nunber of
Eur opean conpanies in the printing business and earns conm ssion
for sales of conponents used in the printing industry. By
Print2Finish’s adm ssion, it represents the QI. Defendants and
offers for sale the nRC regi stration system (hereinafter, "nRC
systen').?
C. German Action
In April 2008, QI. began to offer for sale its nRC

system According to Plaintiff, QI. advertise that the nRC

a signal representative the registration offset between
the col ors.

4 Def endants note that there are many Q PC products that

used the nRC acronymthat are not “markless registration
systens.” They claimthat nRCis an unbrella termfor a |line of
print control products that have nmultiple functionalities. The
nRC+™is the only systemat issue in this case.
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system can be used in both marked and markl ess nodes. Wen
Quad/ Tech learned that QIl. was offering this systemfor sale,
Quad/ Tech sought a prelimnary injunction against QIl.B. V. in
Germany. Plaintiff contends that the German patent and ‘577
Pat ent are based upon the exact sanme application with virtually
i dentical clains.

In the German action, Plaintiff asserted infringenent
of the German version of the ‘577 Patent. |In response, QI.B. V.
rai sed various defenses including validity and QI.’s
infringenment. The parties briefed the issues and the German
court held a full evidentiary hearing. Follow ng the hearing,
the German court enjoined QI.B. V. frominfringing the clains of
Quad/ Tech’ s European and German patents. The German appell ate
court upheld the decision and affirmed the injunction. |In
January 2009, Q1. accepted the decision of the German court and
term nated the proceeding.?®

D. Patent Action in this Case

According to Plaintiff, Defendants are offering the nRC

systemfor sale in the United States. Plaintiff alleges that the

MRC systeminfringes upon Caim?29 of the ‘577 Patent, as it is

° Plaintiff points out that Q1. could have appeal ed the
deci sion of the German court, but opted not to do so. Plaintiff
contends that Q1.’s acceptance of the decision converted the
prelimnary injunction into a permanent injunction.
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avail able to operate in both marked and markl ess nodes.® Q1.
contends that the nRC system does not infringe upon Plaintiff’s
patent because it does not share any clains with the '577 Patent,
and cannot operate in markless node.

Def endants describe the nRC Systemas a calibration
system for checki ng whet her separate colors (typically, cyan
magenta, yellow, and black) are properly aligned with respect to
each other when printed on paper by a printing system |If the
colors are not properly aligned, the printed work will appear out
of focus. Inportantly, the nRC System neasures whet her col ors
are properly aligned by neasuring small registration marks
(“mcro marks”) printed in a predefined pattern next to or
precedi ng the actual printed work, but conpletely distinct from
the printed work itself. Defendants highlight that the nRC
Systemsold in the United States has no ability to performcol or
regi stration by optimally scanning the actual printed image or
work. The nRC Systemis patented in the United States under U. S
Patent No. 6, 108, 436, which is owned by QI.B. V.

Def endants contend that the nmRC System does not

infringe upon Caim?29 of the ‘577 Patent because the

6 Plaintiff concedes that Q. advertises on its webpage

that the nRC systemis not available in the United States in
mar kl ess node. However, Plaintiff argues that this
representation is belied by Ql.’ s press rel eases and vari ous
advertisenments in the trade press which do not limt the
functionality of the nRC system Defendants argue there were no
sales or offers for sale of the markless nRC systemin the United
St at es.



technol ogies are materially different. Specifically, the
“fundanmental and material difference between nRC System and t he
['577 Patent] is that all limtations of Caim29 (contained in
the ‘577 Patent) require a systemconfigured to perform col or
regi stration based only upon the inmage (i.e., the actual printed
wor k such as a scene or picture) printed on a paper by a print
system” In contrast, “the nRC System neasures whet her col ors
are properly aligned by a print systemon a paper by neasuring
smal | registration markets printed in a predeterm ned pattern
distinct from(i.e. next to or preceding) the actual printed

i mage or work, but nowhere on the printed imge itself.”

Def endants contend that the use of registration marks distinct
fromthe actual printed image is a well-known prior art technique

dati ng back decades.

[11. DI SCUSSI ON
A. Standard for a Prelimnary Injunction

District courts are authorized to grant injunctions in
order to prevent the infringement of patent rights. See 35 U S. C
8§ 283. The noving party is entitled to a prelimnary injunction
if it establishes: (1) a reasonable likelihood of success on the
merits; (2) irreparable harmif an injunction is not granted; (3)
a bal ance of hardships tipping in its favor; and (4) the

injunction's favorable inpact on the public interest. Amazon.com




Inc. v. Barnesandnoble.com Inc., 239 F.3d 1343, 1350 (Fed. G

2001).

No single factor is dispositive; “‘rather, the district
court nust wei gh and neasure each factor agai nst the other
factors and against the formand magni tude of the relief

requested.’” 1d. (quoting Hybritech Inc. v. Abbott Labs., 849

F.2d 1446, 1451 (Fed. Cir. 1988)). Nevertheless, “a novant
cannot be granted a prelimnary injunction unless it establishes
both of the first two factors, i.e., likelihood of success on the

merits and irreparable harm” 1d. (citing Vehicular Techs. Corp.

v. Titan Weel Int'l, Inc., 141 F.3d 1084, 1088 (Fed. Cr

1998)).

B. Reasonabl e Li kel i hood of Success on the Merits

Quad/ Tech, as the noving party, has the burden to
denonstrate a reasonabl e |ikelihood of success on the nerits as
toits allegation that the nRC Systeminfringes upon C aim 29 of
the ‘577 Patent. In order to make this show ng, Quad/ Tech nust
present proof that (1) the '577 Patent is valid, and (2)

Defendants infringed the '577 Patent. Pfizer, Inc. v. Teva

Pharnms., USA, Inc., 429 F.3d 1364, 1372 (Fed. G r. 2005).
In resol ving Quad/ Tech’s Mdtion for Prelimnary
I njunction, the Court has assuned, w thout deciding, that the

‘577 Patent is valid and enforceable. The Court's analysis,



therefore, is confined to the narrow i ssue of whether the nRC
systeminfringes the '577 Patent. This determ nation consists of
two steps: (1) construing the claimat issue, and (2) conparing
the properly construed claimto the allegedly infringing product.

Pl aytex Prods., Inc. v. Procter & Ganmble Co., 400 F.3d 901,

905-06 (Fed. Cir. 2005). “To prove infringenent, [Quad/ Tech]
must show that [the nmRC System neets each claimlimtation
either literally or under the doctrine of equivalents.” |d. at
906 (enphasis added).

Quad/ Tech contends that the nRC Systeminfringes C aim
29 of the '577 Patent. Defendants deny infringenent, asserting
that at least two el ements’ of Claim29 are absent fromthe nRC
System First, Defendants argue that the nRC System does not
contain the “imging device” outlined in the ‘577 Patent.
Def endants assert that a person of ordinary skill in the art
woul d understand that the term “i magi ng device” of C aim29 neans
either (1) one color canera, or (b) multiple black and white
(i.e., nonochrone) caneras, each fitted with a different filter
to produce signals representative of different colors fromthe
portion of the inmage optically observed. (Defs.’ Proposed
Fi ndi ngs of Fact, doc. no. 89, T 124.) Defendants argue that the

MRC system operates with one black and white canmera (w thout

! The parties, during the oral argunment on prelimnary

cl ai mconstruction, contested at |least ten different terns of
Claim 29. However, in post trial briefs, the parties primrily
focused on the ternms “inage” and “inmagi ng device”. As described
infra, the Court need not analyze or construe all of the disputed
terns.
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canera filters) and cannot read or see color. (ld. at Y 168.)
Thus, they argue the nRC Systemdiffers substantially fromthe
‘577 patent because the nRC System cannot read col or, and

t herefore cannot “conpare a first reference array and second
reference array with the second and first color arrays,” an
essential elenment of the ‘577 patent. (ld. at Y 171, 196.)

Def endants al |l ege that because the nRC System does not
contain the “imaging device” of the ‘577 Patent that can produce
two analog signals, it is also mssing the “converter circuit”
and “processing circuit” required by Claim?29 to process certain
necessary data points. (lLd. at Y 200.) As a result, Defendants
argue, the nRC System cannot store “arrays” of the m ssing
digital data points that represent different colors and has no
correspondi ng nenory to store “arrays” of such values. Thus,
they claimthat all pertinent elenments of Caim29 are m ssing
fromthe nRC System (ld. at § 203.)

Second, Defendants argue that the nRC systemsold in
the United States cannot operate in “markless” node. In this
respect, the system operates by neasuring the di stances between
the printed registration and reference marks distinct fromthe
actual printed inmage. (lLd. at 99 159, 160, 166.) Defendants
argue that the ‘577 Patent disparages and di savows prior-art
systens that operate with registration marks. ©Mboreover,

Def endants argue that Cl aim 29 does not cover a systemt hat



relies on registration marks, but only a “markl ess” node that
relies on the actual printed inmage itself.

For the reasons that follow, the Court concl udes that
Plaintiff has not shown that the nRC systeminfringes Caim?29
because the term “image” in the ‘577 patent means the actual -
printed i mage excluding registration marks.?

1. daimConstruction Principles

As the Suprene Court observed in Markman v. Westview

Instrunents, Inc., “[v]ictory in an infringenment suit requires a

finding that the patent claimcovers the alleged infringer's
product or process, which in turn necessitates a determ nation of
what the words in the claimnmean.” 517 U S. 370, 374 (1996)
(itnternal quotation and citation omtted). In determning the
scope of a claim the Court is to consider the | anguage of the
claimitself, the witten specification contained in the patent

docunent, and the patent prosecution history. Unique Concepts,

Inc. v. Brown, 939 F.2d 1558, 1561 (Fed. Cir. 1991).

“[Words of a claim*®are generally given their ordinary

and customary neaning.’” Phillips v. AWH Corp., 415 F. 3d 1303,

1312 (Fed. Cr. 2005) (en banc) (quoting Vitronics Corp. V.

Conceptronic, Inc., 90 F. 3d 1576, 1582 (Fed. Cr. 1996)). “[T]he

8 In light of this finding, it is unnecessary to address

Def endants’ contentions regarding the “imgi ng device”
construction.



ordinary and customary neaning of a claimtermis the neaning
that the termwould have to a person of ordinary skill in the art
in question at the tinme of the invention.” Id. at 1313.

In addition to the claimlanguage itself, it is always
necessary to review the specification in the patent because the
“specification contains a witten description of the invention
whi ch nust be clear and conpl ete enough to enabl e those of

ordinary skill in the art to nake and use it.” Vitronics Corp.

90 F.3d at 1582; see also 35 U S.C. § 112, § 1 (“The

specification shall contain a witten description of the

invention . . . in . . . full, clear, concise, and exact
terms.”). “In light of the statutory directive that the inventor
provide a ‘full’ and ‘exact’ description of the clained

i nvention, the specification necessarily inforns the proper
construction of the clainms.” Phillips, 415 F. 3d at 1316. Thus,
the specification is “*highly relevant’” to the analysis, and
many tinmes will be “‘dispositive.”” 1d. at 1315 (quoting

Vitronics Corp., 90 F.3d at 1582).

In addition to this intrinsic evidence, extrinsic
evi dence, such as dictionaries, treatises, and expert testinony,
may informthe court's claimconstruction analysis. |1d. at
1317-18. Despite its utility, however, extrinsic evidence “is
unlikely to result in areliable interpretation of patent claim

scope unl ess considered in the context of the intrinsic



evidence.” 1d. at 1319. “The best source for understanding a
technical termis the specification fromwhich it arose,
i nformed, as needed, by the prosecution history.” Miltiform

Desiccants, Inc. v. Medzam Ltd., 133 F.3d 1473, 1478 (Fed. G

1998) .

2. The Term “1 mage” Means the Actual -Printed | mage
Excl udi ng Regi stration Marks

The Court agrees with Defendants that the term “i nmage”
in Caim29 should be construed to nean the actual printed imge
(i.e., a scene or picture) excluding registration marks. (Defs.
Proposed Fi ndi ngs of Fact, doc. no. 89, T 147.)

Def endants highlight that the stated purpose of the
"577 patent was to performcolor registration w thout
regi stration markers. They cite the “Background of the
| nvestigation” section of the specification which states the
primary goal of the patent is, “to provide a systemwhich is able
to provide color-to-color registration based only upon scanning
the image being printed” [and not any] “registration mark
distinct fromthe inmage being printed.” (‘577 patent
specification at col.1, lines 36-45.) Thus, Defendants propose
that the claimterm“imge” can only refer to a suitable area of
the actual printed image or work (i.e. scene) to be printed. They
claimthat the “imge” cannot include registration and reference
mar ks printed outside of the boundaries of the actual printed

wor k, because that functionality is specifically excluded from
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the '577 Patent.

The Court credits the declaration and testinony of HW
“Buck” Crowl ey, an electrical engineer in the printing industry
who has patented nunerous inventions and products in the printing
industry. As used in the ‘577 patent and in Caim29, one of
ordinary skill in the art would understand the term“inmage” to
mean a production inmage; that is, the actual inage, such as the
hand or flower depicted in Figure 2E of the ‘577 patent, but not
registration marks of any kind. (Defs.’ Proposed Findings of
Fact, doc. no. 89, Y 138-140; Decl of HWCrow ey, Appx. Ex. E.)

Mor eover, the ‘577 Patent di savows the prior art’s use
of registration marks:

U.S. Pat. No. 4,887,530,° issued to Jeffrey W Sainio
on Dec. 19, 1989, discloses a control system for
adjusting the color-to-color registration of nmulti-
color web-fed printing press system In general, the
device utilizes a registration mark distinct fromthe
printed inmage to provide color-to-color registration.
An optical scanner scans registration marks each
associated with one color of the printed imge. The
optical scanner provides information to a contro

systemwhi ch al l ows the control systemto determ ne the
spatial relationship of the registration marks and
control the printing units of the printing press system
such that registration of printed colors is corrected
as necessary.

The systemof U S. Pat. No. 4,877,530 is reliable and

9 The *530 patent is a prior-art issued to Jeffrey W
Sainio that discloses a color registration systemthat operates
with registration marks. The description of how the ‘530 patent
operates with marks is simlar to how nost prior-art marked
regi strations systenms work, including the nRC System (Defs.’ Ex.
34)
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has proved hi ghly useful for maintaining color-to-col or
registration of multi-color prints. However, the
requi renent of a registration mark distinct fromthe
i mge being printed requires additional paper whichis
di scarded and adds cost to the printing process.
Additionally, there are certain types of printed
materials which do not provide a convenient area for
applying registration marks. Accordingly, it would be
advant ageous to provide a system which is able to
provi de col or-to-col or registrati on based solely on the
i mage being printed.

(*577 Patent Specification 1:20-45.)

The Federal Crcuit has held that if "the specification
makes clear that the invention does not include a particular
feature, that feature is deened to be outside the reach of the
clainms of the patent, even though the | anguage of the clains,
read without reference to the specification, m ght be considered

broad enough to enconpass the feature in question." SciMd Life

Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337,

1341 (Fed. G r. 2001). Moreover, the court has recently

reiterated, “‘[w here the general summary or description of the
i nvention describes a feature of the invention . . . and
criticizes other products . . . that lack that same feature, this

operates as a clear disavowal of these other products. . . .'”

Edward Lifesciences LLC v. Cook Inc., 582 F.3d 1322, 1333 (Fed.

Cr. 2009) (citing Astrazeneca AB v. Miut. Pharm Co., 384 F.3d

1333, 1340 (Fed. G r. 2004) (finding disavowal of resilient wres
in the “background art” section of specification)).

When read in light of the specification and Background



of the Invention section, Caim?29 covers a systemthat excludes
any signals or data representative of registration marks. In the
sane breath, the specification praises the ‘530 patent as
“reliable” and “highly useful” but then conplains that the
requi renment of distinct registration marks requires additional
di scarded paper and adds cost. Moreover, the specification
details that there are certain nediuns that do not provide a
convenient area for registration marks and where, theoretically,
the ‘530 Patent nethod cannot operate.

Thus, the “Background of the Invention” section of the
‘577 Patent is clear that there are serious disadvantages of
“registration marks” and that its one enbodi nent describes a
systemthat bases its operation “upon an analysis of the color
densities of a portion of a printed image, rather than
regi stration marks or the dot |ocations of a printed imge.”
(15:33-36.) Accordingly, the disavowal stens fromthe prior
art's problematic use of registration marks distinct fromthe
actual printed inmage or wwthin the image, and the '577 Patent
proposes to solve the problem The preferred enbodi nent states
that the invention solves all of the problens with prior-art.
The di savowal and criticismof prior-art in this case is
unm st akabl e. Consequently, this constitutes a | egal disavowal

of a registration systemthat operates within registration



marks. 1 \Where, “the specification may reveal an intentional

10 Quad/ Tech argues there is no clear disavowal of

mar kl ess regi stration control, but rather that the comments in
the specification are directed to paper savings and nerely point
to why the markl ess functionality is the preferred enbodi nent.
Quad/ Tech relies primarily on two cases where the Federal Circuit
di scussed di savowal and found that “disparagi ng comrents al one do
not necessarily show a mani fest or express disavowal of the
criticized subject matter.” Epistar Corp.v. Int'l Trade Conin,
566 F.3d 1321, 1335-36 (Fed. Cr. 2009) (citing Ventana Med.

Sys., Inc. v. Biogenex Labs., Inc., 473 F.3d 1173, 1180-81 (Fed.
Cir. 2006)).

In Epistar, the court agreed with the ALJ that the
background section only criticized the use of iridiumtin oxide
(“1TO') as a front contact. Epistar, 566 F.3d at 1335. The court
agreed with the ALJ that the disputed claiminvolved the use of
| TO as a transparent w ndow | ayer which “serves a distinct
function in an LED [light emtting diode].” 1d. For that reason,
the court found that “this case does not present an instance
where the inventor distinguishes an invention over prior art in
an unm st akabl e di savowal of those prior art features.” 1d. at
1336. Here, no such distinction can be nade. The ‘577 Patent
descri bes several significant disadvantages from using the marked
system Quad/ Tech now seeks to enjoin Defendants fromselling a
regi stration control systemthat operates solely with
regi stration marks and cannot operate in markl ess node.

In Ventana, the issue was the proper construction of
the term"di spensing” in a patent claimng automated nethods for
stai ning mcroscope slides. Ventana, 473 F.3d at 1176. The
district court construed "dispensing"” to require "direct
di spensi ng, " because the enbodinments in the specification
i nvol ved direct dispensing. 1d. at 1178. On appeal, the
def endant argued that the specification, when read inits
entirety, would lead to the "inescapabl e concl usion" that the
heart of the invention involved "direct dispensing,” and that the
specification inplicitly defined the term "di spensing” to nean
"direct dispensing.” The court disagreed, finding that the
Background section of the patent in suit discussed different
di spensi ng techni ques, including a device that enployed a “direct
di spensing” technique. The court found that the defendant’s
argunment coul d not be correct, because if it was, “the inventors
have al so di savowed coverage of ‘direct dispensing,’ which is the
type of dispensing enployed by the patent’s preferred
enbodi ment.” Here, the ‘577 Patent does not reject a
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di sclaim or disavowal, of claimscope by the inventor. . . the
inventor has dictated the correct claimscope, and the inventor’s
intention, as expressed in the specification, is regarded as

di spositive.” Phillips, 415 F.3d at 1316 (citing SciMed Life, 242

F.2d at 1341, 1343-44.; Tinken Co. v. SKF U.S.A., Inc., 193 F

Supp. 2d 813, 818 (E.D. Pa. 2002) (Robreno, J.) (granting
defendant’s notion for sunmary judgnment and relying upon
specification | anguage in holding that patent was |limted by

di savowal in summary of the invention section).

Mor eover, Quad/ Tech’s proposed construction (“the
optical counterpart derived froma source” including

“registration marks”) contradicts the way the term*“inmage” is

regi stration systemthat explicitly used registration marks.
Thus, Ventana is distinguishable.

In the present case, the specification notes in the
Background Section the benefits of a markl ess system and repeats
its attributes. The inventors nmakes it clear that the attributes
of the markl ess systemare inportant in distinguishing the prior
art. The prior art of the marked registration is clearly
di sparaged and di scl ai ned.

In sum the Court finds that Epistar and Ventana are
di sti ngui shabl e because the present case involves nmuch nore than
"general statenents by the inventors indicating that the
invention is intended to inprove upon prior art . . ."ld. The
present case is one |ike SafeTCare where the Court in construing
the clains is "rely[ing] on the specification nerely to
under st and what the patentee has cl ained and di scl ai ned. "
Saf eTCare Manufacturing, Inc. v. Tele-Made, Inc., 497 F.3d 1262,
1270 (Fed. Cir. 2007). The Court finds that the specification
makes it clear that what was clained was markl ess registration
and what was disclainmed is the marked registration.

- 20 -



used in the ‘577 Patent, is broader than the ‘577 Patent, relies
on extrinsic sources and conflicts wth the ‘577 Patent creators
own adm ssions. Inportantly, the ‘577 Patent inventors have
described the ‘577 Patent as a “markl ess registration control
system” In a sworn declaration in U S. Patent No. 6,792, 240
(‘240 Patent), which is owned by Quad/ Tech and invented by
Jeffery Sainio, John Seynmour and Randal | Freeman, describe the
‘577 patent: “The markless registration control systeni]
described in U S. Pat. No. [] 5,412,577 . . . use[s] the printed
image itself as the source of registration.” (‘240 Patent
specification 3:33-35.) Thus, Quad/tech and the patent inventors
confirmed that the scope of the ‘577 Patent is a “markl ess
regi stration control system”

In summary, after considering the rel evant | anguage of
Claim?29, the ordinary and customary neani ng of “inmage” and the
witten specification of the ‘577 Patent, the Court construes the
term®“image” in Caim?29 as: the actual printed image (i.e., a
scene or picture) excluding registration marks. !

3. Infringenent Analysis

“Patent infringenent occurs when a device . . . that is
literally covered by the clains or is equivalent to the clained

subject matter, is nmade, used, or sold, w thout the authorization

n As described supra, the Court need not construe any of

the remaining clains in Caim29.
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of the patent holder, during the termof the patent.” Miltiform

Desiccants, Inc. v. Medzam Ltd., 133 F.3d 1473, 1476 (Fed Cr

1998). “Infringement requires that every limtation of a claim
be net in the accused structure either exactly or by an

equivalent.” Roton Barrier, Inc. v. Stanley Wrks, 79 F.3d 1112,

1125 (Fed. Cir. 1996). “[T]he issue of literal infringenent may
be resolved with the step of claimconstruction, for upon correct
claimconstruction it nay be apparent whether the accused device

is within the clains.” Miultiform Desiccants, 133 F.3d at 1476.

In this matter, Quad/ Tech has failed to denonstrate a
reasonabl e |ikelihood of proving that the “inmage” el enent of
Cl aim 29, when properly construed, is literally present in the
MRC System In other words, the nRC System does not literally
use the printed image itself (excluding registration marks) as
the source of the registration information. Accordingly, wthout
l[iteral infringenent of C aim29, Quad/ Tech cannot prove a

li keli hood of success on the nerits. See, e.d, Vehicular Tech.

Corp. v. Titan Wheel Int’'l, Inc., 141 F. 3d 1084, 1092-93 (Fed.

Cir. 1998) (finding that where one key function within the

accused device differs fromthe patent at issue, a prelimnary

i njunction should not issue). See Novo Nordisk v. Sanofi-Aventis
US. LLC, No. 07-3206, 2008 U.S. Dist. LEXIS 12342, at *44-49
(D.N.J. Feb. 19, 2008), aff’'d, 290 Fed. Appx. 334 (Fed. Cr

2008) (prelimnary injunction “not appropriate” where defendant



rai sed substantial questions whether specification of patent read
as a whol e suggested requirenent of direct gearing and non-

rotable piston rod); see also Gen. Autonmatics Diazyne Labs.

Division v. Axis-Shielf, No. 2007-1349, 2008 U S. App. LEXI S

10235, at *10-11 (Fed. Gr. May 12, 2008) (noting that the
plaintiff failed to prove infringenment for method of analyzing
chem cals in human bl ood because every claimlimtation failed to
cover specific chem cal used in nethod accused of infringenent).
Quad/ Tech al so argues that the Court should “adopt
Q1l."s acceptance of the judgnent in Germany as an adm ssion of
infringenment of a virtually identical claim” Plaintiff argues
that Caiml of the Gernman Patent is “virtually identical” to
Claim?29 of the '577 Patent (Pl.’s Mdt. at 16-17). Quad/ Tech

cites the Tate Access case for the proposition that prior

litigation is a factor the Court may consider in connection with

considering the validity of the '577 Patent. Tate Access Fl oors,

Inc. v. Interface Architectural Resources, Inc., 279 F.3d 1357,

1362 (Fed. Cir. 2002) (citing prior litigation, of the sanme
plaintiff where the Federal Circuit previously upheld a jury
verdict affirmng patent infringenent, as an inportant
consideration in the opinion).

Quad/ Tech has failed to provide adequate evi dence of



the German judgnent it purports to rely on.' Moreover, foreign
patent determ nations are not binding in litigation concerning

United States patents and patent | aw See, e.qg., Medtronic,

Inc. v. Daig Corp., 789 F.2d 903, 907-908 (Fed. Cr. 1986) (“As a

final effort to prove obviousness of the [invention], [defendant]
urges this court to adopt the conclusion of a Gernman tri bunal

hol ding [the invention’s] German counterpart patent obvious. This
argunment i s specious. The patent |laws of the United States are
the | aws governing a determ nati on of obvi ous/ nonobvi ousness of a

United States patent in federal courts.”); Alen v. Hownedi a

Lei binger, Inc., 197 F. Supp. 2d 101, 110 (D. Del. 2002) (noting

that the Federal Circuit has “specifically rejected as ‘specious’
the argunent that a United States court shoul d adopt the

conclusion of a foreign tribunal”); Oki Amv. Advanced Mcro

Devices, Inc., No. 04-03171, 2006 W. 3290577, at *8 n.2 (N.D

Cal. Nov. 13, 2006) (holding that “the action taken by the

Eur opean Patent O fice rejecting counterpart application over the
sane reference is neither controlling nor persuasive.”). Thus,
the German decision has no application in this Court and is not

entitled to any deference.

12 Quad/ Tech, when arguing the weight of the German
judgnent, relies entirely on Randall Freeman’s (Quad/ Tech’s Vice
Presi dent and Ceneral Manager of packaging) affidavit that
descri bes the German judgnent. (Pl.’s Proposed Findings of Fact
at 97 39-53.) Quad/ Tech offers no other analysis of the Gernman
j udgnent or conparison between the two patents.
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Based on the ‘577 Patent’s di savowal of marked
regi stration systens, the Court finds that the nRC system does
not literally infringe daim29 of the ‘577 Patent.

4. lrreparable Harm

Because Quad/ Tech has not shown a reasonabl e |ikelihood
of proving patent infringenment, it is not entitled to a

presunption of irreparable harm See Eli Lilly & Co. v. Am

Cyanam d Co., 82 F.3d 1568, 1578 (Fed. Cr. 1996). Nor does the

evi dence suggest the existence of irreparable harm
In order to make this show ng, the novant nust clearly
show “i mmedi ate irreparable harm” rather than a risk of harm

Canpbell Soup Co. v. ConAgra, Inc., 977 F.2d 86, 92 (3d G

1992). Exanples of harmfrom patent infringenent that may not be
conpensabl e by noney damages (and therefore necessitate a
prelimnary injunction) include: potential price erosion; |oss of
mar ket share and the resulting difficulty in determ ning noney
damages; loss of good will; work force reductions; and di sruption

of ongoi ng research and devel opnment. Sanofi - Synt hel abo, 370 F. 3d

at 1383.

Quad/ Tech argues that the infringing activities result
in lost market share and upset custoner relationships that wll
be difficult to repair. (Pl.'s Mdt. at 32-39; Decl. of R Freeman
at 1 24, 41.) (Quad/ Tech clains Defendants are wongfully

di ssem nating the notion that QIl. is the originator of the



printing technol ogy and m sl eadi ng custoners through adverti sing
and press releases. Plaintiff notes that Defendants are a direct
conpetitor of Quad/ Tech and, consequently, are using appropriated
technology to steal nmarket share fromthe Plaintiff. Finally,
Quad/ Tech notes that they will suffer additional irreparable harm
because Q1. s infringenent hinders its ability to sell all of
its products. It explains that customers for print control
systens prefer to have a single source of supply for auxiliary
control systens and the alleged patent infringenent |eads to nore
| ost busi ness.

Def endants respond that Quad/ Tech has not i npl enented
the *577 Patent in any product it currently sells, so it cannot
prove a direct nexus between any alleged | oss of sales and the
MRC Systemwi th respect to the '577 Patent. Defendants contend
t hat because Plaintiff has not practiced the patent over the |ast
14 years, its non-use of the patent should wei gh against a
finding of irreparable harm \Wen a patentee does not practice
the invention or otherw se commercially exploit it, irreparable

harmis nore difficult to denpbnstrate. H gh Tech. Med Instr.,

Inc., v. New Inmage Indus., Inc., 49 F.3d 1551, 1556 (Fed. G r

1995) (“Although a patentee's failure to practice an invention
does not necessarily defeat the patentee's claimof irreparable
harm the |lack of comrercial activity by the patentee is a

significant factor in the calculus.”).
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Mor eover, Defendants argue that potential |ost sales
al one do not necessarily denonstrate irreparable harm “There is
no presunption that noney danmages will be inadequate in
connection wwth a notion for an injunction pendente lite.”

Nutrition 21 v. United States, 930 F.2d 867, 872 (Fed. G

1991). Rather, Defendants argue that | ost market share may be
repai red by noney damages and there is no need for an injunction.
However, Defendants note that Quad/ Tech has not alleged actual
| ost sales or |ost market share but only references “future”
damages. Defendants note that Plaintiff has not produced any
evidence of a prior working relationship with any of the
conpani es from whi ch Defendants secured contracts, but Plaintiff
only specul ates as to hypothetical |ost profits.

Def endants additionally argue that Plaintiff unduly
del ayed seeking injunctive relief after first |earning of the
al l eged infringenent. Argunents of irreparable harm may be
rebutted by a showi ng that the patent hol der delayed in bring its

infringenment actions. See Pfizer, Inc. v. Teva Pharnmaceuticals,

USA, Inc., 429 F.3d 1364, 1381 (Fed. Cr. 2005); but see High

Tech., 49 F.3d 1551 ("[T] he period of delay may not have been
enough, standing alone, to denonstrate the absence of irreparable
harm").

Several factors wei gh agai nst Quad/ Tech’s assertion of

irreparable harm First, Quad/ Tech has failed to carry the
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burden of articul ati ng why nonetary damages woul d not renedy its
prospective injury. No evidence has been submtted to show why
Plaintiff could not be conpensated financially for the all eged
infringenents as neasured by |ost sales and/or profits. Second,
Quad/ Tech’ s non-use of the patent is an inportant consideration
against a finding of irreparable harm

Third, Quad/ Tech has provided no concrete evidence to
prove irreparable harm Quad/ Tech's sol e evidence conmes formthe
decl arations of Randall Freenen. Freeman specul ates that
custoners will associate Defendants as the inventors of markless
technol ogy and the printing industry’ s all eged perception of
Quad/ Tech as the innovative |leader wll erode. (Pl.’s Proposed
Fi ndi ngs of Facts at  167-68.) Freeman al so cl ains that
Quad/ Tech faces | ost market share relating to register control
products, but also other related products such as col or control
and ribbon cut off control. (ld. at § 170.) He clains that
Def endants’ actions have caused harmto Quad/ Tech’s ability to
sell its products. However, Freeman’'s statenents are conclusory,

specul ati ve and unsupported by any other evidence. See |ll. Tool

Wrks, Inc. v. Gip-Pak, 906 F.2d 679, 683 (Fed. Cir. 1990)

(hol di ng that accepting specul ative claimof danages “woul d
require a finding of irreparable harmto every

manuf act urer/ patentee, regardless of circunstances"); Voile Mqg.

Corp., 551 F. Supp. 2d at 1037 (“M. Dandurand’ s concl usory



affidavit is not enough to denonstrate irreparable harm here.
Courts require nore than unsupported factual conclusions to
support such a finding.”).
Quad/ Tech fails to cite a single transaction in which

it lost custoners or potential custoners because Defendants
all egedly sold or offered markl ess registration control
technol ogy. Accordingly, Quad/ Tech has failed to prove a causal
rel ati on between all eged | oss and all eged infringenment, which is
necessary to prove irreparable harm and it failed to prove | ost
sales arising fromthe Defendants' alleged sale of a markless
regi stration control system

Mor eover, there seens to be at |east a 14-nonth del ay
bet ween the di scovery of the alleged infringenent and the
Plaintiff filing for injunctive relief. Plaintiff alleges it
| earned that Defendants were offering its nRC Systemfor sale in
May 2008. The request for prelimnary injunction in the instant
action was filed in July 2009. (Pl.’s Mot. at 12.) This
undercuts the urgency that forns the cornerstone of injunctive
relief; indeed, this delay indicates a | ack of urgency. See

Hybritech Inc. v. Abbott Lab., 849 F.2d 1446, 1457 (Fed. Cr

1988) (period of delay may be a significant factor in irreparable

harm analysis); T.J. Smth & Nephew Ltd. v. Consolidated Med.

Equip., Inc., 821 F.2d 646, 648 (Fed. Cir. 1987) (15-nonth del ay

by patentee suggests no irreparable harm.



In view of the delay in seeking extraordinary
injunctive relief, the absence of any evidence of |ost sales or
busi ness and the | ack of probative evidence of Defendants’
inability to satisfy a nonetary judgnent, a finding of

irreparable harmis not indicated here. See Lam nations, Inc. V.

Roma Direct Mtg. LLC 516 F. Supp. 2d 404, 419 (M D. Pa. 2007)

For this reason, as well, Quad/ Tech is not entitled to a
prelimnary injunction.

Because Quad Tech has failed to denobnstrate a
reasonabl e |ikelihood of success on the nerits or that it wll
suffer irreparable harmif an injunction does not issue, there is
no need to consider the other two factors of the prelimnary

injunction analysis. See Reebok Int'l, Ltd. v. J. Baker, Inc., 32

F.3d 1552, 1556 (Fed. Gr. 1994). It should be noted, however,
that the balance of harns mlitates against prelimnary
injunctive relief. Defendants averred credibly that a
prelimnary injunction would close their United States business.
(Defs.’ Proposed Findings of Fact at Y 213-216.) By way of
contrast, Quad/ Tech is a |arge conpany with many printing
products avail able, and it has not shown that denial of the

prelimnary injunction will cause it substantial injury.

' V. CONCLUSI ON

To prevail on a notion for prelimnary injunction in a



patent infringenment |awsuit, the noving party nmust show a
reasonabl e likelihood that, at trial, it will prove by a
preponderance of the evidence that the defendant's product
infringes each and every elenent of its asserted claim Quad Tech
has failed to carry its burden. Moreover, absent a presunption
of irreparable harmthat applies where a reasonable |ikelihood of
prevailing is showm, the evidence in this case does not support a
finding of irreparable harm Accordingly, Quad Tech’s Mtion for
Prelimnary Injunction will be denied. An appropriate O der

foll ows.



I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

QUADY TECH, | NC. ) ClVIL ACTI ON
: NO. 09-2561

Pl aintiff,

Q. PRESS CONTROLS B.V.ﬁ
et. al, :

Def endant s.

ORDER

AND NOW this 1st day of April, 2010, it is hereby
ORDERED that Plaintiff's notion for prelimnary injunction (doc.
no. 8) is DEN ED

| T 1S FURTHER ORDERED that Plaintiff's notion for |eave
to file a second anended conpl aint (doc. no. 92) is DEN ED.

| T 1S FURTHER ORDERED that Plaintiff's notion for an
adverse inference and sanctions (doc. no. 94) is DEN ED

| T 1S FURTHER ORDERED that Plaintiff's notion for |eave
to narrow its claimconstruction (doc. no. 97) is DEN ED

| T 1S FURTHER ORDERED that Plaintiff's notion for |eave
to file areply brief in support of its notion for |leave to file
a second anended conplaint (doc. no. 98) is DEN ED

AND I'T I S SO ORDERED

S/ Eduardo C. Robreno

EDUARDO C. ROBRENO, J.






