IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

DELAWARE VALLEY FI NANCI AL GROUP, : G VIL ACTI ON
| NC., DELAWARE VALLEY FI NANCI AL :
GROUP, LLC, DVFG ADVI SORS, LLC. , :
M CHAEL FEI NVAN, HOWARD SOLOWAY, : NO  08-CV-2590
DAVI D BLEZNAK, and JOHN DCES 1 )
through 20 simlarly situated
VS.
PRI NCl PAL LI FE | NSURANCE COMPANY

and PRI NCOR FI NANCI AL SERVI CES
CORPCORATI ON

DEC S| ON

JOYNER, J. June 1, 2009

Thi s case has been brought before the Court on Mtion of the
Plaintiffs for Prelimnary Injunction.! Followi ng two full days
of hearings in this matter on Decenber 15 and 16, 2008 and
numer ous subm ssions by the parties, we find this matter now
properly postured for adjudication and we thus nake the
fol | ow ng:

FI NDI NGS OF FACT

1. Plaintiff Delaware Valley Financial Goup, Inc., (“DVFG

Inc.”) is a Pennsylvania corporation which was forned in 1978 and

! Oiginally, both Plaintiffs and Defendants sought a tenporary

restraining order in addition to requesting prelimnary injunctive relief.

Fol | owi ng a hearing before the undersigned on June 10, 2008, the parties were
able to reach an agreenent which was ultinmately reduced to a Consent Order
dat ed August 18, 2008 and which effectively obviated the defendants’ need for
a TRO and/or prelimnary injunction. The hearings in Decenber therefore
addressed only the plaintiffs’ notion and hence this decision shall address
the plaintiffs’ request for injunctive relief only.



is in the business of acting as an insurance brokerage firm As
of Septenber 24, 2008, DVFG had a registered office address at
3200 Horizon Drive, King of Prussia, Pennsylvania, 19406.
(Exhibit P-6; N T. 12/15/08, 17; Verified Seconded Anmended
Compl ai nt and Answer thereto, 12).

2. Plaintiff Delaware Valley Financial Goup, LLC (‘DVFG
LLC), is a Pennsylvania Limted Liability Conpany fornmed in 2007
with registered office address as of Septenber 24, 2008 at 3200
Horizon Drive, King of Prussia, Pennsylvania, 19406. DVFG LLC
is in the business of marketing and selling property and casualty
i nsurance. (Exhibit P-7; N T. 12/15/08, 17, 124; Verified Second
Amended Conpl ai nt, 93).

3. Plaintiff DVFG Advisors LLCis a Pennsylvania limted
liability conpany which is in the business of acting as a
mar keti ng and sal es vehicle for use by individual
agent s/ producers? in selling financial services and insurance
products offered by insurers and/or financial service conpanies.
(Verified Second Anrended Conpl aint and Answer thereto, f4).

4. Plaintiffs Mchael Feinman, Howard Sol oway and David

2 A “producer” is a career insurance/sales agent or broker. They are
i ndependent contractors who are authorized by a nunmber of insurance and/or
br okerage conpanies to sell insurance and/or financial products and it is not

uncomon for themto gather together to share office overhead and ot her
expenses. (N.T. 12/15/08, 75-76; N T. 12/16/08, 111, 208). It is the nature
of a producer’s business that he or she has their own clients who constitute
their book of business. (N T. 12/16/08, 56-58). DVFG described itself as an
i ndependent firm producer group with a primary conpany (/.e. first Provident
and later Principal). (N T. 12/15/08, 77).
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Bl eznak are individual producers residing in Newtown Square and
Mapl e d en, Pennsyl vania who are and have been affiliated with
one or nore of the DVFG entities and since 2002, were registered
representatives for Defendant Princor in connection with the

mar keti ng and sale of Princor’s securities products and services.
Since that sane tinme, Messrs. Bl eznak, Feinman and Sol oway have
al so been authorized agents for Defendant Principal Life

| nsurance Conpany in connection with the sale of life insurance
policies underwitten and sold by Principal. In addition to
selling Principal and Princor’s insurance and financial products,
Plaintiffs Feinman, Sol oway and Bl eznak al so sold insurance and
financial products of other conpanies. (Verified Second Arended
Compl ai nt and Answer thereto, s 5, 6 and 7).

5. In 2007, the DVFG entities noved their principal place
of business from King of Prussia, Pennsylvania to Conshohocken,
Pennsyl vania. (N T. 12/16/08, 45).

6. Defendant Principal Life Insurance Conpany (“Principal”)
is an lowa corporation with its primary offices at 711 Hi gh
Street, Des Mdiines, lowa, 50392. Principal is in the business of
underwriting and issuing life insurance policies for marketing
and sale by its authorized agents and brokers. (Verified Second
Amended Conpl ai nt and Answer thereto, {8).

7. Defendant Princor Financial Services Corporation

(“Princor”) is an lowa corporation with its principal offices at



711 Hi gh Street, Des Mdines, lowa, 50392. Princor is a
subsidiary of Principal Services Trust Conpany, which al so has
its principal offices at 711 High Street, Des Mi nes, |owa,
50392. (Verified Second Amended Conpl aint and Answer thereto,
19) .

8. Prior to 1983, the Phil adel phia area agency affiliated
with Provident Mutual Life Insurance Conpany was run by Leo Riley
and Rudy Meyers and was known as Ri| ey- Meyers Brokerage Services,
Inc. In 1986, they formally changed the nanme of the agency to
Del aware Val |l ey Financial G oup, Inc. and al so began doing
busi ness for other conpanies in addition to Provident Mitual.
(Cronin Dep. 71-72; Exhibit P-4). 1n 1984, DVFG Inc. registered
as a foreign corporation to do business in New Jersey. (N.T.

12/ 16/ 08, 41; Exhibit P-5).

9. In 1992, Thomas Schirnmer purchased Del aware Val |l ey
Financial Group, Inc. fromRudy Meyers for $25,000. At that
time, DVFG Inc. had three offices in Philadel phia and Wayne,
Pennsylvania and in Cherry Hll, New Jersey. Although it was
then affiliated wth Provident Mitual, it also sold insurance and
financial products for sonme 15 to 18 ot her mmjor conpanies,
including annuities, life and disability insurance and
represented a broker-dealer in selling registered products such
as mutual funds. (N T. 12/15/08, 17-21; Cronin Dep., 73-74).

10. When Thomas Schirnmer purchased DVFG in 1992, there were



28 enpl oyees, 20 of whom were agents. Previously, the agency had
as many as 80 agents. Because the agency was saddled with an
expensi ve, long-termlease on office space in Center City

Phi | adel phi a where parking and the city wage tax were

probl ematic, Schirnmer arranged to nove it out of the city and out
into the suburbs as soon as possible. Once he was able to nove
fromthe city, Schirnmer was able to recruit nore agents and neke
t he agency successful again. (Cronin Dep., 84-86).

11. In 1996, Provident Mitual approached Schirnmer about
taking over their office in Wl mngton, Delaware, as it was not
meeting their production requirenents. After conducting an
eval uation of that office, which was then known as the WI m ngton
Fi nanci al G oup, Schirnmer and Del aware Val |l ey Fi nanci al G oup,
Inc. acquired it and agreed to assune the responsibility for
operating that agency. (N T. 12/15/08, 21-22; Exhibit P-106).

12. “DBA’ stands for “doing business as” and in the
financial services industry, it is common for independent
agent s/ producers to use a DBA as a neans of marketing thensel ves
to clients and/or prospective clients and, while sonme producers
el ect to use an individual DBA, others prefer to use one that
shows that they are part of a group. (N T. 12/16/08, 111, 208-
210). G ven how conpl ex the financial services industry has
grown with the proliferation of such products as | oad and no-1| oad

mut ual and exchange-traded funds, index annuities and life



insurance, it is beneficial for a producer to be affiliated with
a group such as DVFG if for no other reason than the back-up and
support which it provides. (N T. 12/15/08, 117-118). Prior to
using a chosen DBA, the agent nust first obtain witten approval
fromboth the broker-dealer wth whom he or she is affiliated and
from FINRA, the Financial Industry Regulatory Authority, which is
the | argest independent regulator for all securities firns in the

United States. (N T. 12/15/08, 32, 42; ww.finra.orqg).

13. Prior to also using |etterhead, business cards and ot her
advertising materials, an agent and/or agency nust first obtain
witten approval of those materials fromthe broker-dealer with
whomthey are affiliated and from FINRA. (N T. 12/15/08, 28).

14. Although immedi ately after the nerger, the producers in
the Wl mngton office continued to use the “WI m ngton Fi nanci al
Group” as their DBA, approximately six nonths later, they changed
t heir DBA and began using the nane, “Del aware Valley Financi al
G oup” as their DBA as well. (N T. 12/15/08, 23-24). At the tine
he acquired the WI m ngton Fi nancial G oup, Thomas Schirnmer al so
pur chased the WI mi ngton Financial G oup DBA for sone $10, 000.

I ncluded with that was the | ogo, which included the tree that is
now part of DVFG s current | ogo. (Cronin Dep., 94-95).

15. Beginning in |late 2001, DVFG began | ooking for another
life insurance and broker-deal er conpany to affiliate wth,

havi ng encountered difficulties with Provident Miutual Life



| nsurance Conpany after Provident was nerged with Nationw de

| nsurance Conpany. |In or about January, 2002, Messrs. Duncan and
Cecere, acting on behalf of Principal, began “courting” Schirmer
and DVFG with the result that in October, 2002, DVFG ceased its
affiliation with Provident and becane affiliated with Principal.
(N.T. 12/15/08, 33).

16. Principal assisted DVFGin its efforts to dis-associate
with Provident by building out new office space, acquiring files
and getting all of its letters, docunents and stationary approved
before they noved. (N T. 12/15/08, 34).

17. \When the agents that were affiliated with DVFG | eft
Provi dent and noved to Principal, they brought all of their
clients with them Provident only took issue with themtaking
t he insurance policy custoners of the agency that had been with
Provident prior to DVFG s departure. (N T. 12/15/08, 34).

18. In addition to owming its DBA, DVFG al so owned its own

domai n, dvfg.com and had its own website at www. dvfg.com

beginning in or around 1997. (N T. 12/15/08, 35-36). Because
its producers sold products of other conpani es and because it had
sone i ndependent agents associated with it, DVFG needed its own
DBA. (N T. 12/15/08, 76).

19. Although Principal and its | egal departnent wanted DVFG
to use the Principal name to market all their products in their

offices, it was very inportant to Plaintiffs and their producers



that they be permtted to continue to use their DVFG DBA and
their dvfg.comdomain for their website and their e-mail because
t hey had worked very hard at branding their conpany and they
bel i eved they had gai ned significant name recognition in the

Del aware Val |l ey area using that name. This was the subject of
numer ous di scussi ons and negotiations and had Princi pal not
agreed to let themcontinue to use the DBA and the donmai n,
Plaintiffs would not have agreed to affiliate with Principal.
(N.T. 12/15/08, 37-38; Exhibit P-38).

20. At the tinme that DVFG joined with Principal, Principal
had associations wth over 30 other agencies. DVFG was the only
agency that Principal permtted to use its own DBA and domai n and
its own signage. (N T. 12/15/08, 38-42, 50; Exhibits P-30, P-
93). Throughout its relationship with Principal, the prom nent
signage in the DVFG offices were large initials that said “DVFG
with small dianond periods between the letters on the fourth
fl oor of the highest part of the building, and a | arge DVFG sign
with the tree logo on the front door to the offices. |In keeping
with FINRA requi renents, Princor signs also appeared in the
offices, as it was the broker-dealer. (N T. 12/15/08, 41).

21. DVFG negoti ated additional concessions when it entered
intoits affiliation with Principal. For one, the Principal-
Princor payout grid was generally capped at 80% of gross deal er

concessi on but because DVFG had an 85% payout with its forner



br oker-deal er, Principal/Princor agreed to change its payout grid
from80%to 85% Principal also anended its agent contract in
such a fashion as to i medi ately vest DVFG s producers in their
contracts so that should they elect to | eave, they would be
entitled to their renewal s on the busi ness which they brought
with themto Principal. (N T. 12/15/08, 43-44).

22. At the tine that DVFG affiliated with Principal, its
producers had nore than 25,000 clients. (N T. 12/15/08, 44).

Not all of its producers were affiliated with an insurance
conpany and not all of its producers had contracts with
Principal. (N T. 12/15/08, 76-77).

23. At the tine that DVFG affiliated with Princi pal
Principal had offices in Pittsburgh, Mechani csburg and Radnor
Pennsyl vani a and Bet hesda, Maryland. |In addition, it had sone
agents who had their own offices in the greater Phil adel phia
area. (N T. 12/16/08, 120-121; 239-240). Throughout the period
that DVFG was affiliated with Principal, Principal referred to
the three DVFG offices in the greater Phil adel phia region - King
of Prussi a/ Conshohocken, PA, WI m ngton, DE and Marlton, NJ, as
the “Del aware Vall ey Business Center.” (N T. 12/16/08, 123).

24. Subsequent to their affiliation wth Principal/Princor,
Schirmer, Smth and DVFG were al so given responsibility for
managenent of Principal and Princor’s agencies in Bethesda,

Maryl and and Pittsburgh, Pennsylvania. (N T. 12/15/08, 48, 141).



The producers in the Bethesda and Pittsburgh offices never wanted
to and never did use any of the DVFG entity nanes as a DBA. They
only wanted to use the Principal nanme. (N T. 12/15/08, 142-144).

25. In the nearly six years that DVFG was affiliated with
Principal, it was one of Principal’s |argest revenue generating
firms. In 2007, DVFG had between 120 and 130 producers with
between $5 and $6 billion in assets under nanagenent generating
over $30 mllion in comm ssions. (N T. 12/15/08, 33, 75-76).

26. Shortly after purchasing the Del aware Vall ey Financi al
Group in 1992, Thomas Schirnmer becane actively involved in a
nunmber of community groups and charitabl e organi zati ons such as
the Commttee to Benefit Children, dedicated to raising funds to
help children with cancer, the Leukem a Soci ety of New Jersey,
Meal s on Weel s and Make a Wsh Foundation, anong others. In
support of these organizations, DVFG would buy advertising and
provi de financial support at benefit golf tournanments and ot her
simlar fundraising events. 1In so doing, DVFG was building its
name recognition and good will and supporting its individual
producers. (N.T. 12/15/08, 77-79).

27. In addition to pronoting itself and its producers
t hrough charitabl e support, DVFG also did nmuch of its own
advertising while it was affiliated with both Provi dent and
Principal, primarily in the formof radio spot ads, business

cards, brochures, fliers, letter mailings and client appreciation
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events. It also enployed a Director of Marketing, whose primary
function was to help producers devel op marketing plans to
penetrate the markets, at a cost of sone $140, 000 per year. (N T.
12/ 15/ 08, 81-82, 90, 12/16/08, 220-221; Exhibits P-11, P-12, P-
18, P-19A, P-20, P21A, P-29C and P-29D)

28. The DVFG entities additionally marketed thensel ves to
prospective new producers through brochures, letters and ot her
mai | i ngs and by, inter alia, participating in area job fairs and
Chanber of Commerce events, visiting colleges, giving sem nars,
and advertising in publications of the Society of Professional
Advi sors and the Estate Planning Council. (N T. 12/15/08, 84-86;
Exhi bits P-19B, P-43, P-44).

29. On or about August 28, 20073 the plaintiffs filed an
application (Serial # 77265731) with the United States Patent and
Trademark O fice (“USPTO') seeking to register the “Del aware
Val | ey Financial Goup, LLC' as a trademark for use in comrerce
in connection with financing services. |In the application, the
mar k was described as “...consist[ing] of standard characters,

W thout claimto any particular font, style, size or color.”

(Plaintiff's Exhibit 3; N T. 12/15/08, 161-162, 164).

3 Previously, in 2003, Thomas Schirner had apparently endeavored to

pl ace “Del aware Val |l ey Financial G oup” on the Principal Register by the
filing of an application with the USPTO under Serial No. 78/ 164257. That
application was rejected by the exam ning attorney as being primarily
geographi cal ly descriptive of the applicant’s services. Apparently, neither
M. Schirmer nor anyone acting on his behalf responded to the Ofice Action
notice fromthe USPTO and the application was deened to have been abandoned.
(N.T. 12/15/08, 166-172; Exhibit D 53).
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30. The trademark registration application was initially
rejected by the USPTO on Decenber 6, 2007 “because the proposed
mark is primarily geographically descriptive of the origin of
applicant’s goods and/or services.” It was noted, however, that
“[i1]f applicant anmends the application to seek registration on
the Principal Register under Section 2(f) or on the Suppl enental
Regi ster, applicant nust disclaim®FlINANCIAL GROUP, LLC,’ because
such wordi ng appears to be generic in the context of applicant’s
goods and/or services.” (Plaintiffs’ Exhibit 3. TM 1087-TM 1088;
N. T. 12/15/08, 164-165).

31. Thereafter, on June 2, 2008, Plaintiffs responded to
the PTO action by disclaimng the right to exclusively use
“Financial Group, LLC apart fromthe nmark as shown, /.e., apart
fromthe words “Del aware Valley,” and by asserting that the
proposed mark had becone distinctive of the goods and services
offered by Plaintiffs inasmuch as “Del aware Val |l ey Fi nanci al
G oup” had been continuously and exclusively used in conmerce
since 1978. (Exhibit P-3, TM 1084, TM 1089; N T. 12/15/08, 166).

32.  On June 18, 2008, the USPTO issued its NOTI CE OF
PUBLI CATI ON UNDER 12(a), noting that as nodified, the proposed
mark “appears to be entitled to registration,” that it would be
published in the Oficial Gazette on July 8, 2008, and that if no
opposition was filed within the tine specified by Section 13(a)

of the statute, a certificate of registration would issue.
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(Exhibit P-3. TM 1122). It is unclear fromthe record whether
t here has been any opposition to the plaintiffs’ registration.?

33. Sone of DVFG s advertising was done jointly with
Principal/Princor or through “co-oping.” “Co-oping” is one
met hod by which an agent or agency is conpensated by its insurer
or broker/dealer for advertising. The agency either receives a
mar keti ng all owmance out of which it may pay advertising expenses
or through “co-op” advertising whereby the agency pays a portion
of the advertising expense and the broker/deal er or insurance
conpany pays the other portion. (N T. 12/15/08, 86-87; Exhibit
P-43).

34. At the tinme of the separation of the DVFG entities
fromPrincipal, there were sone 100 producers working out of the
five DVFG affiliated offices (Bethesda, Pittsburgh, Conshohocken
W | mngton and Marlton, NJ) along with sone 20-25 adm nistrative
staff. The producers were paid conm ssions directly fromthe
conpani es that they sold business to through Principal. A
certain amount of staff was paid for through the “unit cost
report” account that Principal had set up pursuant to the
financi al package which it had negotiated at the outset with DVFG

and which was tied to DVFG s productivity and vol ume of business

4 At page 2 of their Post Hearing Proposed Conclusions of Law on

Plaintiffs’ Trademark Infringement C ains, Defendants assert that Principa
has contested the plaintiffs’ anended application and, although Plaintiffs
appear to concede that point, we can find no evidence to support that

aver ment .
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activity. Approxi mately 4 staff nmenbers were enpl oyed directly
by the DVFG conpani es thensel ves, including a tax attorney, and
two individuals who did the financial packaging of conplex
proposals. (N T. 12/15/08, 106-109, 127-128).

35. Since their separation from Principal, the DVFG
entities continue to provide their producers with the services of
the marketing director, tax attorney, conpliance officer and
sal es support for disability and long termcare insurance and
busi ness continuity planning. (N T. 12/15/08, 110).

36. Thomas Schirnmer retired fromthe Principal as a
Regi onal Managi ng Director on Decenber 31, 2007 but continued on
as a registered representative for Princor. Because he was
di ssatisfied wth the manner in which his retirenment was bei ng
handl ed and the manner in which Principal was treating one of his
associ ates, he resigned fromPrincor in May, 2008. (N T.

12/ 15/ 08, 121).

37. After M. Schirmer retired at the end of Decenber 2007
Marc Smith was el evated by Principal to the Regional Mnagi ng
Director position. However, follow ng the devel opnent of what he
perceived to be ethical differences and other di sagreenents and
conflicts, M. Smth also resigned fromthe Principal on My 28,
2008. (N T. 12/15/08, 121-122; N T. 12/16/08, 107, 128-129).

38. Immediately followng M. Smth's resignation, a |arge

nunber of the producers who had been affiliated wth and/or

14



identified thensel ves as being part of the DVFG entities al so
resigned their associations with Principal. As a result, there
was a great deal of turmoil in the Conshohocken, Marlton and

W | m ngton offices, with nunmerous staff enpl oyees al so resigning
and/or not reporting for work and a | ot of personnel noving

of fices as, for exanple, in the Conshohocken office prior to the
resignations, there had been producers | ocated on three different
floors. (N T. 12/16/08, 129-131).

39. A fewdays later in early June, 2008, John
Ashenbrenner, Principal’s President and its Vice-President of
Mar keting, Nick Cecere, anong other officers fromPrincipal’s
corporate headquarters in Des Mdines, |A arrived and had several
meetings with the remaining producers and staff to assess the
situation and address their concerns. Anpong the topics under
di scussion was how the Principal offices and the producers who
remai ned would identify thenselves going forward. (N T.

12/ 16/ 08, 50-51, 129-131).

40. When a producer changes affiliations with a broker-
dealer, it is inperative that he or she have his existing clients
execute new agreenents with the new broker-deal er authorizing the
transfer of their accounts fromthe old broker-dealer to the new
O herwi se, the producer is unable to continue to service those
br okerage clients. Typically, this process can take anywhere

froma few weeks to a few nonths to conplete. (N T. 12/16/08,

15



118- 120).

41. Al though Principal had |ong “hosted” the dvfg.com
domain and e-mail on its server, unbeknownst to M. Schirner,
after the DVFG entities affiliated wth Principal, Principal had
changed the registration on the donmain nane to reflect that it
was the registrant. M. Schirmer |earned of this change in or
around June 2008, although it apparently occurred sonetine in
2007. (N.T. 12/15/08, 50-51, 55; 12/16/08, 137; Exhibits P-25, P-
27, P-31, P-61).

42. After the DVFG entities discontinued their affiliation
with Principal, Principal did not return the domain nanme and it
copied over and | ater shut down the DVFG website, deleting al
references to DVFG and the producers who departed from Pri nci pal
with it. These actions were taken wi thout Thomas Schirnmer’s
know edge or approval. The website that the remaining Principal
advisors used in the nonths imediately follow ng the departure
of the DVFG producers closely resenbled the DVFG website before
June, 2008. (N T. 12/15/08, 56-57; N T. 12/16/08, 244-248).

43. On or about My 29, 2008, Principal shut down the e-
mai | accounts of Marc Smith, Thomas Schirnmer and the DVFG
producers who had elected to termnate their affiliations with
Principal on both the dvfg.comand principal.comdomains. (NT.
12/ 15/ 08, 65-66; Exhibit P-61). On or about that sane day,

Principal also decided to “secure” the offices which it had
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shared with the DVFG entities and producers by posting a security
guard to restrict access to the offices to certain limted hours.
(N.T. 12/16/08, 224). As a result, Schirnmer, Smth and the
producers who decided to remain with DVFG were unable to access
their client files and were unable to send, receive or otherw se
communi cate with their clients via e-mail. (N T. 6/10/08 3-6;
N.T. 12/15/08, 59-61; N T. 12/16/08, 134-138).

44, Despite the departure of the DVFG groups and nany of
their producers, the Principal group and the producers who
remai ned with Principal/Princor continued to answer the phones
usi ng the DVFG nanme or just “Delaware Valley.” |If the caller
asked to speak with one of the producers who had left with DVFG
they were told only that producer had left the office. No
further information regarding the producer’s whereabouts or how
the caller could reach that producer was given. (N T. 12/15/08,
58-60; N.T. 12/16/08, 13-15, 54-55).

45. For at |east one nonth after the DVFG group left the
of fi ces which they had occupi ed while associated with Principal,
several of the producers and staff who remained with Principal
continued to identify and market thenselves as the “Del aware
Val | ey Financial Goup,” just as they had before May 29, 2008.
No one from Principal ever told themthat they should stop
mar ket i ng thensel ves using the Del aware Vall ey Fi nancial G oup

name. (N. T. 12/16/08, 48-49).
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46. Wthin a few weeks of the departure of the Del anare
Val | ey Financial Goup and those producers who elected to | eave
with it, the Principal and the remaining producers began
di scussing new nanmes with which to identify and market
t henmsel ves. On or about June 11, 2008, they adopted the nane
“Fi nanci al Advisors of the Del aware Valley” and they began using
it shortly thereafter and on business cards, brochures,
| etterhead and ot her marketing material s. (N.T. 12/15/08, 100-
101; N.T. 12/16/08, 50-53, 142-144, 186).

47. The Principal and the group of producers who renai ned
with it continued to operate out of the sane offices using the
sane tel ephone nunbers. Al though Principal changed the auto
attendant (answering machine) function on incomng calls in md-
June, 2008, and endeavored to change the outgoing caller ID
function at or around the sane tinme, the caller ID function on
out goi ng phone calls fromthose offices continued to read “DVFG
until late Septenber, 2008. (N T. 12/15/08, 67-70; N.T.

12/ 16/ 08, 83-89, 92-97, 102-103; Exhibit D 8).

48. In addition to the new DBA, the Principal group and

its producers devel oped a new website, which began operation in

Novenber, 2008 at www. faodv.com (N T. 12/16/08, 144-148, 270;

Exhibit P-72).
49. In the first several nonths following the split between

t he DVFG producer group from Principal/Princor, there was sone
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confusion anong the clientele of both groups as to where their

i ndi vi dual advisors were and how to contact themas well as
difficulty on the part of the producers in accessing files and
contacting their clients. By the end of Sumrer, 2008, however,
the parties had exchanged files, returned/ exchanged m s-directed
e-mails and attachnents thereto, mail, express mail, cal endar
entries, and other data contained on the file server in the |ocal
of fice(s) and otherw se exchanged information related to

wher eabout s of personal property, and the dvfg domain and website
contai ned at the dvfg.com address had been returned. The parties
had further agreed to not solicit the replacenent of Principal
Life I nsurance and Princor Financial products and one another’s
clients as well by that tinme. (N T. 12/15/08, 59-61; N T.

12/ 16/ 08, 13-15, 54-58, 164-167, 241, 259, 280-281, 294-295;

Order of August 18, 2008).

50. Despite the initial confusion and | argely because the
nature of the rel ationships between the producers and their
clients is personal, there is no evidence that any of either the
DVFG or the Principal producers lost any clients as a result of
DVFG and its producers’ decision to termnate their affiliation
with Principal and/or Princor. (N T. 12/15/08, 186; N.T.

12/ 16/ 08, 68-69, 171-172).
51. In addition to the Del aware Vall ey Financial G oup

entities and the Financial Advisors of the Del aware Valley, there
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is at | east one other group offering financial planning services

and selling insurances, annuities, securities and other financial

products and pl anni ng services using the words “Del aware Val |l ey”

inits nanme |l ocated in the greater Philadel phia netropolitan or

Del aware Vall ey area. That group - Del aware Val |l ey Advisors,

LLC, which is affiliated with the Securian Financial Network,

al so has several offices |ocated throughout the area in

Sout heast ern Pennsyl vani a and Sout hern New Jersey. Thonas

Schirmer has not taken any |egal or other action to preclude

Del aware Val |l ey Advisors LLC frominfringing on DVFG s nane or

mar ks. (N.T. 12/15/08, 211-214; N T. 12/16/08, 58-59, 286-289).
52. There are a nunber of other business entities in the

greater Phil adel phia netropolitan area which use the words

“Del aware Valley,” “Financial,” “Advisors,” “lnsurance” and

“Associates” in their names. Anong these are Del aware Vall ey

Fi nanci al Mortgage, LLC, Delaware Valley Realty Advisors, Inc.

Del aware Val l ey I nvestnent Associates, L.P., Delaware Vall ey

I nvestors, Inc., Delaware Valley |Insurance Agency, Del aware

Val | ey Financial Services, LLC and Del aware Val |l ey Fi nanci al

Services, Inc. Purportedly unaware of any of those entities, M.

Schirmer |Iikew se took no legal or other action to preclude them

frominfringing on DVFG s nane or marks. (N T. 12/15/08, 215-

228; Exhibits D19 - D 36).

53. Presently, Thomas Schirnmer has a 50% ownership interest
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in DVFG Inc., a 50% ownership interest in DVFG Advisors, LLC
and a 30% ownership interest in DVFG LLC. WMarc Smth now owns
50% of DVFG Inc. (N T. 12/15/08, 17-18, 29). Today, Del aware
Val | ey Financial Goup, Inc., Delaware Valley Financial G oup,
LLC and DVFG Advi sors, LLC have their principal place of business
at 125 East Elm Street in Conshohocken, PA, wth additional
offices at 3000 AtriumWay in Marlton, NJ and 1011 Centre Road in
W m ngton, Delaware. Financial Advisors of the Del aware Vall ey
mai ntain offices at 100 West El m Street, Conshohocken, PA, 400

Li ppi ncott Drive, Marlton, NJ, and 1013 Centre Road, W /I m ngton,
DE with affiliate offices of the Principal Financial G oup, 600
Grant Street, Pittsburgh, PA and 6550 Rock Spring Drive,

Bet hesda, MD.

DI SCUSSI ON

In their Verified Second Anended Conplaint, Plaintiffs
assert a common |aw claimfor unjust enrichnment and cl ai ns under
t he Lanham and Copyright Acts, 15 U S. C. 81051, et. seq. and 17
U S.C 88102 and 103 for, inter alia, Defendants’ seizure of the
dvfg. com domai n and infringenent of the Del aware Val |l ey Fi nanci al
G oup, Inc., Delaware Valley Financial Goup, LLC, and DVFG
Advi sors, LLC marks. The Second Anmended Conpl aint further seeks
both injunctive relief and declaratory judgnment of Plaintiffs’
ownership of the domain nane, marks, office equi pnent and ot her

property and agent files. Plaintiffs’ Mtion for Tenporary

21



Restraining Order and Prelimnary Injunction |ikew se asserts
that by | ocking themout of their offices, seizing their client
files, e-mail accounts and domai n nanes, the defendants caused
themirreparable harmentitling themto i nmediate injunctive
relief.

The primary purpose of a prelimnary injunction is the
mai nt enance of the status quo until a decision on the nerits of a
case is rendered. Status quo is defined as the |ast, peaceable,

noncontested status of the parties. Kos Pharnaceuticals, Inc. V.

Andr x Cor poration, 369 F.3d 700, 708 (3d Cr. 2004). To prevail

on a notion for prelimnary injunctive relief, the noving party
must denonstrate that each of the follow ng factors favors the
requested relief:

(1) the likelihood that the noving party will succeed on the
nerits;

(2) the extent to which the noving party will suffer
irreparable harmw thout injunctive relief;

(3) the extent to which the nonnoving party will suffer
irreparable harmif the injunction is issued; and

(4) the public interest.

McNeil Nutritionals, LLC v. Heartland Sweeteners, 511 F.3d 350,

356-357 (3d Cir. 2007). The decision whether to enter a
prelimnary injunction is commtted to the sound discretion of
the trial court and will be reversed only if the court abused its
di scretion, conmitted an obvious error in applying the | aw, or

made a serious mstake in considering the proof. Shire U S. Inc.
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v. Barr Laboratories, Inc., 329 F.3d 348, 352 (3d Cr. 2003).

Prelimnary injunctive relief “is an extraordinary renedy” and
“should be granted only in limted circunstances.” Kos

Phar maceuticals, supra.; Nutrasweet Conpany Vv. Vit-Mar

Enterprises, Inc., 176 F.3d 151, 153 (3d Cr. 1999). The burden

lies with the plaintiff to establish every element in its favor
or the grant of a prelimnary injunction is inappropriate. P.C

Yonkers, Inc. v. Celebrations, the Party and Seasonal Superstore,

LLC., 428 F.3d 504, 508 (3d Gr. 2005). If either or both of the
fundanental requirenents - |ikelihood of success on the nerits
and probability of irreparable harmif relief is not granted are

absent, an injunction cannot issue. MKeesport Hospital v.

Accreditation Council for G aduate Medical Education, 24 F.3d

519, 523 (3d CGir. 1994).

As noted, the plaintiffs have invoked Sections 43(a) and (d)
of the Lanham Act, as well as Sections 501, 502, 504 and 505 of
t he Copyright Act as the bases for their request for, inter alia,
injunctive relief. The Lanham Act was enacted to make
“actionabl e the deceptive and m sl eadi ng use of marks” and to

“protect against unfair conpetition.” Two Pesos, Inc. v. Taco

Cabana, Inc., 505 U. S 763, 767-768, 112 S. Q. 2753, 2757, 120

L. Ed. 2d 615 (1992), quoting §45, 15 U S.C. §1127. *“Section

43(a) ‘prohibits a broader range of practices than does 832,
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whi ch applies to registered marks®, but it is common ground that
843(a) protects qualifying unregi stered trademarks® and that the
general principles qualifying a mark for registration under 82 of
t he Lanham Act are for the nost part applicable in determning
whet her an unregistered mark is entitled to protection under

843(a).” Id., quoting Inwod Laboratories, Inc. v. lves

5 Section 32, 15 U.S.C. §1114 provides, in pertinent part,

Any person who shall, w thout the consent of the registrant - use in
conmer ce any reproduction, counterfeit, copy, or colorable imtation of
a registered mark in connection with the sale, offering for sale,

di stribution, or advertising of any goods or services on or in
connection with which such use is likely to cause confusion, or to cause
nm stake, or to deceive...shall be liable in a civil action by the
registrant...

15 U.S.C. §1114(1)(a).

5 Under Section 45, 15 U.S.C. 81127, “trademark” is defined as
i ncl udi ng:

“any word, name, synbol, or device, or any conbination thereof -
(1) used by a person, or

(2) which a person has a bona fide intention to use in conmerce and
applies to register on the principal register established by this
chapter,

to identify and distinguish his or her goods, including a unique product, from
t hose manufactured or sold by others and to indicate the source of the goods,
even if that source is unknown.

The term ‘service mark’ neans any word, name, synbol, or device, or any
conbi nati on thereof -

(1) used by a person, or

(2) which a person has a bona fide intention to use in conmerce and
applies to register on the principal register established by this
chapter,

to identify and distinguish the services of one person, including a unique
service, fromthe services of others and to indicate the source of the
services, even if that source is unknown. Titles, character nanes, and ot her
distinctive features of radio or television progranms may be registered as
service marks notw t hstanding that they, or the progranms, may advertise the
goods of the sponsor.”
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Laboratories, Inc., 456 U S. 844, 858, 102 S. C. 2182, 2190-

2191, 72 L. Ed. 2d 606 (1982).

Specifically, Section 43, 15 U S. C. 81125 provides the
followng, in relevant part:

(a) Cvil action

(1) Any person who, on or in connection with any goods or
services, or any container for goods, uses in comrerce any
word, term nanme, synbol, or device, or any conbination

t hereof, or any fal se designation of origin, false or

m sl eadi ng description of fact, or false or m sleading
representation of fact, which

(A) is likely to cause confusion, or to cause m stake,
or to deceive as to the affiliation, connection, or
associ ation of such person with another person, or as
to the origin, sponsorship, or approval of his or her
goods, services, or commercial activities by another
person, or

(B) in conmercial advertising or pronotion,

m srepresents the nature, characteristics, qualities,
or geographic origin of his or her or another person’s
goods, services, or commercial activities,

shall be liable in a civil action by any person who believes
that he or she is or is likely to be damaged by such act.

(d) Cyberpiracy prevention

(1)(A) A person shall be liable in a civil action by the
owner of a mark, including a personal name which is
protected as a mark under this section, if, wthout regard
to the goods or services of the parties, that person

(1) has a bad faith intent to profit fromthat mark
i ncludi ng a personal nanme which is protected as a mark
under this section; and

(ii) registers, traffics in, or uses a domai n nane
t hat -
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(I') inthe case of a mark that is distinctive at
the tinme of registration of the domain nane, is
identical or confusingly simlar to that mark;

(I'1) in the case of a fambus mark that is fanpus
at the time of registration of the domain name, is
identical or confusingly simlar to or dilutive of
t hat mark; or

(Ir1) is a trademark, word, or name protected by

reason of section 706 of Title 18 or section
220506 of Title 36.

(© In any civil action involving the registration,
trafficking, or use of a domain nanme under this

par agraph, a court may order the forfeiture or
cancel l ation of the domain name or the transfer of the
domai n name to the owner of the mark

“The Lanham Act defines trademark infringenment as use of a
mark so simlar to that of a prior user as to be likely to cause
confusion, or to cause m stake, or to deceive.’” Kos

Phar maceuticals, 369 F.3d at 711. It should be noted that 843(a)

of the Lanham Act provides protection for trade nanmes as well as
regi stered and unregistered nmarks; a trade nane is the nanme used
by an organization to identify its business, a trademark

di stingui shes its goods and a service mark distinguishes its

servi ces. Bl unenf el d Devel opnent Corp. v. Carnival Cruise Lines,

Inc., 669 F.Supp. 1297, 1317 (E.D. Pa. 1987). Al though a trade
name as such is not registrable under the Lanham Act, it is

nevert hel ess protected under the Act. |d.

26



“Ternms asserted as trademarks may fall in four categories:
(1) arbitrary (or fanciful) ternms, which bear no |ogical or
suggestive relation to the actual characteristics of the goods;
(2) suggestive terns, which suggest rather than describe the
characteristics of the goods; (3) descriptive terns, which
describe a characteristic or ingredient of the article to which
it refers; and (4) generic terns, which function as the common

descriptive nane of a product class.” E.T. Browne Drug Co. V.

Cococare Products, Inc., 538 F.3d 185, 191 (3d G r. 2008),

quoting A.J. Canfield Co. v. Honickman, 808 F.2d 291, 296 (3d

Cir. 1986). The Lanham Act protects only sonme of these
categories of ternms - it provides no protection for generic terns
because a first-user of a term “cannot deprive conpeting

manuf acturers of the product of the right to call an article by

its name. |d., quoting Abercronbie & Fitch Co. v. Hunting Wrld,

Inc., 537 F.2d 4, 9 (2d Cr. 1976). A “nerely descriptive” mark
describes the qualities or characteristics of a good or service
and may be registered only if the registrant shows that it has
acqui red secondary neaning, /i.e., it has becone distinctive of

the applicant’s goods or services in comerce. Park ‘N Fly, Inc.

v. Dollar Park and Fly, Inc., 469 U. S. 189, 194, 105 S.Ct. 658,

661, 83 L. Ed. 2d 582 (1985). Thus the general rule regarding
distinctiveness is clear: an identifying mark is distinctive and

capabl e of being protected if it either (1) is inherently
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distinctive or (2) has acquired distinctiveness through secondary
meani ng. Two Pesos, 505 U. S. at 769, 112 S. C. at 2758.

Finally, trademark | aw protects suggestive and arbitrary or

fanci ful ternms w thout any showi ng of secondary neaning. E.T.

Browne, supra., citing Berner International Cor. v. Mars Sal es

Co., 987 F.2d 975, 979 (3d Cir. 1993). As a general rule,
geographical marks are primarily descriptive and no one is
entitled to exclusively use a commpn geographic term Anerican

International Goup, Inc. v. Anerican International Airways,

Inc., 726 F. Supp. 1479, 1477,n. 3 (E. D. Pa. 1989), citing,

inter alia, National Conference of Bar Examiners v. Miltistate

Legal Studies, 692 F.2d 478, 488 (7'" Cir. 1982), cert. deni ed,

464 U.S. 814, 104 S. C. 69, 78 L. Ed. 2d 83 (1983).

Li kel i hood of confusion under the Lanham Act is not limted
to confusion of products, as in m s-dispensing; confusion as to
source is also actionable. 1d. Thus, “the |aw of trademark
protects trademark owners in the exclusive use of their marks
when use by another would be likely to cause confusion.” Freedom

Card, Inc. v. JP Mdrgan Chase & Co., 432 F.3d 463, 469 (3d Cr

2005) . A cause of action for trademark infringenment under both
8832(1) and 43(a) (which al so enconpasses unfair conpetition) of
t he Lanham Act, 15 U. S.C. 881114(1) and 1125(a), requires that a
plaintiff prove: (1) the mark is valid and |egally protectable;

(2) it owms the mark; and (3) the defendant’s use of the mark is
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likely to create confusion concerning the origin of goods or

servi ces. Urban Qutfitters, Inc. v. BCBG Max Azria G oup, Inc.,

2009 U. S. App. LEXIS 6586 at *2-*3 (March 30, 2009); E.T. Browne,

supra.; A & H Sportswear, Inc. Vv. Victoria' s Secret Stores,

Inc., 166 F.3d 197, 202 (3d Gr. 1999). To prevail in cases
where a mark is unregistered, a plaintiff nust also show (1) that
he was the first to adopt the mark in comerce; (2) he has used
the mark continuously in comrerce since its adoption; and (3) his
mark is inherently distinctive or has acquired secondary neani ng.

Douglas v. Osteen, Nos. 08-3097, 08-3399, 2009 U.S. App. LEXIS

5879 at *5 (3d Gr. March 13, 2009); A & H Sportswear, 237 F.3d

at 210-211; Ford Mbtor Co. v. Sunmt Mtor Products, Inc., 930

F.2d 277, 292 (3d Gir. 1991).

A “likelihood of confusion” exists when “consuners view ng
the mark woul d probably assune that the product or service it
represents is associated with the source of a different product

or service identified by a simlar mark.” Everett Laboratories,

Inc. v. Vertical Pharmaceuticals, Inc., No. 06-1661, 2007 U.S.

App. LEXI'S 13975, 227 Fed. Appx. 124, 127 (3d Cr. June 13,

2007), quoting A &H Sportswear, Inc. v. Victoria' s Secret Stores,

Inc., 237 F.3d 198, 211 (3d Gr. 2000). There are two types of
“likelihood of confusion” clainms - “direct confusion” clains and

“reverse confusion” clains. Freedom Card, 432 F.3d at 470. The

essence of a direct confusion claimis that a junior user of a
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mark attenpts to free-ride on the reputation and goodwi || of the
seni or user by adopting a simlar or identical mark. 1d.
Reverse confusion occurs when a | arger, nore powerful conpany
uses the trademark of a small, |ess powerful senior owner and

t hereby causes likely confusion as to the source of the senior

user’s goods or services. Citizens Financial Goup v. Ctizens

Nati onal Bank, 383 F. 3d 110, 119 (3d Gr. 2004). Thus, the

“junior” user is junior in time but senior in market dom nance or

size. Freedom Card, 432 F. 3d at 471.

I n deci ding whether simlar marks create a |ikelihood of
confusion, the Third Crcuit has adopted a non-exhaustive test
using 10 factors for determning the likelihood of confusion
bet ween two marks where direct confusion is alleged. Freedom

Card, 432 F.3d at 470, citing Interpace Corp. v. Lapp, Inc., 721

F.2d 460 (3d Cir. 1983). Those factors are:

(1) the degree of simlarity between the owner’s mark and
the alleged infringing mark;

(2) the strength of the owner’s mark;

(3) the price of the goods and other factors indicative of
the care and attention expected of consuners when nmaking a
pur chase;

(4) the length of tinme the defendant has used the mark
wi t hout evidence of actual confusion arising;

(5) the intent of the defendant in adopting the mark;
(6) the evidence of actual confusion;

(7) whether the goods, though not conpeting, are marketed
t hrough the same channels of trade and advertised through
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t he sane medi a;

(8) the extent to which the targets of the parties’ sales
efforts are the sane;

(9) the relationship of the goods in the m nds of consuners
because of the simlarity of function;

(10) other factors suggesting that the consum ng public

m ght expect the prior owner to manufacture a product in the

defendant’s market, or that he is likely to expand into that

mar ket .

The Lapp test is a qualitative inquiry; and not all factors
will be relevant in all cases; further the different factors may

properly be accorded different weights depending on the

particul ar factual setting. Basketball Marketing Co. v. FX

Digital Media, Inc., Nos. 06-2216, 06-3274, 2007 U.S. App. LEXI S

28605, 257 Fed. Appx. 492, 494 (3d GCr. 2007). A district court
should utilize the factors that seem appropriate to a given
situation but, in so doing, it is incunbent upon the district
courts to explain the choice of Lapp factors relied upon.

Basket bal | Marketing, 257 Fed. Appx. at 494, fn. 3 (3d Cr. Dec.

11, 2007); Freedom Card, 432 F.3d at 471.

Copyright infringenent is sonmewhat simlar. To show
copyright infringenment, a plaintiff nust establish (1) the
ownership of a valid copyright, and (2) copying of constituent

el enents of the work that are original. Feist Publications, Inc.

V. Rural Tel ephone Service Co., 499 U S. 340, 361, 111 S. C

1282, 1296, 113 L. Ed. 2d 358 (1991); Douglas v. Osteen, 2009

US App. LEXIS 5879 at *3 (3d Gir. March 13, 2009). The |aw
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does not require an express or witten license. |In appropriate
ci rcunst ances, a non-exclusive |icense may be inplied by conduct.

Lowe v. Loud Records, 2005 U. S. App. LEXIS 4753, 126 Fed. Appx.

545, 547 (3d Cir. March 23, 2005).

However, since a non-exclusive or inplied |icense does not
transfer ownership, there may still be a claimof copyright
infringement if the licensed use goes beyond the scope of the

| i cense. Fei st, supra. It is fundanental, however, that no

aut hor may copyright his ideas or the facts he narrates, although
factual conpilations may possess the requisite originality to

merit copyright protection. See, Feist, 499 U S. at 344-345,

348, 111 S. Ct. at 1287, 1289; Kay Berry, Inc. v. Taylor Gfts,

Inc., 421 F.3d 199, 203 (3d Cir. 2005). |Indeed, to qualify for
copyright protection, a work nust be original to the author,
meani ng only that the work was i ndependently created by the

aut hor (as opposed to copied fromother works), and that it
possesses at | east sonme mninmal degree of creativity. |d.; Kay
Berry, 421 F.3d at 207.

It is further axiomatic that, in accordance with 17 U. S. C
8411(a), “no civil action for infringenent of the copyright in
any United States work shall be instituted until preregistration
or registration of the copyright claimhas been made in

accordance with this title...” See, Kay Berry, 421 F. 3d at 203.

Plaintiff’s possession of a copyright registration certificate
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creates a rebuttal presunption that the work is copyrightable and

that Plaintiff has a valid i nterest. F.A. Davis Co. v. Wlters

Kluwer Health, Inc., 413 F. Supp. 2d 507, 510 (E.D. Pa. 2005).

“Copying is a shorthand reference to the act of infringing any of
the copyright owner’s exclusive rights set forth at 17 U S. C

8106." Dun & Bradstreet Software Services v. G ace Consulting,

Inc., 307 F.3d 197, 206 (3d G r. 2002), quoting Ford Mdtor Co. v.

Summit Motor Products, Inc., 930 F.2d 277, 291 (3d Cr. 1991).°

Not all copying is copyright infringenent and courts have

recogni zed that there is rarely direct evidence of copying. E.A

Davis Co. v. Wlters Kluwer Health, Inc., 413 F. Supp. 2d 507,

511 (E.D. Pa. 2005). Instead, copying is proven by show ng not

only that the defendant had access to a copyrighted work but al so

7 Section 106 reads as foll ows:

Subj ect to sections 107 through 122, the owner of copyright under this
title has the exclusive rights to do and to authorize any of the
fol |l owi ng:

(1) to reproduce the copyrighted work in copies or phonorecords;
(2) to prepare derivative works based upon the copyrighted work;

(3) to distribute copies or phonorecords of the copyrighted work
to the public by sale or other transfer of ownership, or by
rental, |ease, or I|ending;

(4) in the case of literary, musical, dramatic, and choreographic
wor ks, pantomi nmes, and notion pictures and ot her audi ovi sua
wor ks, to performthe copyrighted work publicly;

(5) in the case of literary, musical, dramatic, and choreographic
wor ks, pantom nes, and pictorial, graphic, or scul ptural works,

i ncluding the individual inmages of a nmotion picture or other
audi ovi sual work, to display the copyrighted work publicly; and

(6) in the case of sound recordings, to performthe copyrighted
work publicly by nmeans of a digital audio transm ssion.
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that there are substantial simlarities between the two worKks.

Fei st Publications, 499 U S. at 361, 111 S. C. at 1282; Dam

Thi ngs From Denmark v. Russ Berrie & Co., 290 F.3d 548, 561-562

(3d Gr. 2002). In other words, “it must be shown that copying
went so far as to constitute inproper appropriation, the test
bei ng the response of the ordinary lay person.” Kay Berry, 421

F.3d at 208, quoting Universal Athletic Sales Co. v. Salkeld, 511

F.2d 904, 907 (3d Cir. 1975). And, [e]ven if actual copying is
proven, “the fact-finder nust decide without the aid of expert
testimony, but with the perspective of the ‘lay observer,

whet her the copying was ‘“illicit’ or “an unlawful appropriation

of the copyrighted work.” 1d., quoting Welan Associates, Inc.

v. Jaslow Dental Lab, Inc., 797 F.2d 1222, 1232 (3d G r. 1986).

Finally, the conmmon-law tort of unfair conpetition was
devel oped to protect “against the wongful exploitation of trade
names and comon | aw trademarks that were not otherw se entitled

to legal protection.” Centrix HR LLCv. On-Site Staff

Managenent, Inc., 2008 U.S. Dist. LEXIS 23280 at *51 (E. D. Pa.

March 25, 2008), quoting Granite State Insurance Co. v. Aanto

Transm ssions, 57 F.3d 316, 319 (3d Gr. 1995). See Al so,

Pennsyl vania State University v. University Othopedics, Ltd.,

706 A.2d 863, 867 (Pa. Super. 1998)(“claimof unfair conpetition
enconpasses trademark infringenent but al so includes a broader

range of unfair practices, which may generally be described as a
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m sappropriation of the skill, expenditures and | abor of
another.”) Unfair conpetition has otherw se been defined as “the
passi ng off by a defendant of his goods or services as those of
plaintiff by virtue of substantial simlarity between the two

| eading to confusion on the part of potential custoners.”

Prudential Insurance Co. of Anerica v. Stella, 994 F. Supp. 318,

322 (E.D. Pa. 1998). To succeed on these clains, a plaintiff
must show that defendant uses a designation in connection with
goods, which is likely to cause confusion, m stake or deception
as to the origin, sponsorship or approval of defendant’s goods
and that plaintiff has been or is |likely to be danaged by these

acts. 1d., citing First Keystone Bank v. First Keystone

Mortgage, Inc., 923 F. Supp. 693, 707 (E D.Pa. 1996). See Also,

Morgan’ s Hone Equi pnent Corp. v. Mrtucci, 390 Pa. 618, 136 A. 2d

838, 848 (1957)(“trading on another’s business reputation by use
of deceptive selling practices or other neans i s enjoi nable on
t he grounds of unfair conpetition”).

I n applying the preceding |legal principles to the case at
hand, it appears that while the plaintiffs did endeavor to
register the “Del aware Val l ey Financial Goup, LLC nmark, we
cannot determ ne whet her any opposition has yet been filed to

t hat proposed registration.® As a result, we cannot concl ude

8 Indeed, neither party adduced any testinony whatsoever on this point

at any of the hearings held in this matter on June 10, Decenber 15 or Decenber
16, 2008.
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with certainty that the mark is in fact registered or
“incontestable” within the neaning of the statute, 15 U S.C
81115, or that the plaintiffs are entitled to exclusively use the
mark in commerce.® Regardless, the plaintiffs seek relief under
843(a) of the Lanham Act, which also affords protection to

unregi stered marks and trade nanes and, as noted by the Suprene

Court in Two Pesos, supra, the sanme general principles qualifying

a mark for registration are for the nost part applicable in
determ ni ng whether an unregistered mark is entitled to
protection under 843(a).

In considering those principles, we do find that the
plaintiffs have sufficiently established through, inter alia, the
testi nony provided by Thomas Schirmer and Charles Cronin, that
they were the first user of the name/ mark Del aware Vall ey
Fi nancial Group, that M. Schirmer owns the tree | ogo which
acconpani es the nane and/or the initials “DVFG” and that it has
been continuously used in commerce in conjunction with
Plaintiffs business since its adoption. |In |light of the USPTO s
statenent follow ng disclainmer of the right to use the words
“financial group” separate and/or apart from “Del aware Vall ey”
that the mark appears entitled to registration barring objection,

we find the requirement of validity to have been satisfied in

® If the mark in question was federally registered and had becone

i ncontestable, validity, legal protectibility and ownership are proved. See,
e.g., Opticians Association of Arerica v. |ndependent Opticians of Anerica,
920 F.2d 187, 194 (3d Cir. 1990).
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this case.
However, it is also incunbent upon the plaintiffs to show
that the mark/name has acquired distinctiveness through secondary

meani ng. See, e.d., Two Pesos, 505 U. S. at 769, 112 S. C. at

2758. A mark is descriptive wwth a secondary neani ng when the
mark is interpreted by the consum ng public to be not only an
identification of the product or services, but also a

representation of those products or services. Checkpoint

Systens, Inc. v. Check Point Software Technologies, Inc., 269

F.3d 270, 283, n. 10 (3d Gr. 2001). Secondary neaning exists
when consuners seeking a trademark assunme that the product it

| abel s cane froma particular source; if in fact the product did
not conme fromthat source, there has been buyer confusion. Lapp,
721 F.2d at 462. It is for this reason that it has been

recogni zed that “secondary neani ng and |i kel ihood of buyer
confusion, though two separate |egal issues, wll be difficult to
di stinguish in viewing the evidence.” 1d., quoting 1 J.T.

McCart hy, Trademarks and Unfair Conpetition 815:3 (1973).
Secondary neaning is generally established through extensive
advertising which creates in the mnds of consuners an

associ ation between di fferent products bearing the same mark;
this association suggests that the products originate froma

single source. Scott Paper Co. v. Scott’'s Liquid Gold, Inc., 589

F.2d 1225, 1228 (3d Cr. 1978). A non-exclusive list of factors
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whi ch may be considered in ascertaining whether a mark has

achi eved secondary neani ng i ncludes the extent of sales and
advertising |l eading to buyer association, |length of use,
exclusivity of use, the fact of copying, custoner surveys,
custoner testinony, the use of the mark in trade journals, the

si ze of the conpany, the nunber of sales, the nunber of custoners

and actual confusion. Ford Mbtors, 930 F.2d at 292.

Instantly, while there is evidence that the Del aware Vall ey
Fi nancial G oup did do sonme advertising on radio and through
brochures, business cards, fliers, letter mailings, pronotional
itenms and through client appreciation and charity events, at
times these advertisenments were solely in its own nane and at
others these advertisenents were done jointly with Principal
and/or Princor. It does not appear that DVFG itself ever did any
advertising in newspapers, on billboards or on television.

The record al so denonstrates that, within a few weeks of the
separation of Marc Smth and nost of the producers who elected to
continue using the “Delaware Vall ey Financial G oup” noniker from
the Principal group, those producers who chose to continue their
affiliation with Principal had chosen the nanme “Fi nanci al
Advi sors of the Delaware Valley,” and began using it on their
busi ness cards, stationary, brochures, signage and eventually,
their website. According to Raynond |anni, whose testinony on

this point is unrebutted, the intent of these producers in
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selecting this nane was to describe their general geographic

| ocation while at the sanme tinme indicating that they had

i ndi vi dual practices. There is no evidence of any intention to

sel ect a nane that would be confused with Del aware Val |l ey

Fi nancial Group and there is no evidence that the Financial

Advi sors of the Del aware Valley use a tree or other, simlar |ogo

that in any way resenbles that utilized by the DVFG entities.

VWat’s nore, in the imediate, tri-state area, there is at | east

one ot her conpany offering financial planning services,

i nsurance, securities and other types of financial products using

“Del aware Valley” in its nane. That group, Delaware Vall ey

Advi sors, is affiliated with the Securian Fi nancial Network and

has offices in Huntington Valley and Newt own Square, Pennsylvani a

and Mount Ephraim Cherry H Il and Wodbury, New Jersey.
Additionally, while there is no doubt that the services

bei ng marketed by both the DVFG and the FAODV producers are

identical and their advertising/ marketing/ pronotional efforts are

simlar, DVFG and FAODV are essentially consortiuns of

i ndependent producers who nmaintain their own individual books of

busi ness and who receive new business primarily through client

referrals. None of the clients serviced by either DVFG s

producers or those producers who are now usi ng Financial Advisors

of the Delaware Valley as their DBA are custoners of DVFG or

FAODV t hensel ves - they are the custonmers/clients of the
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i ndi vi dual producers. Hence the likelihood that either existing
or potential customers will be confused by the Financial Advisors
of the Delaware Valley nane is very slimindeed.

Finally, as evidenced by the testinony of Thonas Sw der and
Robert Hol |l and, and by various docunentary exhibits!® it appears
that although there initially was some confusion on the part of
clients who called the three fornmer offices in or around the
Sunmer of 2008 as to the whereabouts and/or affiliations of their
i ndi vi dual advi sors and sonme delay in updating the business
profiles for several of the producers who elected to stay with
the Principal group, nost, if not all, of that confusion was
resolved by the late Fall of 2008. Accordingly, we cannot find
that either of the elenents of secondary neaning or |ikelihood of
buyer confusion have been shown here and thus Plaintiffs have
failed to denonstrate that they are likely to succeed on the

merits of their Lanham Act claim?

10 gSee, e.q., Exhibits P-85, P-86, P-87, P-88.

11 Gven that no nention is made of it in their post-hearing
subm ssions, it appears as though the plaintiffs have abandoned their claim
under 15 U.S.C. 81125(d) (1) (A), otherw se known as the Anticybersquatting

Consumer Protection Act. “Cybersquatting” has “come to nean the bad faith,
abusi ve registration and use of the distinctive trademarks of others as
Internet domain nanes, with the intent to profit fromthe goodw Il associated
with those trademarks.” Shields v. Zuccarini, 254 F.3d 476, 481 (3d Cir.
2001). In essence, it forces “the rightful owners of the marks ‘to pay for
the right to engage in electronic comrerce under their own brand nane.’” Vista

India v. Raaga, LLC, 501 F. Supp.2d 605, 620 (D.N. J. 2007), quoting Virtual
Works, Inc. v. Vol kswagen of Anerica, Inc., 238 F.3d 264, 267 (4'" Cir. 2001).
See Also, Geen v. Fornario, 486 F. 3d 100, 105 (3d Cir. 2007)("“81125(d)(1)(A
prohi bits registering domain nane that is confusingly simlar to distinctive
mark or dilutive of famous mark with bad faith intent to profit fromit”). As
interpreted by the Third Circuit, the statute requires plaintiff to prove the
followi ng elements in order to succeed in a claimunder the ACPA: (a) the mark
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G ven that the analysis under the Lanham Act and the common
| aw of unfair conpetition is the same, we reach the sanme result
with regard to that claim contained in Count I1l, as well. See

generally, Freedom Card, 432 F.3d at 470; A & H Sportswear(l11),

166 F.3d at 202; Tillery v. Leonard & Sciolla, LLP, 437 F. Supp.

2d 312, 328 (E.D. Pa. 2006).! Thus, inasmuch as we cannot find
that the requisite showing of a |ikelihood of consunmer confusion
has been nade, we are constrained to also deny plaintiffs’
request for ongoing injunctive relief on the basis of unfair
conpetition.

Finally, although it is |ikew se unclear fromthe
plaintiffs proposed factual findings and | egal concl usions
whet her they are continuing to pursue their claimof copyright
infringenment, we nevertheless shall |ast consider the |ikelihood

that Plaintiffs will prevail on the merits of this claimat a

is distinctive or fanobus so that it is entitled to protection; (b) defendant’s
donmai n nanes are identical or confusingly simlar to plaintiffs’ mark; and (c)
def endant registered the domain nane with the bad faith intent to profit from
it. Pennsylvania Business Bank v. Biz Bank Corp., 330 F. Supp. 2d 511, 524
(E.D. Pa. 2004), citing Shields, 254 F.3d at 482.

The gravanen of Count Il of Plaintiffs’ Second Anended Conpl ai nt appears
to be the co-opting of the dvfg.comdomain by the defendants shortly after the
resignation of Marc Smth. Since it appears fromthe various Principa
internal e-mails that there was at best the m staken belief that Principal in
fact owned the dvfg.comdomain as it had | ong been hosted on their server and
at worst confusion over ownership, it would be difficult to find that the
el ement of bad faith intent has been denpnstrated here. |In any event,
following the entry of the tenmporary restraining order in August, 2008, the
defendants in fact returned the dvfg.comdonmain to the plaintiffs and there is
no evidence that they have used it since.

12 Indeed, it has been said that the essence of an unfair conpetition

cl ai munder the common | aw, as under the federal law, is the |ikelihood of
confusion. Strick Corp. v. Strickland, 162 F. Supp. 2d 372, 375 (E.D. Pa.
2001).
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full trial. 1In so doing, we can discern fromthe record no

evi dence what soever that the website which defendants are all eged
to have copied over was ever copyrighted by the plaintiffs.
Furthernmore, while there is indeed “snoking gun” evidence that

Def endants “ha[d] Advi sor Square, the website host, working on
copying over the DVFG site,” and that they intended to “keep the
tenpl ate, then delete all reference to DVFG and the departed
advisors...,” our “layman’s view of the FAODV website in
conparison to those of the various DVFG entities and Del anare
Val l ey Advisors is that it nost closely approxinates the website
of Del aware Vall ey Advisors, the Securian affiliate. In |ight of
this observation and in the absence of any evidence that the DVFG
website was an original, independently created work, we are
unable to find that there also exists a |ikelihood that the
plaintiffs would prevail at trial on the nerits of their
copyright claim (See, Exhibit P-69).

Turning to the next requisite elenent - that of the threat
of immedi ate, irreparable harm we note that while the evidence
clearly showed that the plaintiffs needed a tenporary restraining
order and injunctive relief comencing in late May -early June,
2008 to conpel the defendants to return their client files,
office furniture, personal property, domain nane and e-nai
accounts, it is apparent fromthe evidence produced at the

heari ngs on Decenber 15 and 16, 2008 that this need was
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alleviated by that tinme. Accordingly, we are |ikew se unable to
find that the plaintiffs remain in danger of suffering inmediate,
irreparable harmw thout the issuance of an injunction. Wat’'s
nmore, those producers who opted to retain their affiliation with
Principal and Princor are just as entitled to use a DBA as are

t hose who el ected to discontinue their associations. As we do
not find it likely that consuners or clients would m stakenly
confuse an FACDV advisor with a DVFG advi sor, we believe that
nore harm coul d concei vably be suffered by those producers using
t he Fi nancial Advisors of the Del aware Val |l ey/ FAODV DBA were we
to now enjoin themfromcontinuing to use that chosen nane than
woul d be suffered by DVFG and its producers if we did not grant
the requested injunction. For all of these reasons, we now enter
the foll owm ng order and:

CONCLUSI ONS OF LAW

1. This Court has jurisdiction over the parties and subject
matter of this litigation pursuant to 28 U. S.C. 81331 and 81332.

2. Plaintiffs have failed to prove that consuners,
prospective and existing custoners and clients and/or the public
at large are likely to be confused or msled by the Financial
Advi sors of the Delaware Valley name and/or mark or to m stakenly
beli eve that FAODV and the Del aware Valley Financial G oup of
conpanies (a/k/a “DVFG') are the sane entity or represent the

sane producers.
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3. By failing to show that the |ikelihood of confusion
exists, the plaintiffs have failed to denonstrate that they are
likely to succeed on the nerits of their unfair conpetition or
Lanham Act cl ai ns.

4. Plaintiffs have failed to denonstrate copyright
infringenment on the part of the defendants and have thus al so
failed to establish that they are likely to succeed on the nerits
of their copyright infringenent claimat trial.

5. The defendants have, since the entry of the tenporary
restrai ning order on or about August 18, 2008 and since the
Decenber 15 and 16, 2008 hearings in this matter, returned the
di sputed domain nane, e-mail accounts, telephone nunbers, client
files, office furniture and personal property to the plaintiffs.

6. Solely as a consequence of the defendants’ having
conplied with the terns and conditions of the tenporary
restraining order in this matter, the plaintiffs are no longer in
danger of suffering imrediate, irreparable harmto the conduct of
t hei r busi ness.

7. Plaintiffs have failed to prove that they are likely to
suffer imediate, irreparable harmif the Defendants are not
enj oi ned fromusing the DBA of “Financial Advisors of the
Del aware Val l ey,” goi ng forward.

8. Defendants are nore likely to suffer irreparable injury

if they are enjoined fromusing the DBA of “Financial Advisors of
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t he Del aware Valley,” “FAOCDV’ or the domain nanme of faodv.com
9. An award of prelimnary injunctive relief to Plaintiffs
is not warranted based on the evidence presented.

An appropriate order foll ows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

DELAWARE VALLEY FI NANCI AL GROUP, : G VIL ACTI ON
| NC., DELAWARE VALLEY FI NANCI AL :
GROUP, LLC, DVFG ADVI SORS, LLC. , :
M CHAEL FEI NVAN, HOWARD SOLOWAY, : NO  08-CV-2590
DAVI D BLEZNAK, and JOHN DCES 1 )
through 20 simlarly situated
VS.
PRI NCl PAL LI FE | NSURANCE COMPANY

and PRI NCOR FI NANCI AL SERVI CES
CORPCORATI ON

ORDER
AND NOW this 1st day of June, 2009, upon
consideration of Plaintiffs’ Mdtion for Prelimnary |Injunction
(Docket No. 15) and the evidence and argunents presented, it is

her eby ORDERED that the Motion is DEN ED.

BY THE COURT:

s/J. Curtis Joyner

J. CURTIS JOYNER,

J.



