IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

DAVI D J. \WEI SS : Cl VIL ACTI ON
. :
FI BER OPTI C DESI GNS, | NC. E NO. 06-5258
MEMORANDUM
Bartl e, C. J. November 9, 2007

On Novenber 30, 2006, plaintiff David J. Wiss
("Weiss") filed a conplaint for breach of contract against
def endant Fi ber Optic Designs, Inc. ("FOD'). He alleges that FOD
failed to pay himcertain conm ssions due under a |icensing
agreenent. FOD filed an anmended countercl ai m agai nst Wi ss on
behal f of itself and counterclaimplaintiff, Holiday Creations,
Inc. ("HCl").' These counterclains assert: (1) m sappropriation
of trade secrets under Pennsylvania' s Uniform Trade Secrets Act,
12 Pa. Cons. Stat. Ann. 8§ 5301, et seq ("PUTSA') (Counts | and
VI); (2) msappropriation of trade secrets under the common | aw
of Pennsylvania (Counts Il and VII1); (3) breach of duty of
| oyalty under the conmmon | aw of Pennsylvania (Counts Ill and
VII1); (4) tortious interference with existing and prospective
busi ness advant age under the conmmon | aw of Pennsyl vania (Counts

IV and 1 X); and (5) unfair conpetition under the comon | aw of

1. FODis the assignee of HCI's clains agai nst Wiss, which are
i dentical those brought by FOD.



Pennsyl vania (Counts V and X). Now pending before the court is
the notion of Weiss to dismss Counts II, 11, IV, V, VII, VIII
| X, and X of the anmended counterclai mpursuant to Rule 12(b)(6)
of the Federal Rules of Civil Procedure.

For purposes of this notion, we nust accept as true al
wel | - pl eaded al | egations of FOD s anended counterclaim Hi shon

v. King & Spalding, 467 U S. 69, 73 (1984). "A court may dism ss

a conplaint only if it is clear that no relief could be granted
under any set of facts that could be proved consistent with the
allegations.” 1d.

Plaintiff contends that these counterclainms should be
di sm ssed because they have been abolished by PUTSA. This
statute "displaces conflicting tort, restitutionary and other |aw
of this Commonweal th providing civil renmedies for
m sappropriation of a trade secret.” 12 Pa. Cons. Stat. Ann.

§ 5308(a).

Counts Il and VI1 of FOD s counterclaimassert a cause
of action for m sappropriation of trade secrets under the conmon
| aw of Pennsylvania. Although PUTSA does displace conmon | aw
m sappropriation clainms, the Pennsylvania General Assenbly
provi ded that PUTSA "shall not apply to m sappropriation
occurring prior to the effective date of this act, including a
continuing m sappropriation that began prior to the effective
date of this act and which continues to occur after the effective
date of this act." 2004 Pa. Laws 14 8 4. The Act becane

effective on April 19, 2004, sixty days after it was enacted.
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Id. at 8 5. It appears fromthe conplaint that the

m sappropriati on may have begun before that time. Counts Il and
VI of the amended counterclaim bringing comon |aw clains for
m sappropriation, are specifically limted to those clains
arising before the enactnment of PUTSA. Def.'s Am Countercl. at
19 73 and 126. Thus, we cannot say at this tinme that these

asserted clainms are abolished. See E.E.OC. v. Vanquard G oup

2006 W. 931613 at *5 (E.D. Pa. Apr. 10, 2006).

Counts 111, 1V, V, VIl, I X and X of FOD s anended
counterclains allege conmon | aw breach of the duty of |oyalty,
tortious interference with existing and prospective business
advant age, and unfair conpetition. FOD agrees that these clains
are preenpted "to the extent they are based on mi sappropriation
of trade secrets.” Def.'s Mot. in Opp. at 8 (internal quotations
omtted). FOD, however, nmintains that these clains are not
based on all egations of Wiss's msappropriation. Rather, they
are each prem sed on all egations of wongdoing by Wiss separate
and apart fromthe m sappropriations clains. PUTSA is clear that
it "does not affect ... other civil renmedies that are not based
upon m sappropriation of a trade secret.” 12 Pa. Cons. Stat.

Ann. 8 5308(b)(2). Dismissing these clainms now would require the
court to make a determ nation that Wiss's conduct constitutes

m sappropriation and that the m sappropriated infornmation at

i ssue was a trade secret. That would be inappropriate at this

stage in the litigation. See Cenveo Corp. v. Slater, 2007 W




527720 (E.D. Pa. Feb. 12, 2007) (citing cases). Thus, these
cl aims may proceed.

In sum the notion of Weiss to dismss Counts I, III,
IV, V, VII, VIIl, IX and X of FOD s anended counterclaimw || be

deni ed.



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

DAVID J. WEISS ) C VIL ACTI ON
. )
FI BER OPTI C DESI GNS, | NC. : NO. 06-5258
ORDER

AND NOW this 9th day of Novenber, 2007, for the
reasons stated in the acconpanyi ng Menorandum it is hereby
ORDERED that the notion of plaintiff David J. Weiss to dismss in
part defendant's anended counterclains (Docket No. 20) is DEN ED.

BY THE COURT:

[ s/ Harvey Bartle

C. J.



