IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

GET-A-GRIP, 11, INC, : ClVIL ACTION
Pl aintiff, :

V.

HORNELL BREW NG CO., | NC.
d/ b/a FEROLI TO, VULTAGGE O &

SONS, :
Def endant . : NO. 99-1332
GET-A-GRIPP, 11, |INC, : ClVIL ACTION
Pl aintiff, :

V.

HORNELL BREW NG CO., | NC.
d/ b/a FEROLI TO, VULTAGAE O &
SONS,

Def endant ,

V.

HARVEY BROWN, STEVEN RUBELL,
GAVIN P. LENTZ, STEPHEN J.
SPRI NGER, RONALD PANI TCH,
BOCHETTO & LENTZ, P.C., and
AKI'N, GUWMP, STRAUSS, HAUER &

FELD, LLP, :
Count er cl ai m Def endants. : NO. 00- 3937
VEMORANDUM AND ORDER
J. M KELLY, J. FEBRUARY , 2002

Presently before the Court are the Renewed Motion for
Attorney’s Fees and Expenses in Civil Action Nunmber 99-1332 (" No.
99-1332") and the Motion for Attorney’ s Fees and Expenses in
Cvil Action Nunmber 00-3937 (“No. 00-3937") filed by the

Def endant, Hornell Brewing Co. (“Hornell”), in the above
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captioned matters. |In addition, Hornell has filed a Contingent
Motion for Limted D scovery. The Mtions arise from patent
infringenment clains filed by the Plaintiff, Get-A-Gip, Inc.
(“CGet-A-Gip”).1t

BACKGROUND

At the tine these actions were filed, Get-A-Gip was the
excl usi ve owner of United States Patent No. 5,330,054 (the “‘ 054
Patent”), a patent for a beverage bottle with finger grips.
Hornell’s Motion for Summary Judgnent in No. 99-1332 was granted
by the Court in a Menorandum and Order dated August 15, 2000 and
t he decision was affirnmed on June 8, 2001. Hornell’s Mtion for
Attorney Fees and Expenses was denied for |lack of jurisdiction
whil e the appeal was pending. Hornell’'s Mtion for Summary
Judgnent in No. 00-3937 was granted by the Court in a Menorandum
and Order dated May 3, 2001 and Get-A-Gip’ s subsequent appeal
was dismssed on July 9, 2001. Hornell now seeks its attorney
fees and expenses pursuant to 35 U.S.C. § 285 (1994).°?

DI SCUSS| ON

35 U S.C. 8 285 provides that “[t]he court in exceptional

cases may award reasonable attorney fees to the prevailing

'!Get-A-Gip refers toitself as both “Get-A-Gip” and “Get-
A-Gipp.” In the interest of consistency, the Court shall refer
to the party as “Get-A-Gip.”

2Clainms for attorney' s fees pursuant to Federal Rule of
Cvil Procedure 11 and 28 U.S.C. 8 1927 were w t hdrawn.
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party.” Once the prevailing party is determ ned upon term nation
of the litigation, the decision whether or not to award attorney
fees under 35 U.S.C. § 285 requires consideration of the totality

of the circunstances. See Eltech Sys. Corp. v. PPG Indus., 903

F.2d 805, 811 (Fed. Cr. 1984). Section 285 requires a two step
analysis. First, the Court nust determ ne whether the

petitioning party has shown by clear and convincing evi dence that

the case is exceptional. See Interspiro USA,L Inc. v. Figgie

Int’l Inc., 18 F.3d 927, 933 (Fed. Gir. 1994).3 If a

determnation is nade that the case is exceptional, then the
district court nust decide if an award of attorney fees is
warranted. See id. at 933-34.
A. Consideration of this Case as Excepti onal

Hornell alleges as grounds for a finding that the case is
exceptional: (1) Get-A-Gip's bad faith in bringing and
continuing baseless litigation; (2) Get-A-Gip’'s inadequate
di scl osure during discovery; and (3) fraud in front of the Patent

and Trademark Ofice in obtaining the patent. Upon a sufficient

2“The award of attorney fees to a prevailing party under 35
US C 8§ 285is a mtter unique to patent |aw and thus, Federal
Circuit precedent controls. Pharmacia & Upjohn Co. v. Ml an
Phar maceuticals Inc., 182 F.3d 1356, 1359 (Fed. Cr. 1999); see
also Mars Inc. v. Kabushiki-Kaisha N ppon Conlux, 24 F.3d 1368,
1371 (Fed. Cir. 1994) (when a case involves substantive issues
within the exclusive jurisdiction of the Federal Circuit, the | aw
of the Federal Circuit governs).” Merck & Co. v. Mylan Pharm,
Inc., 79 F. Supp. 2d 552, 555 (E.D. Pa. 2000).
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showi ng, each of the grounds all eged by defendant could support a
finding that the case is exceptional.
1. Bad Faith

“While bad faith and litigation m sconduct certainly can

supply the basis for an award, that is not to say that *al

successful defendants are entitled to attorney fees.’” Ranbus

Inc. v. Infineon Tech. AG 155 F. Supp. 2d 668, 674 (E. D. Va.

2001) (citing Mathis v. Spears, 857 F.2d 749, 753-54 (Fed. Cr.

1988)). Attorney fees “should not be awarded as a natter of
course, nor as a penalty against the | oser who foll owed

conventional procedure.” Jacquad Knitting Mach. Co. v. Ordnance

Gauge Co., 213 F.2d 503, 508-9 (3d Gr. 1954). Attorney fees

shoul d be awarded “upon a finding of unfairness or bad faith in

the conduct of the losing party . . . which nakes it grossly
unjust that the winner . . . be left to bear the burden of his
own counsel fees which prevailing l[itigants normally bear.” R M

Pal ner Co. v. lLuden’s, Inc., 236 F.2d 496, 501-2 (3d G r. 1956).

Hornell argues that Get-A-Gip failed to conduct a proper
i nfringenment analysis prior to the initiation of this action and
therefore, filed a frivolous conplaint. This accusation is
supported by the Declarations of Alexis Barron that concl ude that
“it would be virtually inpossible to conduct a good faith
anal ysis of the validity of the ‘054 patent or of the possible

i nfringement of the accused container w thout generating

-4



substantial witten docunentation.” (Barron Decl. § 9.)
Further, Get-A-Gip produced no docunentation that evidences any
anal ysis or investigation of the validity or infringenent prior
to the cormmencenent of the action, and Hornell’s exam nation of
files submtted by Get-a-Gip’s litigation counsel, Bochetto &
Lentz, found no evidence of any pre-filling investigation into
the validity of the claim On the other hand, Get-A-Gip

subm ted the Supplenental Affidavit of Ronald L. Panitch, Esg.,
the Suppl enental Affidavit of Gavin P. Lentz, Esqg. and the
Affidavit of Al bert T. Keyack, Esq., all attesting to their
conducting a pre-filling infringenent review.

Despite the opinion of Alexis Barron that an infringenent
anal ysi s nust generate docunents, conpelling reasons exist for
Cet-A-Gip to have not created docunents prior to the initiation
of these cases. A paperless infringenent analysis is a viable
tactic to avoid the subsequent litigation of each and every point
and conclusion contained in the analysis. Further, a paperless
i nfringenment anal ysis by counsel avoids the issue of claimng and
litigating work product privilege. It is not for this Court to
mandate trial strategy for the parties. Plaintiff has submtted
affidavits fromcounsel attesting to several independent
i nfri ngement anal yses. A patent suit is frivolous if the
plaintiff “conducted no investigation of the factual and | egal

merits.” S. Bravo Sys., Inc. v. Contai nnent Tech. Corp., 96 F.3d




1372, 1375 (Fed. Cr. 1996) (finding a frivolous suit where there
is no evidence that [plaintiff] or his attorneys “conpared the
accused devices with the patent clains” prior to filing the
conplaint). “Even if plaintiffs’ pre-suit investigation was

unr easonabl e, an unreasonabl e i nvestigati on al one does not
denonstrate that the ensuing litigation was vexati ous,

unjustified, or brought in bad faith.” Hoffmann-La Roche, Inc.

v. Invaned, Inc., 213 F.3d 1359, 1362 (Fed. C r. 2000)(quoting

Hof f man-La Roche, Inc. v. Genpharm Inc., 50 F. Supp. 2d 367, 373

(D.N.J. 1999)). Hornell bears the burden to show by cl ear and
convincing evidence its allegations of bad faith. Hornell has
not done so on this point. Therefore, Hornell has failed to
establish this case as exceptional.

Hornell clains that plaintiff was obligated to term nate the
action upon warning fromHornell that invalidating prior art

exi sted and cites Hughes v. Novi American, Inc., 724 F.2d 122

(Fed. Cir. 1984) as support for this proposition. Defendant

m sappl i es Hughes. |In Hughes, the plaintiff was warned of prior
invalidating art by way of resolution of a separate litigation.
Therefore the Hughes plaintiff could not rely on the statutory
presunption of validity. See id. at 125. Though Hornell may
have warned plaintiff of the Quinn prior invalidating art, no
judicial determ nation had been made prior to this action.

Def endant has not shown by clear and convi nci ng evi dence t hat
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plaintiff knew or should have known of the invalidity of the
patent at issue. Therefore, Hornell has failed to establish this
case as exceptional

2. I nproper Behavior During D scovery

Hornell argues that Get-A-Gip's failure to conply with
di scovery requests and an order of this court granting
defendant’s Motion to Conpel Production nake this case
exceptional. Hornell requests a finding of an exceptional case
based on the sane di scovery abuses that were previously
sanctioned under Federal Rule of G vil Procedure 37, thus arguing
that this single series of conduct by the Plaintiff should serve
as a basis for double sanctions. This would only be appropriate
if but for the discovery m sconduct, previously sanctioned under
Rule 37, the litigation would have pronptly term nated, avoiding
the defendant’s need to continue expendi ng resources in defending
t he action.

The proper renmedy for inproper conduct in the course of

di scovery |lies under Rule 37 and not under 8§ 285. Arbrook, Inc.

V. Anerican Hosp. Supply Corp., 645 F.2d 273, 279 (5th Gr.

1981); See also Western Marien Elec., Inc. v. Furuno Elec. Co.,

764 F.2d 840, 847 (Fed. Cir. 1985) (affirm ng where appell ant
claimed district court’s denial of attorney fees were based on
t he erroneous belief that 8 285 sanctions were nmutual |y excl usive

from Rul e 37 sanctions for discovery abuse). Hornell argues that
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t he di scovery abuses, sanctioned by Magi strate Judge Rueter on
August 8, 2000 under Rule 37, are clear and convincing evi dence
that this is an exceptional case warranting the award of attorney
fees. The abuses, however, were not of the character of
l[itigation term nating discovery. Hornell bears the burden here
and on this point has failed to show by clear and convi nci ng
evidence that this is an exceptional case.

3. Fraud in Front of the Patent and Trademark O fice

Intentional m srepresentations or fraud before the Patent
and Trademark O fice (“P.T.O.”) in order to secure the patent can

support a finding that the case is exceptional. Hycor Corp. v.

Schlueter Co., 740 F.2d 1529, 1538-39 (Fed. G r. 1984). Hornel
alleges that Get-A-Gip msrepresented to the P.T.O the Quinn
patent, subsequently determned in this action to be prior
invalidating art, was not for beverages but directed at bottles
“hol ding hair tonic, perfune and the |ike” and therefore m sl ed
the P.T.O into believing that the Quinn patent was not prior
invalidating art. (Def.’s Renewed Mdt. for Att’'y Fees and
Expenses, at 13.) Cet-A-Gip clainms that the distinctions
presented to the P.T.O were between the Quinn patent which was
targeted at nmulti-use drink mx and hair tonic bottles such as
are used repeatedly by bartenders and barbers and are visible to
the consunmer. GCet-A-Gip’ s patent was for beverages directly

consuned by consuners and the patent being applied for which was
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targeted at single use beverage bottles that are consuned
directly by the consuner. See (Pl.’s Resp. to Def.’s Renewed
Mot. for Att’y Fees and Expenses, at 9.) There is roomfor
honest di sagreenent as to what prior art is pertinent.

Docunent ation submtted by Defendant quotes the Quinn patent in
stating that the bottles of the Quinn patent are to be “used by
bartenders in m xing or dispensing drinks, and such as are used
by barbers in applying hair tonics,” and nore closely supports
Plaintiff’s version of events than Defendant’s allegation of
fraud. (Decl. of Joseph F. Posillico in Supp. of Def.’s Mt. for
Summ J., at 4.)

For fraud on the P.T.O to nake the case exceptional for the
purposes of 8 285, it need not rise to the |level of common-I|aw
fraud, but nust be shown by clear and convinci ng evi dence that
the applicant failed to disclose material facts to the P.T.QO in

order to obtain the patent. See Glbreth Int’l Corp. v. Lionel

Leisure Inc., 587 F. Supp. 605, 608 (E.D. Pa. 1984). Plaintiff
here submts a plausi ble version of events. Hornell has fail ed
to show, by clear and convincing evidence, that Get-A-Gip fail ed
to disclose material facts to the P.T.O in order to obtain the
patent. Again here, Hornell has failed to establish that this is

an exceptional case.



4. Contingent Discovery

Hornell requests that the Court allow it additional
di scovery in order to develop its 8§ 285 case against Get-A-Gip.
In general, a request for additional discovery requires nore than
a showi ng of what the party hopes it m ght gain. Rather, the
party seeking discovery nmust show with particularity what it
expects to find in additional discovery. See Fed. R Cv. P
56(f). Here, it appears that Hornell hopes that further
di scovery will sonehow unearth the snoking gun. Hornell’s
request is particularly unavailing as it has pursued a
Count ercl ai m agai nst CGet-A-Gip for abuse of process and a third
party Conpl aint against Get-A-Gip' s attorneys. |If at this late
stage of the litigation Hornell has been unable to discover the
evi dence needed to deemthis an exceptional case, it seens
unlikely they will ever do so. Thus, the Mdtion for Additional
Di scovery will be deni ed.

CONCLUSI ON

Wil e Hornell has alleged multiple grounds upon which a
proper showi ng could establish this as an exceptional case, it
has failed to show by clear and convincing evidence that this
case is exceptional. Hornell has already been made whole for its
| osses due to Get-A-Gip’'s msconduct during discovery.

Therefore, an award of attorney fees under 8§ 285 is not

appropriate in this case. Hornell’s Renewed Mtion for Attorney
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Fees and Expenses is denied, as is Hornell’s Mtion for

Addi ti onal Discovery.

-11-



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

GET-A-GRIP, 11, INC, : ClVIL ACTION
Pl aintiff, :

V.

HORNELL BREW NG CO., | NC.
d/ b/a FEROLI TO, VULTAGGE O &

SONS, :
Def endant . : NO. 99-1332
GET-A-GRIPP, 11, |INC, : ClVIL ACTION
Pl aintiff, :
V.

HORNELL BREW NG CO., | NC.
d/ b/a FEROLI TO, VULTAGAE O &
SONS,

Def endant ,

V.

HARVEY BROWN, STEVEN RUBELL,
GAVIN P. LENTZ, STEPHEN J.
SPRI NGER, RONALD PANI TCH,
BOCHETTO & LENTZ, P.C., and
AKI'N, GUWMP, STRAUSS, HAUER &

FELD, LLP, :
Count ercl ai m Def endants. : NO. 00-3937
ORDER
AND NOW this day of February, 2002, upon consideration

of : the Renewed Motion for Attorney’s Fees and Expenses in G vil
Action Nunmber 99-1332 (“No. 99-1332")(Doc No. 71) of Defendant,
Hornell Brewi ng Co., the Response of Plaintiff, Get-A-Gip, Inc.,
and the Suppl ement of Hornell Brewing Co.; (2) the Mdtion for
Attorney’s Fees and Expenses in Civil Action Nunmber 00-3937 (" No.

00-3937") (Doc. No. 35) of Defendant, Hornell Brew ng Co., the



Response of Plaintiff, Get-A-Gip, Inc., and the Reply thereto of
Def endant, Hornell Brewing Co.; and (3) the Contingent Mdtion for
Limted D scovery in 99-1332 (Doc. No. 74), Response of
Plaintiff, Get-A-Gip, Inc., and the Reply thereto of Defendant,

Hornell Brewing Co., it is ORDERED that the Mdtions are DEN ED.

BY THE COURT:

JAMES MG RR KELLY, J.



