IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

GRACO CHI LDREN' S PRODUCTS, | NC.,

Pl aintiff, :
V. : CIVIL ACTION NO 97-6885

REGALO | NTERNATI ONAL LLC,

Def endant .

VEMORANDUM

ROBERT F. KELLY, J. AUGUST 8, 2000
Before this Court are Cross-Mtions for Partial Summary
Judgnent filed by the parties in the above-captioned natter,
pursuant to Rule 56 of the Federal Rules of G vil Procedure.
Def endant Regal o International LLC (“Regal 0”) seeks an order that
f ol dabl e pl ayyards manufactured and sold by Regal o and desi gnat ed
nmodel Series 1400, 1500 and 1600 do not infringe U S. Patent No.
4,811,437 (“the ‘437 patent”), either literally or under the
doctrine of equivalents.! Plaintiff Gaco Children's Products,
Inc. (“Graco”), on the other hand, seeks an order that the
accused Regalo “early” and “current” nodel Series 1400, 1500 and

1600 pl ayyards infringe the ‘437 patent.2? For the follow ng

1 Regal o contends that the accused device is lacking in
the followng features recited in Claim1 of the *437 patent: (1)
a unitary central hub nmenber, and (2) hub I egs collapsible by
pivoting froma coplanar spread configuration to a non-copl anar
configuration.

2 On May 19, 2000, Regalo filed Defendant’s Response
Brief in Opposition to Plaintiff’s Cross-Mtion for Partial
Summary Judgnent of Infringenment in which Regal o does not contest



reasons, Defendant’s Mtion for Partial Summary Judgnment will be
denied, and Plaintiff’s Cross-Mtion for Summary Judgnment will be
granted with respect to the Regalo “early” nodel playyards and
the “current” nodel playyards.:?

l. STANDARD OF REVI EW

“Summary judgnent is appropriate when, after
considering the evidence in the |light nost favorable to the
nonnovi ng party, no genuine issue of material fact remains in
di spute and "the noving party is entitled to judgnent as a matter

of law.’” H nes v. Consolidated Rail Corp., 926 F.2d 262, 267

(3d Cir. 1991) (citations omtted). “The inquiry is whether the
evi dence presents a sufficient disagreenent to require subm ssion
to the jury or whether it is so one sided that one party nust, as

a matter of law, prevail over the other.” Anderson v. Liberty

Lobby, Inc., 477 U S. 242, 249 (1986). The noving party carries

the initial burden of denonstrating the absence of any genui ne

i ssues of material fact.* Big Apple BMN Inc. v. BMNof North

Plaintiff’s Mdtion for Partial Sunmary Judgnent that Defendant’s
“early” series 1400 and 1500 playyards literally infringe Claim1l
of the 437 patent. However, Regal o does oppose Plaintiff’s
summary judgnment notion with respect to Regalo’ s “current” nodel
Series 1400, 1500 and 1600 pl ayyards.

3 Oral Argunment on the parties’ cross-notions for parti al
sumary j udgnent was held on July 28, 2000.

4 “Afact is material if it could affect the outcone of
the suit after applying the substantive law. Further, a dispute
over a material fact nust be ‘genuine,’” i.e., the evidence nust
be such ‘that a reasonable jury could return a verdict in favor
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Anerica, Inc., 974 F.2d 1358, 1362 (3d Cir. 1992), cert. denied,
507 U.S. 912 (1993). Once the noving party has produced evi dence
i n support of summary judgnent, the nonnovant nust go beyond the
allegations set forth in its pleadings and counter with evidence
t hat denonstrates there is a genuine issue of fact for trial.

Id. at 1362-63. Summary judgnent nust be granted “agai nst a
party who fails to nake a showi ng sufficient to establish the

exi stence of an elenent essential to that party s case, and on
which that party will bear the burden of proof at trial.”

Celotex Corp. v. Catrett, 477 U. S. 317, 322 (1986). “When there

are cross-notions, each notion nust be considered separately, and
each side nust still establish a |ack of genuine issues of
material fact and that it is entitled to judgnent as a nmatter of

law.” Nolen v. Paul Revere Life Ins. Co., 32 F. Supp.2d 211, 213

(E.D. Pa. 1998).

1. DI SCUSSI ON

A. Cl ai m Construction

The first step of an infringenent analysis is for the
Court to construe the patent’s clains as a matter of lawto

determ ne their scope and neaning. Mrknman v. Westvi ew

Instrunents, Inc., 517 U.S. 370, 390 (1996). In construing the

claim a court first looks to intrinsic evidence, i.e., the

of the non-noving party.’” Conpton v. Nat’'l League of
Pr of essi onal Baseball d ubs, 995 F. Supp. 554, 561 n.14 (E. D
Pa.) (citations omtted), aff’'d, 172 F.3d 40 (3d GCr. 1998).
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patent itself, which includes the clains, the specification, and
the prosecution history before the Patent and Trademark O fice.

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed.

Cr. 1996). |If the inventor intended for any terns to be defined
in a special or uncomon manner, such intent nust be clearly
indicated in the patent specification. [|d. 1In the absence of

any special definition, the terns of the claimshould be given

their ordinary and accustoned neaning. 1d.; see also
Intellicall, Inc. v. Phononetrics, Inc., 952 F.2d 1384, 1387
(Fed. Cir. 1992). In situations where an analysis of the
intrinsic evidence alone will not resolve any anbiguity in a

disputed claimterm extrinsic evidence nay be considered on the
i ssue of how soneone skilled in the art would understand the

clai ns; however, such extrinsic evidence may not contradict the
mani f est nmeaning of the clains as set forth, even by inplication,

in the specification and prosecution history. Rohm & Haas Co. V.

Lonza, Inc., 997 F. Supp. 635, 638 (E.D. Pa. 1998).

The second step is for the fact finder to conpare the
claim as construed by the Court, to the accused device to
determ ne whether a finding of infringenent is warranted in that
the device enbodies every |imtation of the claim either

literally or by an equivalent. Carroll Touch, Inc. v. Electro

Mechanical Sys., Inc., 15 F. 3d 1573, 1576 (Fed. Cir. 1993).

However, “to the extent that the dispute here "turns solely on



the | egal question of the proper construction of the clains,’ it

is anenable to summary judgnment.” Quigley Corp. v. Qntech, NO

cVv. A 99-5577, 2000 W. 264130, *1 (E.D. Pa. March 9, 2000).
Literal infringenment requires that the accused device

contain each [imtation of a claimexactly; any deviation from

the claimprecludes a finding of literal infringenent. Litton

Systens, Inc. v. Honeywell, Inc., 140 F.3d 1449, 1454 (Fed. Cr.

1998). Summary judgnent of infringenent is proper when no
reasonable jury could find that the properly construed clains at
issue are infringed literally by the accused device. Gntry

Gallery, Inc. v. Berkline Corp., 134 F.3d 1473, 1476 (Fed. Crr.

1998).

“A device that does not literally infringe a clai mmy
nonet hel ess infringe under the doctrine of equivalents if every
element in the claimis literally or equivalently present in the

accused device.” Sage Prods., Inc. v. Devon Indus., Inc., 126

F.3d 1420, 1423 (Fed. Gr. 1997). “Aclaimelenent is

equi valently present in an accused device if only "insubstantial
differences’ distinguish the mssing claimelenent fromthe
correspondi ng aspects of the accused device.” |d. Summary

j udgnent of non-infringenent under the doctrine of equivalents is
proper only if no reasonable jury could determne that a claim
l[imtation is net in the accused device by an equival ent.

VWar ner-Jenkinson Co. v. Hilton-Davis Chem cal Co., 520 U S. 17,




39 n. 8 (1997).
Here, the parties’ dispute centers on Claim1l of the
‘437 patent. The relevant portion of Caiml is as follows:

1. Fol dabl e pl ayyard, conpri sing

a unitary central hub nmenber

a |lower frane assenbly conprising corner
| eg connecting nmenbers and hub | egs each
pi votally coupled at one end portion
t hereof to said hub nenber and pivotally
coupl ed at an opposite end portion
t hereof to one of said | ower frame
assenbly corner | eg connecting nenbers
such that said hub | egs are collapsible
by pivoting said hub legs froma
substantially copl anar spread
configuration wherein said hub | egs
diverge radially outwardly from said hub
menber to a conpact non-copl anar
configuration where said hub |legs are
substantially parallel,

(Def.’s Sunm J. Mot., Ex. 2, ‘437 patent, col. 12, lines 1-13.)
Regal o draws this Court’s attention to the above

clauses of aim1l, particularly with respect to “unitary central

hub nmenber” and “hub legs . . . collapsible by pivoting said hub
|l egs froma substantially coplanar spread configuration . . . to
a conpact non-copl anar configuration.” In doing so, Regalo

contends that the ‘437 patent requires a unitary central hub
menber that may be conposed of several pieces but acts as one

pi ece, or a unit, and does not fold. Regalo adds that Caim1l
requires that noving the unitary central hub causes the hub | egs
to pivot about their pivot connection at the hub froma position

coplanar with the unitary central hub to a position substantially



perpendi cular to the unitary central hub and substantially
parallel to each other. (Def.’s Brief in Supp. of Partial Summ

J. at 3-4.) Wiile Regalo argues that in Gaco Children’s

Products v. Century Products Co., No. ClV. A 93-6710, 1996 W

421966 (E.D. Pa. July 23, 1996) (“Gaco 1”), Judge Bechtle agreed
wth this, Regalo admts that Judge Bechtl e stopped short of
expandi ng the scope of Claim1l to include the requirenent that
the hub nust define one plane with respect to the “copl anar”
versus “non-copl anar” distinction in the second paragraph of
Claim1.® Thus, Regalo now invites this Court to build on Judge
Bechtle’'s definition and find that the hub nust define one pl ane
to neet the requirenents of a “unitary central hub.” (Regalo’s
Brief In Supp. O Partial Summ J. at 8.)

Graco agrees with the portion of Regal o's proposed
construction that Claim1 requires a central hub that acts as a

unit, and hub legs pivotally connected to the hub and corner |eg

> In Gaco |, Judge Bechtle defined the term“unitary
central hub nenber” as foll ows:

A single device conprising at |east two parts
pi vot ably coupled to and centrally | ocated
anmong the lower frame assenbly, that enables
corner |legs, hub legs and side rails to

coll apse into a substantially parallel

conmpact configuration without the need to

di sassenbl e fabric or other conmponents of the
structure or to release a latch or | ock on
the corner legs to permt the corner legs to
col | apse.

1996 W. 421966 at *6-7.



connecting nenbers. However, G aco disputes Regal 0’s request to
build on Judge Bechtle's definition fromGaco |I and find that
the hub nust define one plane. Gaco argues that this is not a
claimed requirenent and that Regal o inproperly relies on
extrinsic evidence in an effort to buttress its proposed cl aim
construction and, thus, has failed to neet its burden to overcone
the heavy presunption in favor of the ordinary neaning of the
claimlanguage.® (Pl.’s Qpp’'n Brief at 10-11.) In doing so,
Graco explains that a review of the prosecution history of the
‘437 patent reveals no specific argunents or definitions with
respect to the term“unitary.” As a result, Gaco contends that
this term as used in connection with the claimelenent “unitary
central hub nenber,” should be given its ordinary neani ng and,
t hus, be construed to include one or nmultiple conponents which
are connected together to operate as a unit. |d. at 6.

In defining the scope of the claimat issue, the task
begins, and in this case ends, wth the | anguage of the claim
Here, the parties disagree as to whether the descriptive terns

“copl anar” and “noncopl anar,” when used in the second paragraph

of Caiml, refer to the position of the playyard legs with

6 Graco characterizes Regalo’'s citation to Judge
Bechtle's prior ruling with respect to the construction of
“unitary central hub nenber” as extrinsic, rem nding this Court
of its earlier decision that the prior claimconstruction from
Graco | should not be given preclusive effect in this case.

G aco Children’s Products v. Regalo International, 77 F. Supp.2d
660, 665 (E.D. Pa. 1999).




respect to the legs thenselves or with respect to the “unitary
central hub nenber.” The parties also disagree as to whether
“unitary central hub nenber” can enconpass the hinged hub used in
Regal o’ s current nodel playyards. The positions of the parties
regardi ng these elenents is set forth in nore detail bel ow

B. Literal |Infringenent

1. Unitary Central Hub Menber

Regal o contends that its current nodel playyards do not
infringe Claim1l because the requirenent of a “unitary central
hub menber” found in Caiml of the ‘437 patent cannot enconpass
the two separate hinged nenbers of the central hub in the Regal o
pl ayyards.” Regalo subnmts that interpreting “unitary centra
hub nmenber” to include a hinged structure functionally reads the

word “unitary” out of the claim and nmakes the structure

! Regal o argues that the Graco design is inconsistent
with the “bifold hub” structure of U S. Patent No. 4,688, 280
(“Kohus ‘280" or “‘280 patent"), which Regalo |likens its device
to. Regalo notes that the ‘280 patent shows the limted notion
of the legs within the plane of a hub to and away from each ot her
that is identical to the notion of the pairs of legs in the
Regal o Series 1400, 1500 and 1600 pl ayyards, and is conpletely
inconsistent with | egs noving out of a plane. (Def.’s Mem at 5
n.3.) In response, Gaco correctly argues that the description
in the 280 patent of a “bi-fold” hub does not provide any
gui dance in construing the ‘437 patent claimterns. |In addition,
Graco points out that Caiml1 is not directed to a hub, but to an
entire conbi nation, and that the ‘437 patent was issued to
protect the conbination of elenents recited in the clains as
defining over the prior art, including the 280 patent. Thus,
Graco contends that even if sone el enents of the clained
conmbi nati on were known in the prior art and were not patentable
i ndi vidually, that does not shield an infringer using such known
el enents in the clainmed conbinati on which is patentable.
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equi valent to just a central hub nmenber. (Tr., dated 7/28/00, at
15- 16.)

Graco replies that a conparison of the opened/spread
and cl osed/fol ded positions of the playyards to the clains
reveal s that the Regal o “hinged hub” operates as a unit, i.e.,
al ways remains joined together as a unitary hub in noving from
the opened to the closed position. Gaco asserts that such a
configuration is entirely consistent wwth Graco’s interpretation
of a unitary central hub, i.e., that is a centrally | ocated
menber that operates as a unit to performthe claimed function.?
The cl ai ned hub nenber, whether or not it has multiple
conponents, allows the pivotably coupled hub | egs to be drawn
upwardly and inwardly to a substantially parallel configuration.

In resolving this issue, this Court nust first look to
the | anguage of the 437 patent. 1In addition to the |anguage
found in aiml, the term“unitary” is used by the patentee in
colum 3, lines 21-24 of the *437 patent, which read as foll ows:

The fol dable playyard 10 includes a flexible

encl osure 54 conprising side panel portions

56, 58, 60, 62 and a floor portion 66. These

portions of the enclosure are stitched

together to forma unitary flexible
structure.

8 G aco contends that what this claimcalls for is a
conmbi nati on of elenents, and what unitary calls for is that the
hub nenber be a central hub nenber that functions together, and
that a bi-fold hub qualifies as a species of the unitary central
hub because it does performthe function of one hub nenber.
(Tr., dated 7/28/00, at 29-30.)
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At oral argunment on the instant notions, counsel for Gaco cited
t he above portion of the ‘437 patent to argue that “the patentee
is using unitary to show that a nunber of pieces can be put
together in an assenbl age, so that they act as one.” (Tr., dated
7/ 28/ 00, at 23-24.) W adopt this commobn-sense interpretation,
especially in light of the parties agreenent that the unitary
central hub can have nultiple parts that act as one piece. (ld.
at 15, 24.) Thus, this Court finds that the term“unitary
central hub nenber” as expressed in the ‘437 patent does
enconpass the hinged hub used in Regal 0’s current nodel

pl ayyar ds.

2. Hub Legs Col | apsi bl e by Pivoting from Copl anar
Spread Configuration to Non-coplanar Configuration

Regal o al so contends that the | egs of the accused
devi ce do not pivot about their pivot connection into and out of
the pl ane defined by each hinged nmenber of the central hub to a
conpact non-copl anar configuration, but, rather, the leg pairs
remain in the sane plane as the hinged nenbers.

Graco responds that Regalo’s hub legs in the
spread/ open configuration diverge radially fromthe hub nenber
and are coplanar with each other. The legs in the conpact or
fol ded position are substantially parallel and non-copl anar.
Thus, according to Graco, the reference in the claimto a
“conpact non-copl anar configuration” only refers to the change in

rel ati onship between and anong the | egs when they arrive at the

11



folded position. (Gaco’'s Reply at 7.)

Regal o counters that Plaintiff ignores the fact that
Claim1 requires each hub leg to be “pivotably coupled at one end
portion” to the “hub nmenber” and at the sanme tinme requires that
all of the hub legs to “diverge radially outwardly” fromthe *“hub
menber” while the legs are in a “substantially co-planar spread
configuration.” According to Regalo, “[i]f the |legs diverge
“radially outwardly’ fromthe hub menber AND at the sanme tine are
“co-planar,’ the hub nmust have a plane in common with the | egs.
O herwi se, the adjective ‘radially’ has no context or neaning.”
(Def.’s Reply in Supp. of Mot. for Partial Summ J. at 4.) That
bei ng said, Regalo takes this one step further and argues, under
its claiminterpretation, that since “coplanar” refers to the
| egs having a commopn plane with the central hub in the spread
configuration, than “non-coplanar” nust refer to the | egs not
sharing a common plane with the central hub in the fol ded
position. Based on the above, Regal o submts that because the
hi nged nenbers of its central hub fold into the sane plane as the
| egs, or becone “coplanar” with the | egs, when the playyard
col | apses, there can be no infringenent based on the limtation
in the 437 patent that the hub |l egs be in a “non-copl anar”
position when they are coll apsed (assum ng “non-copl anar” refers
to the position of the legs with respect to the “unitary central

hub nmenber” of the ‘437 patent).

12



Despite Regal 0’s argunents, a review of the claim
| anguage at i1issue shows that there is no requirenent that the
central hub be substantially coplanar with the legs in the spread
configuration; rather, only the hub | egs need be substantially
co-planar in the spread configuration. As Graco points out,
“IWjhile it may be reasonable that the plane defined by the I egs
in the spread configuration is within the plane defined by the
hub nmenber, there is no requirenent that any part of the hub
menber be within the sane plane as the legs.” (Gaco’'s Surreply
Brief at 3) (citing ‘437 patent, Fig. 4, hub nenber (166) and hub
| egs (206) and (212), and Fig. 10, which shows a cross-section
t hrough hub leg (208) and the hub nenber in the open or spread
configuration of the hub |egs).

Thus, Regal o’s concern that the term*“radially” has no
meani ng unl ess the “coplanar” and “noncopl anar” | anguage of C ai m
lisinterpreted to include the legs with respect to the hub is
unfounded. An exam nation of the | anguage of Claim 1l nakes clear
that “radially” nmerely refers to how the | egs diverge fromthe
hub in the coplanar spread configuration. Mreover, the final
part of the of the claimlanguage at issue specifically refers
only to the hub | egs, which, upon collapsing, form“a conpact
non- copl anar configuration where said hub | egs are substantially
parallel” with no reference to the central hub. Based on the

above, this Court concludes that the terns “copl anar” and

13



“noncopl anar” refer to whether or not all of the hub legs lie in
the sanme plane.® In other words, all of the hub legs lie within
the sanme plane, or are coplanar, when the |lower frame assenbly is
in the spread configuration, and all of the hub legs do not lie
within the sanme plane, or are non-coplanar, when in the coll apsed

position. 10

C. Doctri ne of Equival ents

o During oral argunent, Regal o’s counsel stated that
Claim1l |lacks the prepositional phrase that explains what the hub
| egs are “copl anar” and “non-coplanar” to. (Tr., dated 7/28/00,
at 39-40.) However, an exam nation of the entire paragraph at
i ssue reveals that, despite referencing the central hub when
describing the position of the legs in the spread configuration,
the patentee consistently used “coplanar” and “non-copl anar” when
referring to just the hub | egs, and the choice not to
specifically reference the central hub when describing the |egs
in the collapsed position indicates to this Court that the terns
“copl anar” and “non-copl anar” refer to whether or not all of the
legs lie in the sane plane. Therefore, this Court concludes that
Regal o’s attenpt to read into the claimlanguage the requirenent
that the “coplanar” and “non-copl anar” | anguage references the
position of the legs with respect to the hub is unsupported by
the patent itself.

10 Counsel for Graco convincingly nmakes the point that
because Regal o has admitted infringenent with respect to its
early nodel playyards, which contain a unitary central hub nenber
that is structurally the sane as in the Graco playyard, it is
difficult to understand how its current nodels do not fit the
cl aim| anguage and, thus, do not infringe on the ‘437 patent.
(Tr., dated 7/28/00, at 20-22, 27-28.) Indeed, although this
Court is mndful of Regalo s stated position with regard to how
the bi-fold hub in its current nodel playyards nakes the
structure of the lower frame of Regal o’s playyard distingui shable
fromthat of the Graco playyard, such a distinction becones
insignificant when enploying this Court’s interpretation of the
“copl anar” and non-copl anar” | anguage of Caim1l of the ‘437
patent as referring to whether or not all of the hub legs lie in
t he sane pl ane.

14



I n applying the doctrine of equival ents, Regal o argues
that its current playyard does not function in the sanme way as
the device clained in the Graco patent.! NMbre specifically,
Regal o states that its current playyard, in having a pair of
hi nged nenbers connected by a central latch that nust be rel eased
in order to collapse the playyard, is akin to the prior art
devi ce described in the Kohus ‘280 patent. By having a hub in
one “copl anar” plane, Regal o contends that the playyard of the
patent in suit elimnates not only the corner |leg |atches of the
Kohus ‘280 device, but also the |latch between the central hinged
menbers, by claimng a “unitary” central hub instead of the

“bifold” hub that Kohus ‘280 was stated to have by G aco.!® See

1 In its nmenoranda and at oral argunment, Regal o argues to
no avail that the declaration of Mark Flannery, in which M.
Fl annery descri bes Regal 0’s playyard as substantially different
fromthe limtations expressed in the 437 patent, is sufficient
to raise a genuine issue of material fact with respect to Graco’s
argunent of doctrine of equivalents infringenent. (Def.’s Resp.
Brief in OQop’nto Pl.’s Cross-Mt. for Summ J., Ex. C Tr.,
dated 7/28/00, at 17-18.) Indeed, M. Flannery' s declaration is
underm ned by his own deposition testinony in which he not only
admts that he may not be qualified to give such testinony, but
had troubl e explaining what his affidavits nmeant. (Pl.’s Brief
in Qp’'nto Def.’s Summ J. Mdt. and in Supp. of Pl.’s Cross-Mit.
for Summ J. at 14-15 (citing Flannery Dep., dated 3/28/00, at
55-62, 69-70); Tr, dated 7/28/00, at 32, 38-39.)

12 Regal 0o subnmits that Graco, in its Information
Di scl osure Statenment, cited the ‘280 patent and adopted the
| anguage of the patent to describe the “bifold hub” of the device
in the ‘280 patent, without defining the term According to
Regal o, that usage anobunts to an admi ssion by Plaintiff that the
term “bifold hub” had an accepted neaning in the art. Regalo
explains that if another termfor the hub, such as “unitary,”
woul d have been nore appropriate or nmeaningful to a person of

15



Regalo’s Brief in Supp. of Partial Sunm J. at 14 (citing K-2

Corp. v. Salonon S. A, 191 F. 3d 1356, 1367 (Fed. Cir. 1999)

(doctrine of equivalents cannot be used to reconfigure the clains

or vitiate claimelenents), and Ethi con Endosurgery, Inc. V.

United States Surgical Corp., 149 F.3d 1309, 1318-19 (Fed. Cr.

1998) (patentee cannot expand the scope of clains by relocating
positions of clained elenents)).

Regal o sunmari zes how its design enbodies the prior art
“bi fold hub” design of Kohus ‘280 as follows: (1) the pair of
hi nged nenbers of the Regal o playyard is not equivalent to the
pi vot pins that couple the hub legs to the hub in the ‘437 patent
because the hub of the ‘437 patent defines a plane and the
pi voting notion of the legs is required to be into and out of the
pl ane; (2) the pivot connection between the hinged nenbers and
the legs in the Regal o device is not equivalent to the pivot
connection between the hub and the hub legs in the ‘437 patent
because the pairs of legs in the Regal o device pivot within a
comon plane while the hub legs in the 437 patent pivot out of a
common plane. Regal o adds that construing the claimso that it
enconpasses a pair of hinged nenbers would vitiate critical
el ements of the claim

In response, Graco first contends that no reasonabl e

jury could determne that the claimlimtations are not nmet by

ordinary skill, Gaco could have used it.
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Regal 0’ s current nodels, especially in light of the admtted
infringenment by Regalo’s early nodels. Next, Gaco argues that
Regal o does not offer any evidence of prosecution history
estoppel that would limt the recited “unitary central hub
menber” in Claim1 fromcovering the Regalo central hub.® G aco
points out that no anmendnents were made to the |anguage in Caim
1 referring to the “unitary central hub nmenber” during the
prosecution of the 437 patent and there is no show ng that
construing this elenent to cover the hinged hub nenber of the
Regal o playyard would entirely vitiate the nmeaning of the

element.* In taking this position, G aco again points out that

13 “Prosecution history estoppel arises when a concessi on
is made or a position is taken to establish patentability in view
of prior art on which the exam ner has relied, which is a
substantive position on the technology for which a patent is
sought.” (Graco’s Opp’'n Brief at 16) (citing Pall Corp. v.

M cron Separations Inc., 66 F.3d 1211, 1219 (Fed. Cr. 1995),
cert. denied, 520 U. S. 1115 (1997)).

14 Gaco also reaffirns its contention that there is no
requi renment anywhere in the ‘437 patent or its prosecution
history that the hub nenber be in or define a plane. And with
respect to Regal o’s continuing assertion that the unitary central
hub menmber in Caim1l cannot enconpass the simlar structure of
the ‘280 patent, which includes a bi-fold hub nenber, wthout
enconpassing prior art, Gaco argues that (1) the '280 patent was
consi dered by the exam ner during the prosecution of the ‘437
patent and the conbinations clained in the *437 patent were found
to be patentable over this reference, and (2) the | aw does not
precl ude a patented conbi nation fromincludi ng known el enents,
since it is the invention as a whol e that nust be patentable over
the prior art. (Graco’s Qop’'n Brief at 17) (citing Conroy V.
Reebok International Ltd., 14 F.3d 1570, 1577 (Fed Cir. 1994)
(proper test for determning the claimscope under the doctrine
of equivalents is directed to the invention as a whole)).
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the term“unitary” is used consistently in the specification of
the ‘437 patent to refer to an elenent fornmed fromone or nore
conponents, which is also consistent with the ordi nary neani ng of
the term Based on the above, Graco submits that this is not a
case where no reasonable fact finder could find equival ence, and,
thus, looking at the facts in a |ight nost favorable to the non-
movant, the Regal o hub nenber literally neets this elenent in
Claim1l of the ‘437 patent.

Havi ng consi dered the respective positions of the
parties, this Court finds that the “current” Regal o playyards do
infringe on the ‘437 patent under the doctrine of equival ents.

As counsel for Graco points out:

Even if the Court were to accept that the
unitary hub is not literally infringed by a
hub which splits, even though it acts — and
functions — as one, the adm ssion that bi-
fold hubs were known in the prior art and
that the patent was allowed over it,
constitutes — allows — the patentee to cover
known el enents, which are substitutes for the
el enents in the patent.

And as far as perform ng the sane
function in the sanme way to obtain the sane
result, . . . . There could be no dispute
that these two playyards produce exactly the
sane result, each and every tine you open and
close them And, in fact, the defendant did
not even find it a significant enough change
to change the nodel nunbers between the
adm tted infringenment and the current
pr oduct .

The bi-fold hub is nothing but a
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subset of a unitary hub, it’'s a different way

of doing the unitary hub. They sw tched one

function for the pins and the legs to a

function in the —in the pin that’s in the

hub. It is, in fact, a unitary hub.
(Tr., dated 7/28/00, at 30-31.) And with regard to “the | ower
frame assenbly” | anguage in the second paragraph of Caiml, it
is clear that the position of the elenents of the lower franme in
Regal 0o’ s earlier nodel playyards (the admtted infringenent) and
Regal 0’ s current product produce the sane result when they are

opened and cl osed. *®

F11. CONCLUSI ON

Graco’s reliance on the patent and structure of the
accused device has not only raised a genuine issue of materi al

fact that defeats Regal o’s sunmary judgnent notion, see Conroy v.

Reebok Int’l Ltd, 14 F.3d 1570 (Fed. G r. 1994), but, because the

‘437 patent nmakes clear that Regal o’s playyard contains each
limtation, or its equivalent, of Caim1l and, thus, infringes on
the ‘437 patent, both literally and under the doctrine of

equi valents, Graco’'s Cross-Mition for Partial Summary Judgnent
shall be granted with respect to Regalo’'s “early” and “current”

nodel pl ayyards.

15 The parties’ final dispute is over Plaintiff’s proposed
hypothetical claim “a hinged unitary central hub nmenber,” which
arguably denonstrates that there is infringenent under the
doctrine of equivalents. Because this Court has already decided
that Regal o’s playyards infringe on the ‘437 patent, there is no
need to explore this issue further.
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An Order foll ows.

IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

GRACO CHI LDREN' S PRODUCTS, | NC.,

Pl aintiff, :
V. : CIVIL ACTION NO 97-6885

REGALO | NTERNATI ONAL LLC,

Def endant .

ORDER
AND NOW this 8th day of August, 2000, upon
consi deration of Defendant’s Mdtion for Partial Sumrary Judgnent
of Non-Infringenment, Plaintiff’'s Cross-Mtion for Partial Summary
Judgment of Infringenent, and all responses thereto, it is hereby
ORDERED t hat Defendant’s Mdtion of Partial Sunmary Judgnent is

DENIED, and Plaintiff’'s Cross-Mtion for Partial Sumrmary Judgnent
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i s GRANTED.

BY THE COURT:

ROBERT F. KELLY,
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