IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

KUTZTOMNN PENNSYLVANI A GERVAN : CIVIL ACTI ON
FESTI VAL, | NC. :
V.
Rl CHARD THOVAS AND FESTI VAL :
ASSCCl ATES : NO. 98-5695

MEMORANDUM AND ORDER

Ful lam Sr. J. February , 1999

Plaintiff seeks a prelimnary injunction to prevent the
def endants fromusing the word “Kutztown” in the name of, and in
advertisenments for, an annual folk festival conducted by the
def endant s.

For many years, beginning in 1949, the annual *Kutztown
Fol k Festival” was held at the Kutztown Fairgrounds. The
original festival was established by a Dr. Shoemaker. Ursinus
Col | ege becane interested in working with the annual festival in
order to preserve and celebrate the cultural heritage of the
“Pennsyl vani a Dutch” who had settled in that area.

In 1965, Ursinus College purchased the festival from
Dr. Shoemaker; the purchase included all rights to the service
mar ks.

In 1994, Ursinus College decided to sell its interest
in the festival and suggested that the Kutztown Fair Association

(the owner of the fairgrounds on which the festival had been held



since its inception, pursuant to various annual |eases) m ght
Wi sh to purchase the festival enterprise. Wen the fairgrounds
owner ship declined the opportunity, U sinus College sold the
enterprise to the defendants, R chard Thomas and a famly
corporation he controls. M. Thomas had worked at the annual
Kut zt own Fol k Festival since its inception. He began as a lowy
| aborer for one of the food concessions, but gradually increased
his activities to the point where he owned nore than 30 of the
concessi on stands which were the commercial essence of the
festival.

The owners of the Kutztown Fairgrounds declined to
| ease the property to the defendants. The defendants thereupon
moved the festival to the Schuylkill County Fairgrounds in Sunmmt
Station, approximately 30 mles away fromthe Kutztown
Fai rgrounds, and have continued to conduct the festival annually
si nce 1995.

The plaintiff, a non-profit corporation which is also
interested in preserving the Pennsylvania Dutch heritage, and
whi ch has sone association with Kutztown University, |eased the
Kut zt own Fai rgrounds and proceeded to hold its own festival. The
two groups have been hol di ng conpeting festivals every year since
1995. Plaintiff’'s festival is designated the “Kutztown
Pennsyl vani a German Festival.” At an early stage, attorneys

representing the defendants objected to plaintiff’s use of the



term “annual” and ot her aspects of plaintiff’s advertising
materials on the ground that they created the erroneous
inpression that plaintiff’s festival was a continuation of the
established festival operated by the defendants. Plaintiff’s
representatives agreed to nodify their pronotional nmaterials.
Plaintiff now contends that the persons maki ng these concessi ons
did not have legal authority to bind the plaintiff to these
concessions. On the other hand, at |east sonme of the materials
objected to by the defendants are no | onger in use by the
plaintiff.

It is undisputed that Ursinus College had the exclusive
ownership of all of the assets, including the service marks, of
t he Kutztown Folk Festival and that, in 1995, it lawfully sold
all of these assets and rights to the defendants (for a total
price of approxi mately $400,000). It seens equally clear that
the plaintiff does not have the right to use the nane “Kutztown
Fol k Festival.” Indeed, plaintiff expressly disclains any
intention to preclude the defendants from asserting that their
festival is a continuation of the same festival which has been
held since 1949. The sole argunent advanced by plaintiff is
that, since defendants’ festival is now held at Sunmt Station,
Pennsyl vani a, not at Kutztown, defendants’ continued use of the
“Kut zt own” desi gnation violates the Lanham Act because it

“m srepresents the...geographic origin...of [defendants’] goods,



services or commercial activities.”

The issue to be decided is whether plaintiff has shown
a sufficient |ikelihood of success on the nerits to warrant the
i ssuance of a prelimnary injunction.

The word “Kutztown” is geographic. As such, it is not

entitled to trade-mark protection. Delaware & Hudson Canal

Conpany v. dark, 80 US 311, 20 L Ed 851 (1871). (Al coal m ned

in the Lackawanna Val |l ey of Pennsyl vania may properly be call ed

“Lackawanna coal ,” regardl ess of which m ning conpany first
applied that termto its product.)

Plaintiff cites the case of Black Hlls Jewelry Maq.

Co., et al. v. &old Rush, Inc., et al., 633 F2d 746 (8th Gr.

1980), for the correlative proposition that a defendant may
properly be enjoined fromfalsely representing the geographical
origin of its product (“Black Hlls Gold” for jewelry resenbling
an established line of jewelry manufactured in the Black H Ils of
Sout h Dakota, but manufactured el sewhere fromraw materials
having no relationship to the Black Hills). But the crucial
factor in such cases is the conbination of (1) falsity of (2) a
representation as to the origin of a product. Neither of those
factors is established in the present case: defendants are not
selling a product, they are conducting a festival; and, to the
extent it can be said that they are representing the “origin” of

their festival, the representation is basically true.



There can be no doubt that the persons who attend the
defendants’ festival know that it is being held in Summ t
Station, not in Kutztown. The only inplied representation about
“origin” is that the defendants’ festival is the legitinmate
successor to the festival which has been conducted annual ly since
1949. On this record, that representation is true.

Plaintiff’s argunent that the defendants shoul d be
enjoined fromusing the word “Kutztown” is, in reality, an
argunent either that plaintiff has the exclusive right to use
that word (obviously incorrect) or, perhaps, that any business
enterprise fornerly located in Kutztown nust change its nane if
it relocates. In ny view, plaintiff’s |ikelihood of success in
establishing that proposition is not great. It bears repetition
that the public is not being deceived about the origin and
hi story of the defendants’ festival.

Since | have concluded that plaintiff has not shown a
strong |ikelihood of success on the nerits, the application for a
prelimnary injunction will be denied. The sane result is also
mandated by my conclusion that plaintiff is probably guilty of
| aches. Plaintiff has, quite obviously, known all about the
defendants’ activities for nore than three years, but did not
seek an injunction until the defendants’ preparations for their
“50t h anniversary” year were well underway. In this situation,

bal ancing the equities favors denial of the prelimnary



i njunction.

An Order foll ows.

IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

KUTZTOMNN PENNSYLVANI A GERVAN : CIVIL ACTI ON
FESTI VAL, | NC. ;

V.
Rl CHARD THOVAS AND FESTI VAL :
ASSCCl ATES : NO. 98-5695

ORDER

AND NOW this day of February, 1999, IT IS
ORDERED:
Plaintiff’s Application for a Prelimnary Injunction is

DENI ED.

John P. Fullam Sr. J.



