IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A
ROHM AND HAAS COVPANY : ClVIL ACTI ON
V. :
LONZA, I NC. and SUNKYONG :
| NDUSTRI ES LI M TED : NO. 96- CV-5732
MEMORANDUM

Ludw g, J. Oct ober 30, 1998

Plainti ff Rohmand Haas Conpany and def endants Lonza, |Inc. and
Sunkyong I ndustri es Limted cross-nove for partial summary j udgnent
in regard to allegations of literal infringement of plaintiff’'s
patent.' Fed. R Civ. P. 52.2

The patent clains in question involve biocidal chem cal s used
inpesticides. 1n 1994, plaintiff Rohmand Haas Conpany was i ssued
U S. Patent No. 5,312,827 (' 827 patent). In this action, Rohmand
Haas contends that pesticides devel oped by defendant Sunkyong and
mar ket ed by def endant Lonza constitute literal infringenments of the
'827 patent. Jurisdiction is federal question, 28 U S.C. § 1331
(1994), and is exclusive in patent actions, 28 U S.C. § 1338(a)
(1994).

These notions relate only to literal i nfringenent.
I nfringenment under the doctrine of equivalents is not raised or
consi der ed.

%[ Slummary judgnent should be granted if, after draw ng all
reasonabl e inferences fromthe underlying facts in the |ight nost
favorable to the non-noving party, the court concludes that there
is no genuine issue of material fact to be resolved at trial and
the noving party is entitled to judgnent as a matter of law”
Kornegay v. Cottingham 120 F.3d 392, 395 (3d Cr. 1997) (quoting
Spain v. Gallegos, 26 F.3d 439, 446 (3d Cir. 1994) (citations
omtted)).




Literal infringenment proceedings involve two steps. First,
the clainms in question nust be construed for scope and neani ng.

See Markman v. Westview Instrunents, Inc., 517 U. S. 370, 371, 116

S. C. 1384, 1387, 134 L. Ed. 2d 577 (1996). Second, it must be
determ ned whether the clains, as construed, cover the accused

device or process. See Serrano v. Telular Corp., 111 F.3d 1578,

1582 (Fed. Cr. 1997). Here, a Markman decision was filed,
defining the clains in question. Menorandum and order, February
11, 1998. The accused products nust now be conpared to the cl ai ns

of the patent. See Zenith Lab., Inc. v. Bristol-Mers Squi bb Co.,

19 F. 3d 1418, 1423 (Fed. Cir. 1994) (“[I]t is error for a court to
conpare inits infringenent anal ysis the accused product or process
with the patentee’s commerci al enbodi nent or other version of the
product or process; the only proper conparison is with the clains
of the patent.”). The patent owner’s burden is to prove

i nfringenent by a preponderance of the evidence. See Enercon GrbH

v. ITC, 151 F.3d 1376, 1384 (Fed. Cir. 1998).
In response to plaintiff’s notion and i n support of their own

notion for partial summary judgnent, defendants’ sole argunent is

t hat “anal ysis of the accused products [] shows that their contents

indicate the presence of a conplex of 5-CM in solution .

[ Elach and every SK product contains nmagnesium chloride in an

anount sufficient to forma conplex of 5-CM.” Defs. resp., at

10.°

%Def endants’ earlier position was that the accused product did
not contain a “ring-stabilizing” anpbunt of a nitrate. They
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However, as a matter of both patent |aw and the science of
chem stry, the presence of mnmagnesium chloride in the accused
product is inmmterial to the issue of literal infringenent.
Plaintiff’s patent covers:

A stabilized 3-isothiazolone conposition
substantially free of nitrosamne inpurities
or precursors therefor which conprises:
(a) a biologically effective anount of [5-
™M
(b) a ring-stabilizing anbunt of a soluble
netal nitrate salt; and
(c) sufficient water to dissolve (a) and (b).
In the lore of patents, the word “conprises” is a term of art.
“The transitional term‘conprising,” . . . is inclusive or open-
ended and does not excl ude additional, unrecited el ements or nethod

n 4

st eps. Pat ent and Trademark Office, U S. Departnent of Comrerce,

Manual of Pat ent Exam ning Procedure § 211.03 (1997).

Consequently, the scope of the '827 patent is not l[imtedto 5-CM,
nitrate salt, and water, but may al so enconpass magnesi umchl ori de.

The accused product contains the 5-CM conmpound —and not a
solution of a conplex. A conplex is “a conpound formed by the
conbi nati on of two or nore conpounds usually invol ving coordinate
coval ent bonds and often recoverable to the original sinpler

conpound.” Condensed Chenmical Dictionary (8th ed. 1971). A

abandoned this position at oral argunent. Tr. at 20, Sept. 17,
1998.

“ Conprises” nmay be contrasted with “the transitional phrase
‘consisting of’ [which] excludes any el enent, step, or ingredient
not specified in the claim” Patent and Trademark O fice, U S.
Departnent of Commerce, Mnual of Patent Exanmining Procedure §
211.03 (1997).




conplex in solution will dissociate reversibly into its separate

parts. See Gant & Hackh, Chemi cal Dictionary 147 (5th ed. 1987).

Def endants’ rely on the declaration of Dr. Chuen-1ng Tseng, a
chem st, that “the accused products are solutions of a netal salt
conplex of 5-CM” and that “the clains of the ' 827 Patent do not
literally enbrace solutions with conplexes of 5-CM.” Tseng
decl aration, 1Y 15, 13. This expert confirned the presence of 5-
CM and magnesi umchloride in the accused products. Tseng dec.,
15.

However, defendants produced no evidence that the accused
product exists as a conplex in solution.®> In chemistry, it is well
known that the nere presence of two substances does not establish
t he weak bonds necessary to forma conplex. As Dr. Anbs B. Smth,
I11, chairman of the Departnent of Chem stry at the University of
Pennsyl vani a, expl ai ns:

In the case in question, there is no reason to
expect (and certainly no current evidence to
suggest) that dissolving 5CM (a conpound) in
wat er in the presence of nagnesiumchl oride (a
salt) would form a conplex between 5CM and
the ions that conprise nmagnesium chloride in
solution. Again, to establish the formation
of a conplex, one would have to carry out

extensive physiocheni cal measurenents to
reveal the weak interactions consistent with

°Def endant s nai ntai n that the ' 827 prosecution history i ncl udes
t he prosecution history of two ot her Rohmand Haas patents i n which
a distinction was drawn between conpounds and conpl exes of 3-

i sot hi azol one. Whet her or not other prosecution history is
i ncorporated by reference in the '827 patent —it refers to the
ot her patents as illustrative of a specific point —has no bearing
on the question presented here. It is clear that 3-isothiazol one
in solution, which is the '827 patent, is a conpound, not a
conpl ex.



conplex formation. To the best of ny
know edge, the latter has not been done.
Moreover, there is no reason on a chemca

basis to expect or predict conplex formation.

One sinply has a solution of two entities, the
5CM and the magnesium chloride, the latter
produced during the preparation of 5CM. A
simlar solution would derive by dissolving
5CM and magnesi um chloride in water.

Letter fromAnmos B. Smith, IIl, Ph.D., Sept. 17, 1998, at 2. Dr.
Smth was retained as the court’s independent expert. Fed. R
Evid. 706(a).

Def endant s’ chem st does not assert that 5-CM conpl ex exists
in solution. According to her, “a solution of the netal salt
conpl ex conpri ses the 3-i sot hi azol one conpound and suffici ent net al

salt to formthe solid conplex upon drying.” Tseng Dec., § 10

(enphasi s added). This is not to say that the conplex exists in
solution; to the contrary, “when a solution of the conplex is
dried, the conplex is recovered.” 1d. 5. The '827 patent refers
to solutions, not conponents in dried states. See Pl. ex. 1, at 1,

Rohm & Haas Co. v. Lonza Inc., No. 96-cv-5732, slip op. at 13 (E. D.

Pa. Feb 11, 1998) (Markman order) (defining sufficient water as
“enough water to forma solution of the active ingredient and the
nitrate salt”). The clear inport is that isothiazolones are
present in aqueous sol ution.

Construing the evidence in the light nost favorable to
def endants, the accused products cannot be said to exist in
solution as a conplex. Rather, the 5-CM conpl ex woul d di ssoci ate
into its constituent parts: isothiazolone plus netal salt. In

this state —the state specified by the patent — the accused
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products literally infringe the patent.
Accordingly, plaintiff’s notion for partial summary judgnent
will be granted, and defendants’ notion for partial sunmary

judgnent will be deni ed.

Ednund V. Ludw g, J.



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A
RCHM AND HAAS COVPANY : ClVIL ACTI ON
V.

LONZA, I NC. and SUNKYONG :
| NDUSTRI ES LI M TED : NO. 96-CV-5732

ORDER

AND NOW this 30th day of October, 1998, the following is
or der ed:

1. The notion of plaintiff Rohmand Haas Conpany for parti al
summary judgnment on the issue of literal infringenment against
def endants Lonza, Inc. and Sunkyong I ndustries Limted is granted.

2. The notion of defendants Lonza, Inc. and Sunkyong
I ndustries Limted for partial summary judgnment on the issue of
literal infringenent against plaintiff Rohm and Haas Conpany is
deni ed.

3. The nmotion of defendants Lonza, Inc. and Sunkyong
| ndustries Limted for a continuance is denied. Fed. R Cv. P
56(f). Defendants shall respond to plaintiff’s notion for partia
summary judgnent for inequitable conduct by Novenber 13, 1998.

A nmenorandum acconpani es this order.

Ednmund V. Ludw g, J.



