IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

| CON SOLUTI ONS, | NC. - CIVIL ACTI ON
V.
| KON OFFI CE SOLUTI ONS, | NC. © NO. 97-4178

VEMORANDUM AND ORDER

HUTTON, J. June 12, 1998
Presently before the Court are the parties’ cross notions

for sunmary judgnent on the issue of trademark priority. For the

reasons that follow, Defendant’s Motion is denied, and Plaintiff’s

Cross-Motion is granted in part and denied in part.

| . BACKGROUND

Plaintiff 1CON Sol utions, Inc. charges Defendant | KON
O fice Solutions, Inc. with trademark infringenent and unfair
conpetition under the Lanham Act, 15 U S. C. 88 1114 & 1125(a)
(1994), and correspondi ng Pennsylvania |aw. It clainms that
Def endant’s use of the name and mark “I KON O fice Solutions” in
connection with conputer-related goods and services infringes on
Plaintiff's prior rights inthe mark “1 CON Sol uti ons,” and seeks an
order permanently enjoining Defendant from doi ng business under
that nane. Defendant counterclains that it has priority in the
nanme due its recent acquisition of a conputer hardware conpany

nanmed the I kon Corporation (“lkon Corp.”), and that to the extent



an infringenment has occurred, it is Plaintiff who is the

infringer.?

A. Plaintiff’'s Business

In May 1990, John Louchheim now Plaintiff’s Chief
Executive Oficer, began conducting a conputer software business
out of Conshohocken, Pennsyl vani a, under the nanme and mark “I1 CON
Solutions.” On Septenber 17, 1990, Louchheimregi stered the nark
“I CON Sol utions” with Pennsylvania s Secretary of State under the
Pennsyl vania Fictitious Nanes Act, 54 Pa. Cons. Stat. Ann 8§ 311
(1997) .

For the first two years of its existence, | CON Sol utions
was a sole proprietorship engaged in the creation of custom
conmputer software for business applications, systens integration
and network integration. (Pl.’s Mem of Lawin Supp. of its Cross
Mt. for Summ J. at 3). On Decenber 22, 1992, Louchheim
i ncorporated Plaintiff |ICON Solutions, Inc. as a Pennsylvania
busi ness corporation, and transferred to it all of the assets of
the ICON Solutions sole proprietorship, including the business
name, service nmark and associated good will. In corporate form
Plaintiff resuned the sole proprietorship’s existing business, and
expanded it to provide additional services, including: “the

devel opnent, install ati on and mai nt enance of conput er networks; the

! The Court uses the ternms “tradenane,” “trademark,” “service

mark,” and “mark” interchangeably, as there is no |egal distinction between
them for purposes of this case. See Country Floors v. Partnership of Gepner
and Ford, 930 F.2d 1056, 1064 n.2 (3d Cir. 1991) (noting that 8 43(a) of the
Lanham Act applies the sane | egal standard to any source identifier).
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provi sion and installation of conputer hardware and systens; and
various other conputer related services.” (1d.).

In the seven years between its founding and the filing of
thislawsuit, Plaintiff expanded froma one-nman busi ness, operating
exclusively in the Philadel phia area, to a 150 person corporation
operating from five offices along the md-Atlantic states and
Florida. 1n 1990, Plaintiff nade approxi mately $200, 000 i n sal es,
all within the Del aware Vall ey--defined to include Phil adel phia,
sout hern New Jersey and Del aware. (ld. at 4). |In 1991 and 1992,
Plaintiff’'s sal es revenues i ncreased to approxi nately $600, 000 and
$1, 200, 000, respectively, as the business expanded its geographic
scope to include eastern Pennsylvania and the greater Harrisburg
metropolitan area. (1d.).

In 1993, Plaintiff opened its second office in
Harri sburg. That year its annual sales revenues increased to
$2, 724,120, 75%of which was attributable to eastern Pennsyl vani a
and the Delaware Valley, and 25% of which was attributable to
expansion in the New York Cty netropolitan area--defined to
i ncl ude Long Island and Connecticut. (1d.).

In 1994, Plaintiff openedits third and fourth offices in
New York City and St. Petersburg, Florida, respectively. That
year, its annual sales revenues increased to $5,206,110, 60% of
which was attributable to the Del aware Valley market, and 40% of
which was attributable to the New York Cty netropolitan area.
(Id. at 5). In 1995, its annual sales revenues increased to

$8, 220, 855, with 50%in the Del aware Vall ey, and the remainder in
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the New York City netropolitan area, northern New Jersey, and the
Maryl and--D.C. --northern Virginia area. (1d.).

In 1996, Plaintiff openedits fifth office in Baltinore,
Maryl and, and its annual sales revenues again increased to
$11, 492,825. O this amobunt, $4,510,316 was attributable to the
Del awar e Val | ey, $3, 305,182 to the New York City netropolitan area,
$1, 124,214 to northern New Jersey, and $281, 840 to the Maryl and- -
D.C.--northern Virginia area. (1d.).

In 1997, Plaintiff opened its sixth office in northern
New Jersey, but closed its Baltinore office, reducing its total
nunber of offices to five. That year annual sal es revenues again
increased to $20, 106, 130, with $8,663,102 in the Del aware Vall ey
and eastern Pennsylvania, $3,305,182 in the New York City
netropolitan area, $1,126,249 in northern New Jersey, and
$1,583,358 inthe Maryland--D.C. --northern Virginia area. (ld. at
6) .

Throughout this seven-year period, Plaintiff has
continuously operated and pronoted its business in the above
defi ned geographi c market--whichit | abelsthe Md-Atlantic region-
-under the nane and mark “1 CON Sol utions” |t obtains its business
primarily through word-of-nmouth referrals: fromsoftware vendors,
and from enpl oyees and fornmer enployees of present and forner
custonmers. (ld. at 7). Plaintiff also actively pronotes its
servi ces by appearing at trade shows and conventions, participating
inindustry sem nars, maki ng presentations to potential custoners,

pl aci ng adverti senments in appropriate print nedia, cold calling by
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sal es staff, tel ephone marketing, and networking fromits existing
base of custonmer and referral sources. (ld. at 7-8). Plaintiff
targets its pronotional activities primarily towards Fortune 1000
corporations that have significant operations within 100 m | es of
one of its five offices, and esti mates the potential market for its
goods and services in the Md-Atlantic region to be worth over $1

billion annually.

B. Def endant’s Busi ness

Def endant I KON O fice Solutions, Inc., previously known
as the Al co Standard Corporation (“Alco Standard”), is a publicly-
hel d corporation based in Wayne, Pennsylvania, with assets worth
over $10 billion. Defendant’s precedessor, Al co Standard, was one
of the nation’ s largest distributors of copying and reprographic
hardware and supplies, and also one of its |argest operators of
copy centers. Before 1996, Alco Standard operated an
uni ncorporated division known as Alco Ofice Products (“Alco
O fice”) that conducted all of Alco Standard’ s busi ness operations
except those relating to office paper products.

In 1996, as part of a strategy to reshape and noderni ze
t he conpany, Alco Ofice expanded its business into office-rel ated
conputer software, hardware, and technol ogy consulting services.
To reflect this change, in February 1996, Alco Standard changed
Alco Ofice’'s nane to the technologically allusive “I KON Ofice

Sol utions.” A year later, in January 1997, Alco Standard



officially changed its corporate nane to “I KON O fice Sol utions,
I nc.”

Since 1996, Defendant has engaged in a canpaign of
acquiring systemintegration, software devel opnent and hi gh-tech
education conpanies, to add to its digital capabilities. (See
Def.”s Mem of Law in Supp. of Mdt. for Summ J. Ex. C. Since
1996, and especially since January 1997, Defendant has positioned
itself as a national high-technol ogy conpany t hat provi des “a broad
range of conprehensive ‘office solutions,” including conputer
systens i ntegration, hardware and software i nterface sol uti ons and
ot her products and services designed to assist inthe transition of

the office environment fromanalog to digital.” (1d. at 5).

C. History of Dispute

Plaintiff first becane aware of Defendant’s use of the
mark “IKON O fice Solutions” at sone point in June 1996. (See
Pl.”s Conpl. 9 20). On June 24, Plaintiff sent Alco Standard a
letter advising it that its use of the mark woul d create confusion
inPlaintiff’'s field of business, and requesting that Al co Standard
cease its use immediately. Def endant did not respond to the
letter. Instead, upon changingits corporate nanme in January 1997,
Def endant | aunched a fifty mllion dollar national advertising
canpai gn pronoting its services, and those of its affiliates, under
the nane and mark “1 KON O fice Solutions.” This canpaign included
advertising in the geographic markets already served by Plaintiff

under its name and nark “1 CON Sol uti ons.” Defendant has conti nued

-6 -



to operate and pronote its business under the name | KON Ofice

Solutions in the sixteen nonths since January 1997.

D. The I kon Corporation

In 1997, 1lkon Corp. was a closely-held Washington
corporation based in Seattle, Washington. (See PI.’s Mem of Law
Ex. N 2). Incorporated on Novenber 12, 1970 as the Northwest
Communi cati on Control Corporation, |kon Corp. received its nane by
anendment of its Articles of Incorporation on August 14, 1973.
(See Def.’s Mem of Law Ex. D-6).

Since at |east the early 1980's, |kon Corp. specialized
i n the desi gn and manuf acture of a type of conputer hardware, known

as a “board |l evel interface device,” that is purchased by origina
equi prrent manufacturers (“OEMS”) and incorporated in to their
ultimate comercial products. |kon Corp. specializedininterface
devi ces that al |l owed conputers to conmmuni cate with vari ous hardcopy
out put devi ces, such as electrostatic plotters and printers, |aser
printers, color copiers, and inpact printers, and al so designed
conput er software to acconpany and i npl ement its hardware products.
(See Def.’s Answer and Countercl. § 56).

At some point in 1996 or early 1997, Def endant announced
i ts nane change and began advertising itself inthe Seattle area as
“I'KON O fice Solutions.” (See Pl.’s Mem of Law Ex. Of 29). At
some point after KON OFfice Solution’s entry into the Washi ngton

mar ket, 1kon Corp. becane aware that its custoners and vendors were

experi enci ng confusion between the two conpanies. (See id. Y 30).



Accordingly, on April 15, 1997, Ilkon Corp. sent IKON Ofice
Solutions aletter informng it that its newnane infringed on | kon
Corp.’s mark, and threatening suit if I KONOTfice Sol utions di d not
i mredi ately cease using its infringing nane.

In response, on April 29, 1997, IKON Ofice Solutions
filed an action for a declaratory judgnent in the Eastern District
of Pennsylvania, seeking an Oder declaring that it did not
infringe on any valid trademark rights of Ikon Corp. (See id. EX.
N T 17). In turn, lkon Corp. filed a counterclaim of trademark
infringenment. (See id. Ex. O | 25-54).

On Septenber 19, 1997, the parties reached a settl enent
under which KON O fice Sol utions resol ved the cl ai ns between them
by acquiring lkon Corp. (See Def.’s Answer and Countercl. 9§ 55).
The two conpani es conpl eted the nmerger of | kon Corp. into Defendant
on Septenber 30, 1997. Today the assets of lkon Corp. are in an
uni ncor porated division of Defendant called “Ikon Corporation.”
This division has the sane enployees, and produces the sane
products as lIkon Corp. did before the nerger. (See Pl.’s Mem of
Law at 13).

1. DI SCUSSI ON

A. Sunmmmary Judgnent Standard

A court may grant summary judgnent where “the pl eadi ngs,
depositions, answers to interrogatories, and adm ssions on file,
together with the affidavits, if any, showthat there is no genui ne

i ssue as to any material fact and that the noving party is entitled
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to a judgnent as a matter of law" Fed. R Civ. P. 56(c). 1In
considering the notion, the court nust draw all inferences in the

i ght nost favorable to the nonmovant. Big Apple BMN Inc. v. BMV

of NN. Am, Inc., 974 F.2d 1358, 1363 (3d Cir. 1992), cert. denied,

507 U. S. 912 (1993). Under the Rule 56 franework, the noving party
bears the initial burden of proving that there exists no triable

i ssue of material fact. Celotex Corp. v. Catrett, 477 U S. 317,

323 (1986). VWhere it has done so, the burden shifts, and the
nonnovant nust present affirmative proof that triable issues remain
or else face summary judgnent. Fed. R Cv. P. 56(e). The non-
novant cannot survive summary judgnent nerely by insisting onits
interpretation of the facts, or by relying on unsubstantiated

al l egations, general denials, or vague statenents. 1d.; Trap Rock

Indus., Inc. v. Local 825, 982 F.2d 884, 890 (3d G r. 1992).

B. The Cross Mdtions for Sunmmary Judgnent on Priority

Plaintiff has not registered its mark with the United
States Patent and Trademark O fice. Instead, it asserts an
i nfringenent clai mbased upon common | aw trademark rights under 8§
43(a) of the Lanham Act, 15 U S.C. 8§ 1125(a). Section 1125(a)(1)
states:

Any person who, on or in connection with any
goods or services, or any container for goods,
uses i n commerce any word, term nane, synbol,
or device, or any conbination thereof

which (A) is likely to cause confusion, or to
cause mstake, or to deceive as to the
affiliation, connection, or association of
such person with another person, or as to the
origin, sponsorship, or approval of his or her
goods, services, or commercial activities by
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anot her person ... shall be liable in a civil

action by any such person who believes that he

or she is or is likely to be damaged by such

act .

To make out a claim of infringenment, a Lanham Act
plaintiff nust prove: (1) that the mark is valid and legally
predictable, (2) the mark is owned by the plaintiff, and (3) the
defendant’ s use of the mark to identify goods or services is |likely
to create confusion anong consuners regarding the origin of the

goods or services. See Fisons Horticulture, Inc. v. Vigoro Indus.,

Inc., 30 F.3d 466, 472 (3d Cir. 1994); Ford Mdtor Co. v. Sunmmt

Mot or Products, Inc., 930 F.2d 277, 291 (3d Cr. 1991), cert.

deni ed, 502 U.S. 939 (1991).

Where a plaintiff has federally registered its mark, and
the mark has becone “incontestible” under 15 U.S.C. 88 1058 and
1065, the mark’s ownership and validity is established as a matter

of law. See Fisons, 30 F.3d at 472. \Were a plaintiff has not

registered its mark, however, the plaintiff nust establish its
ownership of rights in the mark by affirmative proof. See id. To
prove ownership, a 8 43(a) plaintiff nust show that it was the
first to adopt the mark and use it in commerce, and that it has
used the mark continuously since. See Ford, 930 F.2d at 292.
Inits Answer to Plaintiff’s Conpl ai nt and Count ercl ai ns,
Defendant raises as its Eleventh Affirmative Defense that
“Plaintiff’s clains are barred because of Defendant’s acquired

trademark rights and first use of the mark at issue.” (Def.’s



Answer and Countercl. § 53).2 This defense is predicated on the
assunption that Defendant has trademark priority, by virtue of its
acqui sition of I kon Corp. Defendant now noves for sumrmary j udgnent
on the issue of priority. Plaintiff opposes Defendant’s Motion,
and cross noves that Defendant’s acquisition of |Ikon Corp. does not
confer it with trademark priority, and further, that Plaintiff has
established its own priority in the mark and nane “1 CON Sol uti ons”

as a matter of | aw

1. Defendant’s Motion

The parties do not dispute that as of the date Plaintiff
filed this action, June 20, 1997, Plaintiff was the first between
themto use its nane in the md-Atlantic region in connection with
conmput er-rel at ed goods and services. Neither do they dispute that
as between Plaintiff and Defendant’s acquiree, |kon Corp., 1kon
Cor p. --which began its existence as such in 1973--was the first to
use its name in comerce.® Instead, Defendant’s First Mdtion for

Summary Judgnent presents the pure question of |aw of whether,

2 Defendant also filed a counterclai mof trademark i nfringenent
and dilution under § 43(a) and (c) of the Lanham Act, 15 U.S.C. 8§ 1125 (a) &
(c), and unfair conpetition under Pennsylvania |law. However, On June 8, 1998
the parties signed a voluntary stipulation disnissing Defendant’s counterclai m
wi t hout prejudice.

3 Al t hough the parties do dispute the scope of both Ikon Corp.’s

geographi ¢ and product markets, the Court’s resolution of the tacking issue
renders this difference i nmateri al
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may “tack” its acquiree’s period of use onto its own for purposes
of establishing the priority of the mark “1 KON Office Sol utions.”*
Trademark tacking is permtted only in rare instances.

See Van Dyne-Crotty, Inc. v. Wear-Q@uard Corp., 926 F.2d 1156, 1160

(Fed. Cr. 1991); 1 Jerone Glson & Jeffrey M Sanuels, Trademark
Protection and Practice § 3.03[2][g] (1997).° To be entitled to
tack on the rights of an acquired or predecessor mark, the owner
must nmeet a very rigorous standard of simlarity between the two

mar ks: “The previously used mark nust be the |egal equivalent of

the mark in question or indistinguishable therefrom and the

* Defendant al so appears to claimthat by virtue of its

acquisition of Ikon Corp., it has stepped into Ikon Corp.’s shoes and may
enforce lkon Corp.’s trademark rights directly against Plaintiff. (See Def.’'s
Answer and Countercl. Y 53-71; Def.’s Mem of Lawat 4). This is different
from Defendant’s principal argunent in support of the mark “I1 KON Office
Solutions.” The principal position relies on Defendant’s acquisition of |kon
Corp. to shore up its rights in the mark “1 KON O fice Solutions.” This second
position involves Defendant’s direct enforcenent of Ikon Corp.’s rights as its
successor-in-interest. Defendant, however, does not pursue this second theory
inits briefs. Therefore, the Court will address only the principal argunent.

> Trademark litigants invoke the tacking doctrine in two basic

situations: (1) where the litigant has nodified its own mark’s | anguage or
physi cal presentation, and argues its first use of the nodified nmark shoul d
relate back to that of the predecessor nark, see, e.q., Corporate Fitness
Prograns Inc. v. Wider Health and Fitness, Inc., 2 US. P.Q2d 1682, 1687
(T.T.A B. 1987) (denying registration applicant’s bid to tack “SHAPE” to its
own prior use of “SHAPE UP”); and (2) where the litigant has acquired a nark
simlar to its own, seeking to protect its present mark with the acquired
mark’s asserted priority, see, e.qg., Van Dyne-Crotty, 926 F.2d at 1158
(denying applicant’s bid to tack priority of acquired nmark “CLOTHES THAT WORK
FOR THE WORK YOU DO’ to its nmark “CLOTHES THAT WORK”). The present case falls
within the second category. After a careful review of the cases Defendant
cites in support of its position--and many others, the Court could identify
only one in which a party was permitted to tack under this second--and

appl i cabl e--circunstance. See Viking Boat Co., Inc. v. Viking Canper Supply,
Inc., 191 U.S.P.Q 297, 300-301 (T.T.A B. 1976) (permitting tacking of “VI-
KING to “VIKING'). But in Viking the applicant appears to have acquired the
predecessor corporation and its mark years before the litigation, and the
opi ni on does not clarify whether the successor changed the mark i mredi ately
upon acqui sition, or continued to use the predecessor mark for sonme tine. See
id. at 300. If the applicant used the mark sone tinme before nodifying it, the
case would fall into the first category of cases instead of the second.
Therefore, the Court has found no case that pernmits the kind of tacking

Def endant seeks here.
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consunmer shoul d consi der both as the same mark.” Van Dyne-Crotty,

926 F.2d at 1159 (citing Conpania Insular Tabacalera v. Canmacho

Cgars, Inc., 167 U S.P.Q 229, 303-304 (T.T. A B. 1970)) (enphasis
added); llco Corp. v. Ideal Security Hardware Corp., 527 F. 2d 1221,

1224 (C.C.P. AL 1976). The test has al so been phrased as requiring
t hat the marks “create the sane, continui ng comercial inpression.”
Ilco, 527 F.2d at 1224. This standard is far higher than the
i kelihood of confusion standard applicable to the underlying

trademark i nfringenment dispute. See Van Dyne-Crotty, 926 F.2d at

1159; Anerican Paging, Inc. v. Anmerican Mbil phone, Inc., 13

US P.Q2d 2036, 2038 (T.T.A. B. 1989) (citing Conpania Insular
Tabacal era, 167 U S.P.Q at 303), aff’'d, 17 U. S. P.Q 2d 1726 (Fed.

Cr. 1990). Therefore, it is perfectly consistent for the sanme two
mar ks to be held confusingly simlar, but not |legally equivalent.

See Anerican Paging, 13 U S P.Q 2d at 2038.

The anal ysis of whether two nmarks are | egal equival ents

must focus on both marks in their entirety. See Van Dyne-Crotty,

926 F.2d at 1160 (citing Anerican Paging, 13 U.S.P.Q 2d at 2309).

“Tacking is occasionally permtted where two nmarks, though
differing in their literal neaning or grammatical presentation
nevert hel ess possess the sane connotation in context.” [d. This
analysis is exenplified in Ilco, 527 F.2d at 1224-25.

In Ilco, the parties disputed the right to use the mark
“HOME PROTECTI ON CENTER' on di splay racks for |ocks, intended for
pl acenent in retail hardware stores. See id. at 1223. llco filed

a petition to cancel Ideal’s registration, based on Ilco’ s cl ained
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prior use of the mark. The Trademark Trial and Appeal Board
sustained Ideal’s registration based on Ideal’s still earlier use
of the mark “HOVE PROTECTI ON HARDWARE” on t he di spl ay racks, on the
theory that tackingis permtted where the “distinguishing feature”
of the two marks is the sane. See id. at 1225.

On appeal, the Court of Custons and Patent Appeals
reversed, finding that the Board had applied the wong |aw
Applying the | egal equivalents test, the court found that despite
the marks’ simlarity, “HOVE PROTECTION CENTER® and *“HOVE
PROTECT! ON HARDWARE” created di fferent comrerci al i npressions. |d.
at 1224. Noting that the product in question was the rack, not the
| ocks, the court found that “HOVE PROTECTI ON CENTER’ signified “a
unitary aggregation of goods related to hone protection, the one
pl ace in the hardware store to go for hone protection needs.” |[1d.
“HOMVE PROTECTI ON HARDWARE,” on the other hand, suggested the
har dware al one, w thout the additional connotation that the rack
was the centralized point for all hone protection needs. 1d. at
1225. This difference in connotation was sufficient to deny the
mar ks | egal equival ence, and barred I deal fromachieving priority
by tacking. Accordingly, the court held that Ilco had priority in
t he under | yi ng di spute over the mark “HOVE PROTECTI ON CENTER. " See
id.

Under the sane reasoning, courts and the Trademark Tri al
and Appeal Board have deni ed tacking between the marks “PRO KUT”
and “PRO CUTS,” see Pro-Cuts v. Schilz-Price Enters. lInc., 27

US P.Q2d 1224, 1227 (T.T.A B. 1993) (differences in spelling,
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pluralization and design features), “CLOTHES THAT WORK. FOR THE
WORK YOU DO’ and “ CLOTHES THAT WORK, ” see Van Dyne-Crotty, 926 F. 2d

at 1158 (purchasers would differentiate between them, “AVER CAN
MOBI LPHONE” and “AMERI CAN MOBI LPHONE PAG NG ” see Anerican

Mobi | phone, 13 U.S.P.Q2d at 2038-39 (additional term “paging”

conveys nore information to potential consuners), “SHAPE UP" and

“SHAPE, ” see Corporate Fitness, 2 U S.P.Q2d at 1687 (verb and

noun with different neanings), “EGO and “ALTER EGO, " see Vi vi ane

Wodward Corp. v. Roberts, 181 U S. P.Q 840, 841 (T.T.A B. 1974)

(“clearly” different), “ONI ON FUNI ONS” and “FUNYUNS,” see Ceneral

MIls, Inc. v. Frito Lay, Inc., 176 U S. P.Q 148, 152 (T.T.A B.

1972) (fornmer enphasizes “onion” concept, latter “fun” concept),
and “UNYUNS’ and “ONYUMS,” see i1d. (former enphasizes “onion”
concept, latter “yunmy” concept).

On the other hand, courts and the Trademark Board have
only permtted tacking where the marks are virtually identical.
See Viking, 191 U.S.P.Q at 301 (“VI-KING and “VIKING); Hess's of
Allentown, Inc. v. National Bellas Hess, Inc., 169 U S. P.Q 673,

677(T.T. A B. 1971) (“HESS’ and “HESS S”). 1In one case, the Court
of Custons and Pat ent Appeals permtted a bank to tack onits prior
use of the mark “AMERI CAN SECURI TY” to the mark “AMERI CAN SECURI TY

BANK.” See Anerican Security Bank v. Anerican Security and Trust

Co., 571 F. 2d 564, 567 (C.C.P. A 1978). There, the court held that
the additional term “bank” had always been inplicit because
cust oner s al ways understood that they had been dealing with a bank.

See id. Subsequent decisions have refused to extend this
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reasoni ng, however, and have |imted it to situations where the
addi tional termadds no new information for potential consuners.

See Anerican Mbil phone, 13 U S. P.Q 2d at 2309.

Returning to the present case, Defendant KON Ofice
Solutions, Inc. seeks to tack on its acquiree’ s prior use of the
mar ks “1kon Corporation,” or “lkon.” Because Defendant makes this
claim as an affirmative defense, Defendant bears the burden of
proving that these two marks are indistinguishable *“Iegal

equivalents.” See e.q., Yeager Fuel, Inc. v. Pennsylvania Power &

Light Co., 22 F.3d 1260, 1266 (3d Cir. 1994). But even if it did
not, the Court woul d easily conclude that the two marks do not neet
the rigorous standard of simlarity required for tacking. Besides
t he obvious difference in appearance, the mark “l kon Corporation”
or “lkon” has a very different connotation from the mark “I1 KON
Ofice Solutions.” Wiile the fornmer suggests a hi gh-tech conpany- -
possi bly specializing in conputer technol ogy, the | atter suggests
a whol e range of office-related technical products and services.
It is obvious that the additional ternms “Ofice” and “Sol utions”
provide potential customers with new and different information

about the Defendant’s products and services. See Anerican

Mobi | phone, 13 U.S.P.Q 2d at 2309. |Indeed, this is why Defendant

adopted those terns inits nane. (See Pl.’s Mem of Law Ex. F at

57). Accordingly, the Court finds that the marks are not |ega



equivalents, and my not be tacked for trademark priority
pur poses. °

Because Defendant nay not achieve priority by tacking,
Def endant’ s first Motion for Sunmary Judgnent i s deni ed. Likew se,
Plaintiff’s first Cross Motion for Sunmary Judgnent is granted as
to Defendant’s affirmative defense of first use. This defense is

di sm ssed with prejudice.

2. Plaintiff’'s Cross Mtion

Plaintiff next noves for an affirmative finding that it
has established ownership of the mark “ICON Solutions” in its
primary market region--the md-Atlantic states--by virtue of its
use of the mark there since 1990. Al though Plaintiff has produced
substanti al evidence of the volune and growth of its business, the
Court nust deny the nmotion in view of Plaintiff’'s failure to

denonstrate its “clear entitlenent” tothe mark. See Smth v. Anes

Dept. Stores, Inc., 988 F. Supp. 827, 837 (D.N.J. 1997).

Because conmon | awtrademark ri ghts can extend no fart her
than the mark’s actual reputation and good will, a plaintiff nust

denonstrate that its mark has achieved sufficient mar ket

®in addition, as an alternative ground, the Court finds that

Def endant cannot assert whatever rights |Ikon Corp. may have acquired in

associ ation with a narrow range of board-level interface devices--sold only in
the input market to CEMS, to Defendant’s broad range of technical office
products and services--marketed nationally to businesses of all kinds, because
the two product lines are not “substantially sinmlar.” See Pepsico, Inc. V.
G apette Co., 416 F.2d 285, 289 (8th Gr. 1969) (“Were a transferred
trademark is to be used on a new and different product, any goodw Il which the
mark itself might represent cannot be legally assigned.”); dark & Freenman
Corp. v. Heartland Co. LTD., 811 F. Supp. 137, 141 (S.D.N. Y. 1993) (wonen’'s

pi xi e boots not substantially simlar to nens shoes and hi ki ng boots).
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penetration in the relevant area to warrant protection. See

Nat ural Footwear LTDv. Hart, Schaffner & Marx, 760 F. 2d 1383, 1394

& 1398 (3d Cir.), cert. denied, 474 U S. 920 (1985). In Natural

Footwear, the Third Circuit adopted four factors to guide the
mar ket penetration analysis: (1) the volume of sales of the
trademar ked product; (2) the growh trends (both positive and
negative) in the area; (3) the nunber of persons actually
purchasing the product in relation to the potential nunber of
custoners; and (4) the amobunt of product advertising in the area.

ld. at 1398-99. Before a court may find predictable rights, a

plaintiff nmust “showa clear entitlenent to protection of its mark

inaparticular market.” Accu Personnel, Inc. v. Accustaff, Inc.,

846 F. Supp. 1191, 1206 (D.Del. 1994) (quoting Natural Footwear,

760 F.2d at 1397) (enphasis added).

Al t hough Plaintiff has produced anple information about
its own dramatic grow h, and i npressive financi al perfornmance since
its formation in 1990, it has not supplied the Court enough
i nformati on about the characteristics of its product market to

warrant partial summary judgnent on this issue. Natural Footwear,

however, requires a critical analysis of the trademarked product’s
sal es volune and growth, in light of the nature of the plaintiff’s

busi ness and custoner base. See Natural Footwear, 760 F.2d at

1399. Wthout this information about the relevant product and
service market, the Court is not in a position to grant summary
judgnent in Plaintiff’s favor. Accordingly, the issue nust be | eft

for the finder of fact to determine at trial.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

| CON SCLUTI ONS, | NC. ClVIL ACTI ON
V.
| KON OFFI CE SCOLUTI ONS, | NC. NO. 97-4178
ORDER
AND NOW this day of June, 1998, upon consi deration

of Defendant’s first Mdtion for Summary Judgnment and Plaintiff’s
first Cross-Mdtion for Summary Judgment and in Qpposition to
Def endant’ s Motion for Summary Judgrment, | T 1S HEREBY ORDERED t hat :
(1) Defendant’s Motion is DEN ED;, and
(2) Plaintiff’s Mtion is GRANTED as to Defendant’s
El eventh Affirmative Defense of prior use, but DENIED as to

establishing Plaintiff’s ownership of the nmark “lcon Sol utions.”

BY THE COURT:

HERBERT J. HUTTON, J.



