IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

HARRY M LLER COVPANY

Plaintiff,
Cl VIL ACTI ON
V.
No. 97-7491
CARR CHEM | NC, and
PAUL CARR
Def endant s.
ORDER- EXPLANATI ON
AND NOW this day of April, 1998, IT IS ORDERED t hat

Def endants' notion to dism ss for | ack of personal jurisdiction and
i nproper venue or inthe alternative to transfer this case (docket
entry 8) is DEN ED.

Plaintiff Harry MIler Conpany (Harry M Il er) has shown t hat
| have specific personal jurisdiction over defendants Paul Carr
("Carr") and Carr ChemlInc. ("Carr Chent). Both defendants have
sufficient mninmum contacts wth the forum neeting the
requirenments of the Pennsylvania Long Arm Statute and the
Constitution. Also, traditional notions of fair play and
substantial justice will not be of fended by ny exerci si ng personal
jurisdiction over them

Specific personal jurisdiction arises when the plaintiff's
claimis "related to or arises out of the defendant's contacts with

the forum"™ Mellon Bank (East) PSFS v. Farino, 960 F.2d 1217, 1221




(3d Cr. 1992)(citations omtted). In a case where specific
jurisdiction 1is asserted, | nust be satisfied that the
interrelationship of the defendant, the cause of action and the
forumfalls within the "m ni rumcontacts" franmework set out by the
Suprenme Court. Id. To conport with due process there nust be sone
act by which each defendant has "purposely availed" itself of the
"privilege of conducting business within the forum State, thus
invoking the privileges of its laws."” 1d. | nust take in account
the rel ationship of the "forum the defendant and the litigation”
t o det erm ne whet her t he def endants conduct and connection wth the
forum State are such that the defendant should reasonably
anticipate being haled into court there. [d.

At the heart of this diversity case is a state created cause
of action for msappropriation of trade secrets. Under
Pennsyl vani a | aw, a person who di scl oses or uses another's trade
secret, without privilege to do so, is liable tothe other if "(a)
he di scovers the secret by inproper neans, or (b) his disclosures
or use constitutes a breach of confidence reposed in himby the

other in disclosing the secret to him..." See Van Products Co. V.

General Welding, 213 A 2d 769, 774 (Pa. 1965).

A federal court sitting in Pennsylvania has jurisdiction over
an out of state defendant where the defendant has entered into a
relationship of trust with a Pennsylvania resident and then has

violated the resident's trade secrets. Paolino v. Channel Hone

Centers, 668 F.2d 721, 722-723 (3d CGr. 1982). In Paolino the

plaintiff devel oped, in Pennsylvania, a device and disclosed the
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device in correspondence with the out of state defendant "under
ci rcunstances establishingarelationshipof trust and confi dence.”
The def endant t hen manufactured t he device and sold themto a | arge
retailer who offered the device for sale in Pennsylvania stores.
The Third Circuit concluded that it was clearly and specifically
foreseeable that Pennsylvania could exercise its long arm
jurisdiction over such a case. [|d. at 724. As the court wote,
the fact that the m sappropriation took place outside of
Pennsyl vani a was not determ nati ve:
Since Pennsylvania |law created that property interest that
state's interest in protecting the Pennsylvania resident
fromits willful destruction was clearly and specifically
f or eseeabl e. I nducing a Pennsylvanian to entrust that
creature of Pennsylvania law to Air Control on a prom se of
confidentiality, and then msappropriating it, obviously

woul d cause harmin Pennsylvania no matter where the
m sappropriation occurred.

The follow ng actions of Carr occurring in or directed at
Pennsyl vania are material to the elenents of Harry Ml ler's cause

of action and establish that he purposefully avail ed hinsel f of the

forum
. Carr was an enployee of Harry MIller, a Pennsylvania
Corporation for alnost nine years.
. Carr traveled to Pennsylvania for his initial interview
with Harry Ml ler
. Carr received training in Pennsyl vani a.
. Carr made a significant nunber of trips to Pennsylvania

to solicit business on behalf of Harry MIler, taking
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advantage of this forum s | aws and protections. See e.qd.
Carr deposition at 82, 86, 89, 91, 94 and 95
(acknow edgi ng sales trips to Erie, Warren, Bradford and
Phi | adel phi a Pennsyl vania). There is al so evidence that
he made sales calls into Pennsylvania. Carr Deposition
at 85-96 and Exhibits 1-5.

. Carr frequently sent sales reports to Harry MI | er
in Pennsyl vani a, arguably communications ained at the
forum designed to gain Harry Mller's trust.

. Carr directed conmunications to MIler in Pennsylvania
which could have been intended to acquire the trade
secrets of Harry MIler, as for exanple, at |east one
specific request for specific chemcal and technical
information. See Carr deposition, exhibit 6.

. There is sone evidence that Carr has know ngly tested
products devel oped wth the allegedly m sappropriated
trade secrets i n Pennsyl vani a and enpl oyed a sal esman who
regularly solicits in Pennsylvania. (Marracini Deposition
at 70).

The facts of this case are anal ogous to those of Paolino and
arguably present a nore conpelling case for exercising
jurisdiction. Like Paolino this case presents a situation where an
out of state resident has entered into a relationship of trust with
a Pennsyl vani a resi dent and then has violated the resident’'s trade
secrets forseeably causing harmto the defendant in Pennsyl vani a.

Maki ng the case for jurisdiction even stronger here is the fact
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that Carr allegedly acquired these trade secrets out of an
enpl oynent rel ati onship wi th a Pennsyl vani a corporati on. Moreover,
as Harry M Il er has denonstrated, Carr was not sinply an enpl oyee
who worked outside of Pennsylvania. Carr actively solicited
busi ness for Harry MIler in Pennsylvania availing hinself of its

| aws and protections. See al so Supra Medi ca Corp. v. M&onigle, 955

F. Supp. 374 (E.D. Pa. 1997) (holding that jurisdiction was
appropriate where English defendants had purposefully directed
activities at Pennsylvania by communicating with a Pennsyl vani a

corporation and then m sappropriated its trade secrets). Cf.

Surgical Laser v. C R Bard, 921 F.Supp. 281 (E.D. Pa. 1996)
(holding that third party wth no contract or dealings wth
pl ai ntiff was not subject tojurisdiction based on m sappropriation
of trade secrets taking place in India.).

These sane factors establish that the exercise of jurisdiction
wi |l not be inconpatible with "notions of fair play and substanti al
justice." Because Carr know ngly undertook a relationship wth a
Pennsyl vani a conpany, and worked here it is not unfair to subject

himto jurisdiction here. See Paolino, 668 F.2d at 725.

Jurisdiction is also proper with respect to Carr Chem Paul
Carr's statenent on deposition that Carr Chemis in effect Pau
Carr is sufficient to link Carr's connections to Pennsylvania to
Carr Chem See Carr deposition at 24.

Venue i s proper under 28 U. S.C. 81391(a). As already noted a
"substantial part of the events or om ssions" giving rise to this

| awsuit have occurred in Pennsylvani a. See Unix v. Berkley
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Software, 1993 W 414724 *11 (D.N. J.)(holding that since
m srepresentations and unl awful distributions of atrade secret was
made in New Jersey and since trade secrets were "|ocated" at
plaintiff's honme in New Jersey "Plaintiff's claiminvolves both

property and acts in New Jersey."). See also Paolino, 668 F.2d at

724, n2(noting the strong state interest in protecting trade
secrets. "Since intellectual property cannot have a physical situs
the law of the state of residence of the person who initially
devel oped and protected the secret appears to be the obvious
starting point for its protection.").?

Considering the relevant interests in deciding a change of

venue notion, | decline to transfer this case under 28 U S.C

1404(a). See Junmara v. State Farm 55 F.3d 873, 879-881 (listing

interests that are appropriate to consider in deciding anotion for
change of venue). No wunusual financial hardship exists for
defendants as the result of litigating in this forum Wtnesses
and docunentary proof will be required fromboth Pennsyl vani a and
New York. Furthernore, since the issues in this case are trade
secrets protected by the | aws of Pennsyl vania, the public interest

wei ghs in favor of the case proceeding in this forum

! Defendants argue that Cottman v. Martino, 36 F.3d 291
295 (3d Cir. 1994), mandates that the Western District of New
York is the proper venue for this case. Cottman held that the
nost substantial "acts or om ssions” for purposes of venue in an
action for trademark infringenent under the Lanham Act took place
where the trademark was "passed off." However, the nature of
this case is different than Cottnman. The events taking place in
Pennsyl vania are an inportant part of Harry MIller's cause of
action. Unlike trademarks, which seemto have no real situs,
trade secrets have a situs in their state of origin.
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