IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

HERVAN DOUGLAS, SR : CIVIL ACTI ON
V. :
Kl MBERLY- CLARK CORPORATI ON NO. 96-2428

VEMORANDUM AND ORDER

HUTTON, J. April 2, 1998

Presently before the Court is Defendant Kinberly-dC ark
Corporation’s Second Renewed Mdtion for Award of Costs Including
Attorneys Fees, and Plaintiff Herman Douglas Sr.’s opposition
thereto. The Court held a hearing on this matter, at which all
parties were represented, on the norning of January 26, 1998. For
the reasons that follow, the Defendant’s notion is granted in the

anmobunt of $5, 000. 00.

| . BACKGROUND

On March 3, 1996, Herman Douglas Sr. sued Kinberly-d ark
Corporation (“K-C') pro se for copyright infringenment and unfair
conpetition, in connection K-C s packaging of its Huggi es® brand
di apers. These clains turned out to be neritless, and in an April
9, 1997 Menorandum and Order, the Court granted K-C summary
judgnent on all counts of Douglas’ Conplaint.

Thereafter, K-Ctinely noved for an award of costs and fees
under Rul e 54(d) of the Federal Rules of Cvil Procedure, 17 U S. C
§ 505 (1994), and 28 U.S.C. § 1920(2) (1994). The Court denied K-

Cs first notion, with |leave to renew, on grounds that K-C had



provided insufficient docunentation of its expenses. K-C then
filed a second notion, which included extensive billing records
docunenti ng total expenses of $45, 304. 43, and sought rei nmbur senment
for the full anbunt. After a hearing in open court, conducted on
October 29, 1997, the Court denied K-C s notion for a second tine
because K-C failed to offer any testinony as to the reasonabl eness
of the work done and the fees incurred. The Court, however
invited K-Ctorenewits notion and support its claimfor fees once
agai n, supported by the proper evidence.

K-C then noved for a third time, prepared to offer the
necessary evidence of reasonabl eness. On January 26, 1998, the
Court held a second hearing in which K-C offered the testinony of
John A. Dondrea, the Texan intellectual property attorney who
billed nost of the hours in the case, as to the reasonabl eness of
t he work perfornmed and fees charged. Dondrea substantiated all of
K-C s |legal expenses in the Douglas action, and the Court wll

assune that they are reasonable.

1. DI SCUSS| ON

Section 505 of the Copyright Act provides authority to award
a prevailing party costs and fees, but allows the Court a range of
di scretion as to whether, and to what extent, to award them See

Fogarty v. Fantasy, Inc., 114 S. Ct. 1023, 1033 n. 19 (1994) (hol ding

that a prevailing defendant in a copyright infringenent case,
t hough not entitled to fees and costs as of right, is subject to

t he sanme standard of proof as a prevailing plaintiff). 1In Lieb v.



Topstone Indus., Inc., 788 F.2d 151, 156 (3d Cir. 1986), the Third

Crcuit announced a non-exclusive list of factors to be considered
in the exercise of this discretion, including "frivol ousness,
notivati on, objective unreasonabl eness (both in the factual and
| egal conponents of the case) and the need in particular
circunstances to advance considerations of conpensation and
deterrence."” 1d. It further suggested considerations for the
deci sion as to how nuch to award, including (1) the conplexity of
thelitigation, (2) therelative financial strength of the parties,
(3) the degree of dammges, and (4) the presence of bad faith. See
id. However, the Lieb case specifically states that the award of
fees should not result intheloser's "ruination." See id. at 156.
The Suprenme Court recently quoted the Lieb factors with approval in
Fogarty, 114 S. . at 1033 n. 19.

In this case, K-Cis entitled to an award of sone attorney's
f ees. The plaintiff has a ten-year history of unsuccessful
intellectual property litigation with K-C over the sane subject
matter. In 1992, K-C obtained the invalidation of the Douglas'
patents on his training diaper products. The present litigation,
t hough under a copyright infringenent theory, was at its heart an
attenpt to relitigate matters already decided adversely to M.
Douglas in that matter. In a deposition taken in this case,
Dougl as refused to accept the earlier decisions of the Federa
Crcuit and the Honorable Ronald L. Buckwalter of this Court.

Furthernore, M. Douglas’ case was entirely wthout | egal

merit. Lacki ng a sophisticated understanding of intellectual
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property law, M. Douglas confused protection of a tangible
expression with protection of the underlying idea. The allegedly
i nfringing expression--an illustration of a di aper on the Huggi es®
packagi ng--was simlar only in the concept it sought to convey: a
diaper. O herwise, it was clearly not "substantially simlar" to
Dougl as' copyrighted work. Its difficult to believe a reputable
intellectual property | awer woul d have advi sed Dougl as to pursue
this case, or at least in the manner that he brought it.

G ven the facts, the Court finds that M. Douglas’ case was
"obj ectively unreasonable,” and that conpensation and deterrence
consi derati ons support maki ng Dougl as rei nburse K-Cfor sone of its
expenses in defending this suit. The difficulty is in the anount
to award.

Courts have varied in their approach to awardi ng fees agai nst
pro se litigants. Many courts have reduced awards in recognition
of a pro se litigant’s lack of sophistication, but others have

found that the full anount shoul d be i nposed anyway. See Taylor v.

Tinmes Herald Record, Newspaper, 1992 Copr. L. Dec. 1 26,938

(S.D.N Y. 1992) (inposing full fees on pro se litigant in spite of
his |lack of | egal sophistication because the clai mwas conpletely
baseless). In a simlar 1993 case regardi ng di sposabl e di apers,
t he Honor abl e John P. Ful | amordered Dougl as to pay t he Weyer houser
Cor poration $5000.00 in attorney's fees for defending a simlarly

basel ess claim See Douglas v. Weyer houser Corp., Cv. A No. 93-

1123, 1993 W 523691 (E.D. Pa. Dec. 14, 1993).



The Court believes that Judge Fullanmi s approach provides a
good nodel for resolving the present notion. Although the Lieb
factors counsel an award of fees to performa deterrence function,
the Third Grcuit specifically held that such an award shoul d not
result intheloser’s ruination. At the hearing, Douglas testified
that he is conpletely unable to afford K-C s litigation expenses.
The Court will not ruin himby ordering himto do so. However, the
Court believes that an award of some anount i s necessary to prevent
Douglas frombringing a simlar claimin the future. Therefore,
the Court has determined to award K-C attorney’'s fees in the
amount of $5, 000.

An appropriate O der follows.



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVANI A

HERVAN DOUGLAS, SR : ClVIL ACTI ON
V. :
Kl MBERLY- CLARK CORPORATI ON NO. 96-2428
ORDER

AND NOW this 2nd day of April, 1998, upon consideration
of Def endant Ki nberl|y-C ark Corporation’s Second Renewed Mdti on f or
Award of Costs Including Attorney's Fees and Plaintiff Herman
Dougl as’ Mdtion in Qpposition thereto, IT IS HEREBY ORDERED t hat
t he Defendant's Mdtion i s GRANTED.

| T1S FURTHER ORDERED t hat JUDGMVENT is entered in favor of the

Def endant and against the Plaintiff in the amount of $5, 000.

BY THE COURT:

HERBERT J. HUTTON, J.



