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Fact ual Backqgr ound

Plaintiff Fun-Danental Too, Ltd. ("Fun-Danental"), the
inporter and distributor of a novelty toy called a "Shark Cookie

Jar, has sued the defendants Universal Studios, Inc., and MCA-

Duchess Music Corporation under the Declaratory Judgnent Act, 28
US. C 8§ 2201, et seq., for a judicial declaration that it is not
infringing the defendants' copyright. As we explained in our

previ ous Menorandum and Order, see Fundanental v. Universal Misic

Goup, Inc., No. 97-1595, 1997 W. 181255, 42 U.S. P.Q 2d 1624

(E.D. Pa. April 10, 1997), defendants clai mcopyright ownership
to the theme nusic for the notion picture Jaws, and assert that
Fun- Damental 's "Shark Cookie Jar" is infringing on their

copyri ght and trademark

Fun- Danent al descri bes their "Shark Cookie Jar" as "a
whi msi cal toy scul pture which depicts a smling shark hol ding a
hal f -eaten surfboard. The head portion of the shark scul pture
forms a hinged |lid, when opened, activates an audi ble pre-

recorded sound effect. This sound is the famliar "~ da-dum da-



dumi sound effect which was created to mimc the sound used with

t he shark animal character in the novie, “JAW ." Fundanent al ,

1997 W 181255, at *1, 42 U S.P.Q 2d at 1625-26.
G ven Fun-Danental's description of its novelty
product, it is not surprising that the defendants have

countercl ai med, * asserting, anong others, ?

clainms for (1)
"appropriation of the property rights [of the defendants],
trademark infringenment, unfair conpetition and unfair business
practices within the neaning and in violation of state statutory
and common |aw including without limtation California Business &
Prof essi ons Code 8§ 17200 et seq. and the comon |aw of California
and Pennsylvania," Count II1l, at § 29, and (2) a Pennsyl vani a
state law claimfor dilution, which, the defendants claim
entitles themto an injunction under 54 Pa. Cons. Stat. § 1124,
see Count IV. Fun-Danental has, in response, now noved to

dism ss Counts IIl and |V because, inits view, 8 301 of the

Copyright Act preenpts these clains. See Fun-Danental's Mem of

Law in Support of Mdt. for Summ J. at 9 (hereinafter "Fun-

1. For the sake of sinplicity, we wll continue to refer to
Uni versal Studios, Inc., and MCA-Duchess Music Corporation, who
are both defendants and counter-claimants, as the defendants.

2. In Count |, defendants contend that Fun-Danental has viol ated
their copyright in the Jaws thene nusic. |t appears, however,
that the defendants are unclear as to who, if anyone, in fact
owns the copyright to the nmusic. As a result, the parties have
entered into a stipulation dismssing Count | of the counterclaim
until| defendants have conpleted their research on the matter.
Count Il alleges fal se designation of origin under the Lanham
Trade- Mark Act, specifically 8§ 1125(a) of the Act. Fun-Danent al
has not noved to dismss this claim and, thus, we shall not
address it.



Danmental Mem of Lawat _ ."). For the reasons set forth

bel ow, we shall grant Fun-Danental's notion to dismss with
regard to defendants' unfair conpetition and anti-dilution clains
and deny it as to defendants' trademark infringenment cause of

acti on.

. Legal Anal ysis

A. Preenption of State Law d ai ns

As the Suprene Court noted in Goldstein v. California,

412 U. S. 546, 559-60 (1973), the Copyright C ause of the United
States Constitution, although giving Congress the power to
establish a national copyright system and even to occupy the
entire copyright field, does not, of its own force, displace
state law. Until the 1976 Anmendnents to the Copyright Act,
state-law copyright schenes were permtted to co-exist al ongside
the federal schenme. The 1976 Anendnents, however, elimnated the
dual copyright systems and expressly preenpted state copyri ght

laws or their equivalents. See Storer Cable Communication v.

Gty of Montgomery, 806 F. Supp. 1518, 1531 (MD. Ala. 1992).

Section 301(a) of the Copyright Act now provides that:

[A]ll legal or equitable rights
that are equivalent to any of the
exclusive rights within the general
scope of copyright as specified by
section 106 in works of authorship
that are fixed in a tangi bl e nmedi um
of expression and conme within the
subject matter of copyright as
speci fied by sections 102 and 103 .
. . are governed exclusively by the
[ Copyright Act].



17 U.S.C. § 301(a).?

Section 301(a) establishes a two-step test for
preenption: a state | aw cause of action is preenpted by federa
copyright laws if (1) the subject nmatter of the state |law claim
falls within the subject matter of the copyright |laws, and (2)
the state law right asserted is equivalent to the exclusive right

federal |law protects. See Kregos v. Associated Press, 3 F. 3d

656, 666 (2d Cr. 1993), cert. denied, 510 U S 1112 (1994);

Wlson v. M. Tee's, 855 F. Supp. 679, 684 (D.N. J. 1994).

As to the first prong of the test, there is no doubt

(and the parties agree, see Fun-Danental's Mem of Law at 10-12 &

3. The legislative history of 8§ 301 sheds |ight on Congress's
intent to preenpt state | aw copyright systens and their
equi val ent s:

The intention of section 301 is to
preenpt and abolish any rights
under the conmon | aw or statutes of
a state that are equivalent to
copyright and that extend to works
comng wthin the scope of the
federal copyright law. The

decl aration of this principle in
section 301 is intended to be
stated in the clearest and nost
unequi vocal way possible, so as to
forecl ose any possible

m sinterpretation of its

unqual ified intention that Congress
shoul d act preenptively, and to
avoi d the devel opnent of any vague
borderline area as between State
and Federal protection.

Storer Cable Communi cations, 806 F. Supp. at 1532 n.7 (quoting
Cow v. Wainwight, 720 F.2d 1224, 1225 (11th G r. 1983)
(quoting, in turn, HR Rep. No. 94-1476, 94th Cong., 2d Sess.
130 (1976), reprinted in 1976 U S.C. C. A N 5659, 5746), cert.
denied 469 U. S. 819 (1984)).




Defs." Mem of Law in Qpp. at 1) that the thenme nusic at issue
here is within the subject matter of the Copyright Act.

Under the second prong of the test, 8 301(a) expressly
preenpts any state |law claimasserting the violation of a right
that is the equivalent of any right the Act grants in § 106. See
Kregos, 3 F.3d at 666 ("A state cause of action is preenpted by
federal copyright laws if the subject matter of the state-|aw
right falls within the subject nmatter of the copyright |aws and
the state-law right asserted is equivalent to the exclusive

rights protected by the federal copyright law ") ; Eyk v. Roth,

No. 94-3826, 1995 W. 290444, at *2 (E.D. Pa. May 9, 1995).
Section 106 of the Copyright Act, in turn, grants
copyright holders the exclusive right:

(1) to reproduce the copyrighted
work . . .;

(2) to prepare derivative works
based upon the copyrighted work .

(3) to distribute copies . . . of
the copyrighted work to the public
by sale or other transfer of

ownership, or by rental, |ease, or
| endi ng;
(4 . . . to performthe

copyrighted work publicly; and

(5 . . . to display the
copyri ghted work publicly.

Thus, under 8§ 301(a), when a state law is violated by
an action that also violates a right the Copyright Act grants in

8 106, state law is preenpted. That is, when the acts of



"reproduction, performance, distribution or display . . . will in

itself infringe the state created right, then such right is

preenpted" by the Copyright Act. Unix Sys. Lab., Inc. v.
Berkel ey Software Design, Inc., No. 92-1667, 1993 W 414724, at

*15 (D.N.J. March 3, 1993); see also Lone WIf MQuade v. CBS,

Inc., --- F. Supp. ---, 1997 W 181038, at *11 (S.D.N.Y. April

10, 1997); Associated FilmDi strib. Corp. v. Thornburgh, 614 F.
Supp. 1100, 1119-21 (E.D. Pa. 1985); Ronald Litoff, Ltd. v.

Anerican Express Co., 621 F. Supp. 981, 985 (S.D.N Y. 1985);

1 M Nmer & D. NNmrer, N mer on Copyright § 1.01[B], at 1-12

to 1-13 (1996) ("[I]n essence a right is “equivalent to
copyright' is one which is infringed by the nere act of
reproduction, performance, distribution or display.").
Section 301(b) of the Copyright Act, however, limts

this preenption of state |aw, providing that:

Nothing in the title annuls or

limts any rights or remedi es under

the common | aw or statutes of any

State with respect to . . .

activities violating | egal or

equitable rights that are not

equi val ent to any of the exclusive

rights within the general scope of

copyright as specified by section

106 . . . .
(enphasis added). Thus, in order for state |aw not be to
preenpted under 8§ 301(a), 8 301(b) requires that the rights state
| aw protects be qualitatively different fromthe rights the
Copyright Act grants, as evidenced by the addition of an extra

element that alters the nature of the state | aw acti on. See Del



Madera Properties v. Rhodes & Gardner, Inc., 820 F.2d 973, 977

(9th Gr. 1987); Harper & Row, Publishers, Inc. v. Nation

Enterprises, 501 F. Supp. 848, 852 (S.D.N. Y. 1980), aff'd, 723
F.2d 195 (2d Cir. 1983), rev'd on other grounds, 471 U S. 539

(1985). That is, if "[a]ln extra elenent is required instead of

or in addition to the acts of reproduction, perfornmance,
distribution or display, in order to constitute a state-created
cause of action . . . , [a] state lawclaimis not preenpted [so

| ong as] the extra el enent changes the nature of the action so
that it is qualitatively different froma copyright infringenent
claim"™ Kregos, 3 F.3d at 666 (internal quotation nmarks omtted)
(quoting Conputer Assocs. Int'l v. Altai, Inc., 982 F.2d 693, 716

(2d Cr. 1992)); see also Data Ceneral Corp. v. Gunmman Sys.

Support Corp., 36 F.3d 1147, 1164 (1st Gir. 1994).

The di spute between the parties here is whether the
state law rights defendants are asserting -- trademark
infringenment, unfair conpetition, and dilution -- are preenpted

under 8 301(a). W address each claim seriatim

B. State Law Trademark | nfringenent

Count IIl is entitled "State Trademark and Unfair
Conpetition."” Fun-Danental argues that 8§ 301(a) preenpts the
state | aw trademark infringenent claim

W di sagree. W have found, and Fun-Danental has
cited, no authority for the proposition that the Copyright Act

preenpts the defendants' state trademark |aw claim |ndeed, Fun-



Danmental essentially concedes in their reply brief that their
argunent has no nerit. See Fun-Danental Reply at 3 n.1. W wll
accordi ngly deny Fun-Danental's notion to dismss Count |11l of
the counterclaimto the extent it seeks the dism ssal of the

defendants' state | aw trademark infringenment claim See Gat eway

2000, Inc. v. Cyrix Corp., 942 F. Supp. 985, 993 (D.N.J. 1996);

Sears, Roebuck & Co. v. Sears Realty Co., 932 F. Supp. 392, 400

(N.D.N. Y. 1996) ("Congress has not preenpted the area of common

| aw trademark."); Storer Cable Conmunications, 806 F. Supp. at

1540- 41.

C. Unfair Conpetition dains

Next, Fun-Danmental argues that the defendants' state
| aw unfair conpetition claimshould be dism ssed because the
Copyright Act, specifically 8 301(a), preenpts it. Defendants,
not surprisingly, contend that their unfair conpetition claim
differs qualitatively froma claimfor copyright infringenent,
and, therefore, the Copyright Act does not preenpt it.

In Count 111, defendants inartful allege, in essence,
that Fun-Danental's actions constitute unfair conpetition in
vi ol ati on of Pennsylvania conmon | aw and Cal i fornia Business &
Prof essi ons Code § 17200 et seqg.* Once we parse through the
obtuse pleadings, it is clear that the Copyright Act preenpts

def endants' unfair conpetition claim

4. Cal. Bus. & Prof. Code 8§ 17200 provides, in relevant part,
that: "[U nfair conpetition shall mean and include any unl awful,
unfair or fraudul ent business act or practice . . . ."

8



Def endant s ar gue:

[ T] hat Fundanental 's [ sic]

sel ection of the two note interval
perfornmed when the cover of the
cookie jar is opened was
deliberately selected to copy the
nmusi ¢ heral ding the presence of the
great white shark in the notion
picture JAWS. (9§ 11 of the
Counterclain) The repeating two-
note interval is falsely and

m sl eadingly referred to as shark
"sounds" on the packagi ng of the
Shark Cookie Jar. (1 12) The
nmusi cal work has beconme associ at ed
in the mnds of the consum ng
public with a single source,

Uni versal's notion picture JAWS.
(T 19) The portion of the nusical
wor k copi ed by Fundanental [sic] is
i nherently distinctive and has
acqui red secondary neani ng because
of its wi despread pronotion and
aut hori zed perfornmnce and
distribution by Universal. (1 20)

Defs." Mem of Law in Qpp. at 3.

Def endants contend that these allegations of unfair
conpetition contain the necessary "extra el enment” of confusion
t hat saves the claimfrom preenption.

Def endants seem t hensel ves confused as to the type of
unfair conpetition that they are asserting, that is, unfair
conpetition based on the m sappropriation of copyrighted property
-- sonetines referred to as "reverse passing off" -- or unfair

conpetition based upon a traditional theory of "passing off.’

5

The Copyright Act preenpts the former but not the latter.

5. The Copyright Act al so does not preenpt a claim of
m sappropriation of trade secrets, breaches of confidentia
(continued...)



As the Court explained in Fun-Danental, Ltd. v. Gemy

| ndus. Corp., 41 U S.P.Q 2d 1427, 1430 (S.D.N. Y. 1996) (citation

omtted), "there are two types of passing off clains. “In
reverse passing off, the wongdoer sells plaintiff's products as
its owmn. It contrasts with passing off, where the wongdoer
sells its products as the plaintiff's.""

""[Rl everse passing off' . . . occurs when a person
renoves or obliterates the original trademark, w thout
aut hori zation, before reselling goods produced by soneone el se.”

Web Printing Controls Co. v. Oxy-Dry Corp., 906 F.2d 1202, 1203

n.1 (7th Gr. 1990) (internal quotation marks and citation
omtted). That is, "[a]n unfair conpetition claiminvolving

m sappropriation usually concerns the taking and use of the
plaintiff's property to conpete against the plaintiff's own use

of the sane property."” Roy Expert Co. v. Colunbia Broadcasting

Sys., Inc., 672 F.2d 1095, 1105 (2d Cr.), cert. denied, 459 U S

826 (1982); see also Fasa Corp. v. Playnmates Toys, Inc., 869 F.

5. (...continued)

rel ati onshi ps, or breaches of fiduciary duties. See, e.q.
Kregos, at 666; Long v. Quality Conputers & Applications, Inc.,
860 F. Supp. 191, 197 (MD. Pa. 1994) ("Courts recogni ze two

di stinct types of m sappropriation of trade secrets: those based
upon the use of plaintiff's work and those based upon the

di sclosure of material that a defendant has a duty to keep
confidential. Typically, claims of the former type are preenpted
while clains of the |atter type are not, because they contain the
extra elenent of violation of a duty."); WEF Basel, A G V.
Regional Fin. Assocs., Inc., No. 92-1436, 1992 W. 114957, at *3-4
(E.D. Pa. May 20, 1992). It is clear that the defendants' unfair
conpetition claimhere is not based on any of these theories.

10



Supp. 1334, 1362 (N.D. Il1. 1994); Conputer Assocs. Int'l, Inc.

v. Conputer Automation, Inc., 678 F. Supp. 424, 429 (S.D.NY.

1987) (stating that the essence of a claimof unfair conpetition
grounded in "reverse passing off" is "the bad faith

m sappropriation of the | abors and expenditures of another,
likely to cause confusion or to deceive purchasers as to the
origin of goods" (citation omtted)).

The Copyright Act preenpts an unfair conpetition claim
prem sed on a m sappropriation theory, that is, "reverse passing
of f," because such a claim which is grounded in the all eged
unaut hori zed copyi ng and use of another's copyrighted expression,

fails the extra el enent test. See, e.q., Kregos, 3 F.3d at 666

("8 301 preenpts unfair conpetition and m sappropriation clains
grounded solely in the copying of a plaintiff's protected

expression.” (citing Conputer Assocs. Int'l v. Altai, Inc., 982

F.2d 693, 717 (2d Cir. 1992))); Del Madera Properties, 820 F.2d

at 977, Frieman v. Steel, No. 96-7282, 1997 W 305935, at *2

(E.D. Pa. May 29, 1997); Cenel Precision Tool Co. v. Pharma Tool

Corp., No. 94-53045, 1995 W. 71243, at *7 (E.D. Pa. Feb. 13,
1995); Xerox Corp. v. Apple Conputer, Inc., 734 F. Supp. 1542,

1550-51 n.15 (N.D. Cal. 1990); Lone WIf MQuade, 1997 W. 181038,

at *11; Patricia Kennedy & Co. v. ZamCul Enterprises, Inc., 830

F. Supp. 53, 56 (D. Mass. 1993) (citing nunerous cases); 2 Pau
Gol dstein, Copyright, 8 15.16.1.3, at 595-96 (1989) ("Courts have

hel d that section 301 preenpts actions for "reverse passing off'

11



in which the defendant copies the plaintiff's work and passes it
of f as defendant's.").

"“Passing off' is," by contrast, "the selling of a good
of one's own creation under the nanme or trademark of another."

Xerox Corp., 734 F. Supp. at 1550-51 n. 15 (citing Smth v.

Mont oro, 648 F.2d 602, 604 (9th Cir. 1981); Wb Printing Controls

Co., 906 F.2d at 1203 n.1 (7th Cr. 1990) (" Passing off’
involves the selling of a good or service of one's own creation
under the nane or mark of another.").

A state law unfair conpetition claimthat alleges the
tort of "passing off" is not preenpted because such a claim
al l eges an extra el enment of deception or m srepresentation that
IS not necessary for a cause of action for copyright. See Lone

Wil f McQuade, 1997 WL 181038, at *11: Fun-Danental Too, Ltd., 41

US P.Q2d at 1430 ("[P]assing off clains are not preenpted by
t he Copyright Act because they involve an el enent of
m srepresentation or deception which is not an el enent of

copyright clains." (citing many cases)); lnnovative Networks v.

Satellite Airlines, 871 F. Supp. 709, 731 n.21 (S.D.N Y. 1995);

Wlson, 855 F. Supp. at 684 (conparing Tannock v. Review Trading

Corp., 1986 W. 15150, at *5 (D.N. J. May 2, 1986) (common | aw
unfair conpetition claimpreenpted because plaintiff did not
contend that the "defendant m sled custoners into believing that
the property he produced emanated from or was produced by

anot her" anywhere in the conplaint), with Oth-OVision, Inc. v.

Home Box Office, 474 F. Supp. 672, 684 n.12 (S.D.N. Y. 1979)

12



("Because the el enent of deception inherent in "palmng off' is
not an el enent of copyright infringenent claim the " passing off'
cause of action is not preenpted by federal law ") (citation

omitted)).® But see Tracy v. Skate Key Co., 697 F. Supp. 748,

750-51 (S.D.N. Y. 1988).

Def endants' unfair conpetition claimhere is nost akin
to a "reverse passing off" claim In order to illustrate our
finding we paraphrase Professor NNmer: |If the defendants claim
that Fun-Danental is selling Fun-Danental's products and
representing to the public that they are defendants, that is
passing off. [If, by contrast, Fun-Danental is selling Fun-
Danmental 's products and representing to the public that they are
Fun- Danmental's, that is not passing off. A claimthat the latter
activity is actionable because Fun-Danental's product replicates
t he defendants, even if denom nated "passing off", is in fact a
di squi sed copyright infringenent claim and hence preenpted. See

1 M Nmer et al., Nommer on Copyright 8 1.01[B][1][e], at 1-24

n.110; see also Waldnan Publ'g Corp. v. Landoll, Inc., 848 F.

6. See also 1 M Nimmer et al., N mer on Copyright §
1.01[B][1][e] at 1-24 ("There is no preenption . . . of state |aw
of unfair conpetition of the passing off' variety."); Paul

Gol dstein, Copyright § 15.16.1.3, at 594-95 (1989) ("Courts have
uni formy upheld state | aw passing off actions against clains of
preenption on the ground that the requirenment of consuner
confusion constitutes an “extra elenent' distinguishing the
rights granted by state |aw from any of the exclusive rights
granted by section 106 of the Act."); 1 Neil Boorstyn, Boorstyn
on Copyright 8§ 1.07[1], at 1-25 (2d ed. 1996) ("[S]tate |aw

cl ai ns based on deceptive or fraudul ent conduct, such as passing
of f one's goods or services as those of another, and |ikelihood
of custonmer confusion, survive preenption because these el enents
are not part of a copyright infringenent claim").

13



Supp. 498, 500-01 (S.D.N.Y.) ("Wiere a plaintiff clains that
def endant has copied plaintiffs' product and sold it under
defendant's nane, that claimof reverse passing off is preenpted

by the Copyright Act."), vacated in part on other grounds, 43

F.3d 775 (2d Cr. 1994); Mdtown Record Corp. v. Ceorge A Hornel

& Co., 657 F. Supp. 1236 (C.D. Cal. 1987) (allegation that
def endants had used the imge and nusic of the nusical group, the
Suprenes, w thout authorization stated a claimof unfair
conpetition grounded in the m sappropriation of copyrighted
property and not a claimfor passing off).

Def endants' claimis grounded in Fun-Danental's
al | egedl y unaut hori zed copyi ng and use of the Jaws thene nusic.

See Smith v. Weinstein, 578 F. Supp. 1297, 1307 (S.D.N.Y.) (Court

nmust | ook beyond the | abel attached to a claimin order to insure
that the party cannot obtain relief under state | aw "equi val ent
to that which he has failed to obtain under copyright |aw'),
aff'd, 738 F.2d 419 (2d G r. 1984). Such all eged

m sappropriation -- or, "reverse passing off" -- is exactly what
t he Copyright Act is neant exclusively to protect against. See

17 U S.C. § 106(1)-(3) (Act protects, inter alia, the rights to

reproduce the copyrighted work, to prepare derivative works, and
distribute the copyrighted work). The nere allegation that the
public-at-large is being mslead or confused as to the origin of
the nusic thene at issue here does not change our analysis. See

Fasa Corp., 869 F. Supp. at 1363 (holding that "[t] he fact that

t he defendants were selling the allegedly infringing works under

14



their own nanes -- and, hence, inplicitly m srepresenting the
origin of the works or causing confusion in the consum ng public
-- [does] not alter the analysis” that a state |aw claim
"ultimately rest[ing] on the nere act of unauthorized copying” is
preenpted). Accordingly, 8 301 of the Act preenpts the

def endants' unfair conpetition claim-- that is, its "reverse
passing off" claim-- under either Pennsylvania or California

aw. See Xerox Corp., 734 F. Supp. at 1550 (Cal. Bus. & Prof.

Code 8§ 17200 codifies the tort of "passing off").

D. Pennsyl vania State Law Dilution daim

Finally, Fun-Danental contends that the Copyright Act
preenpts defendants' clai munder Pennsylvania' s "anti-dilution"
statute, 54 Pa. Cons. Stat. § 1124." This is an issue of first
inpression in our Crcuit.

"An antidilution plaintiff nust show that its mark has
beconme synonynmous with its products in the mnds of a significant

portion of consuners and that the mark evokes favorabl e i mages of

7. The statute reads as fol |l ows:

Li kel i hood of injury to business
reputation or of dilution of the
di stinctive quality of a mark

regi stered under this chapter, or a
mark valid at conmmon |aw, or a
trade nane valid at common | aw,
shall be a ground for injunctive
relief notw thstanding the absence
of conpetition between the parties
or the absence of confusion as to
t he source of goods or services.

15



plaintiff or its products.” Moore Push-Pin Co. v. More Bus.

Forms, Inc., 678 F. Supp. 113, 118 (E.D. Pa. 1987); see also

Nugget Distribs. Coop. of Am, Inc. v. M. Nugget, Inc., 776 F.

Supp. 1012, 1024 (E.D. Pa. 1991) ("To prevail on a clai munder

this section, the plaintiff nust establish, inter alia, that its

mark has a “distinctive quality.' This requirenment is satisfied
if the mark has a secondary neaning in the infringer's market.").
Courts that have addressed the issue have generally
held that an anti-dilution claimis distinct from-- and, hence,
not preenpted by -- the Copyright Act, as "dilution occurs when .
t he uni queness of the plaintiff's marks as the designation
for its products is dimnished by the defendant's unauthorized

use of these marks. . . ." The Pillsbury Co. v. MIlky Wy

Prods., Inc., 215 U.S.P.Q 124, 135 (N.D. Ga. 1981); see, e.q.

Pebbl e Beach Co. v. Tour 18 I, Ltd., No. 93-3875, 1996 W. 511928,

at *39 (S.D. Texas Sept. 10, 1996); Waldman Publ'g Corp., 1994 W

116088, at *1 ("Defendant's argunent that the Copyright Act
preenpts plaintiffs' state law claim brought under New York
General Business Law 8 368-D prohibiting the dilution of a trade
dress, is directly contradicted by Second Circuit authority.”

(citing Warner Bros. v. Anerican Broad. Co., 720 F.2d 231, 248

(2d Cir. 1983))); Oiginal Appalachian Artworks v. Topps Chew ng

Qum 642 F. Supp. 1031, 1039 (N.D. Ga. 1986). Cf. More Push-Pin

Co., 678 F. Supp. at 117 ("assum ng" Lanham Act does not preenpt

§ 1124). We find these authorities persuasive, and, thus, we

16



wi Il not dismss defendants' claimunder 8 1124 as a result of
preenpti on under the Copyright Act.

We shal |, neverthel ess, dism ss defendants'
Pennsyl vania anti-dilution claim because, as Fun-Danent al
correctly asserts, defendants do not allege anywhere in their
counterclaimthat the trademark whose dilution they seek to
prevent is registered in Pennsylvania, see Fun-Danental's Reply
at 3, or that the trademark for the Jaws thene nusic was in use
in the Coormonweal th prior to Fun-Danental's alleged m suse of it.

See Castle Gl Corp. v. Castle Energy Corp., No. 90-6544, 1992 W

394932, at *16 (E.D. Pa. Dec. 29, 1992) ("In order to establish a
claimunder this statute, plaintiff nust show either that the
mark at issue is registered in Pennsylvania or that the mark was
in use in Pennsylvania prior to the defendant's use.").

An appropriate O der follows.

17



I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

FUNDAMENTAL TOO, LTD. : ClVIL ACTI ON
V. :
UNI VERSAL MUSI C GROUP, | NC.,
MCA, INC., and ;
DUCHESS MJUSI C CORPCRATI ON : NO. 97-1595
ORDER

AND NOW this 8th day of July, 1997, upon consideration
of plaintiffs' "notion to dism ss certain counts of defendants
counterclaim" defendants' response thereto, and plaintiff's
reply, and in accordance with the acconmpanyi ng Menorandum it is
her eby ORDERED t hat :

1. The notion is GRANTED I N PART and DENI ED | N PART
in accordance with the foll ow ng paragraphs;

2. Plaintiff's notion is GRANTED with regard to
def endants' counterclaimfor unfair conpetition under
Pennsyl vania and California | aw,

3. Plaintiff's notion is GRANTED to the extent it
seeks to dism ss defendants' counterclai munder 54 Pa. Cons.
Stat. § 1124,

4. Plaintiff's notion is DENIED to the extent it

seeks to dism ss defendants' state |aw claimfor tradenark

i nfringenent.

BY THE COURT:

Stewart Dal zel |, J.



