IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

AVERI CAN BOARD OF | NTERNAL  : CIVIL ACTI ON
MEDI Cl NE :
vs. . NO. 10- CV- 2679

FREDERI CK ONI, M D

MVEMORANDUM AND ORDER

JOYNER, J. Sept enber , 2010

This action is presently before this Court for adjudication
of the Defendant’s Mbtion to Dism ss the Plaintiff’s Conpl ai nt
for Lack of Personal Jurisdiction (Doc. No. 9). For the reasons
which follow, the notion shall be granted and the conpl ai nt
di sm ssed.

Statenent of Pertinent Facts

The plaintiff, the American Board of Internal Medicine
(hereinafter “ABIM or “Board”) comrenced this |lawsuit on June 4,
2010 seeking injunctive relief and nonetary damages fromthe
def endant Dr. Frederick Oni under the theories of breach of
contract and copyright/trademark infringenent. Specifically, the
conplaint alleges that Dr. Oni knowingly and wilfully infringed
and m sappropriated Plaintiff’s trademark and copyri ght-protected
board certification exam nation questions by first purchasing
test questions fromArora Board Review (“ABR’), a test-

preparation course conpany, and then subsequently copying and



distributing to ABR actual ABIM Gastroenterol ogy Exam nation
guestions shortly after taking the exam hinself and providing
copies of still additional questions froma friend. | nsof ar as
Dr. Oni is a resident of Georgia whose only alleged nexus to
Pennsyl vani a consists of his sporadic contacts with the Board for
purposes of re-certifying his credentials, Defendant noves to

di smss the conplaint for lack of in personamjurisdiction
pursuant to Fed. R Cv. P. 12(b)(2).

St andards Governing Fed. R. Cv. P. 12(b)(2) Mdtions

It is axiomatic that the validity of an order of a federa
court depends upon that court’s having jurisdiction over both the

subject matter and the parties. lnsurance Corp. of Ireland, Ltd.

v. Conpagni e Des Bauxites, 456 U S. 694, 701, 102 S. C. 2099,

2103, 72 L. Ed. 2d 492 (1982). Stated otherw se, jurisdiction to
resol ve cases on the nerits requires both authority over the
category of claimin suit (subject matter jurisdiction) and
authority over the parties (personal jurisdiction) so that the

court’s decision will bind them Ruhrgas AG v. Marathon Gl Co.,

526 U.S. 574, 577, 119 S. (. 1563, 1566, 143 L. Ed. 2d 760
(1999). However, unlike the concept of subject matter
jurisdiction which is both an Article Il and a statutory
restriction on the power of the federal courts to hear a matter
and which nmay be raised at any tinme during the proceedi ngs, the

concept of personal jurisdiction flows instead fromthe Due



Process O ause and thereby recogni zes and protects an individual

liberty interest. |lnsurance Corp. of Ireland, 456 U S. at 702,

102 S. . at 2104. See also, Fed. R Cv. P. 12(h)(3). Because
the requi renent of personal jurisdiction represents an individual
right, it can, |like other such rights, be waived and is wai ved by
a party’'s failure to raise it by Rule 12(b) notion or including
it in a responsive pleading. 1d., 456 U.S. at 703, 102 S. C. at
2105; Fed. R Civ. P. 12(h)(1).

According to Fed. R Cv. P. 12(b)(2), a court must grant a
nmotion to dismss if it |acks personal jurisdiction. Leone v.
Catal do, 574 F. Supp. 2d 471, 477 (E.D. Pa. 2008). Once the
def endant raises the question of personal jurisdiction, the
plaintiff bears the burden to prove, by a preponderance of the
evi dence, facts sufficient to establish personal jurisdiction.

Carteret Savings Bank, F.A v. Shushan, 954 F.2d 141, 146 (3d

Cir. 1992); Penn Mutual Life Insurance Co. v. BNC National Bank,

Cv. A No. 10-Cv-625, 2010 U.S. Dist. LEXIS 91362 at *3 (E. D
Pa. Sept. 2, 2010). |In cases where the District Court does not
hol d an evidentiary hearing on the notion to dismss, the
plaintiff need only establish a prima facie case of personal
jurisdiction and the plaintiff is entitled to have its

al l egations taken as true and all factual disputes drawn inits

favor. Mller Yacht Sales, Inc. v. Smth, 384 F.3d 93, 97 (3d

Gr. 2004).



Di scussi on

Fed. R Cv. P. 4(k)(2) provides that personal jurisdiction
may be established for clains arising under federal |law via the

service of a summons or filing a waiver of service ... if
the defendant is not subject to jurisdiction in any state’s
courts of general jurisdiction; and exercising jurisdiction is
consistent wwth the United States Constitution and laws.” This
is generally understood as permtting the district courts to
assert personal jurisdiction over a non-resident of the state to

the extent authorized and allowed by the | aw of the state where

the district court sits. Metcal fe v. Renai ssance Marine, Inc.,

566 F.3d 324, 330, (3d Gr. 2009); Tine Share Vacation Cub, 735

F.2d 61, 63 (3d Gr. 1984). Under Pennsylvania |aw, nore
specifically its long-armstatute, 42 Pa. C. S. 85322(Dh),

[i]n addition to the provisions of subsection (a) the

jurisdiction of the tribunals of this Commonweal t h shal

extend to all persons who are not within the scope of
section 5301 (relating to persons) _to the full est extent

al |l oned under the Constitution of the United States and may

be based on the nbst mninmumcontact with this Conmonweal th

al l oned under the Constitution of the United States.

The constitutional requirenent of due process al so nmandates
that a defendant have sufficient “m ninmumcontacts” with the
forumstate such that the exercise of jurisdiction over that
def endant conports with “traditional notions of fair play and

substantial justice.” WlIlk v. Teledyne Industries, Inc., 475 F.

Supp. 2d 491, 501 (E.D. Pa. 2007), quoting International Shoe Co.




v. Washington, 326 U. S 310, 316, 66 S. C. 154, 90 L. Ed. 2d 95

(1945). “Mninmum contacts nust have a basis in sonme act by which
t he def endant purposefully avails itself of the privilege of
conducting activities within the forum State, thus invoking the

benefits and protections of its laws.” Asahi Metal Industries

Co. v. Superior Court of California, 480 U. S. 102, 109, 107 S

Ct. 1026, 94 L. Ed. 2d 92 (1987); Wl k, 475 F. Supp. 2d at 501.
| ndeed, having m nimum contacts with another state provides “fair
warni ng” to a defendant that he or she may be subject to suit in

that state. Mrten v. Godwin, 499 F.3d 290, 296 (3d G r. 2007).

As a threshold matter then, the defendant nust have taken “action
purposefully directed toward the forum State,” though the
def endant’ s physical entrance into the forumis not necessary to

nmeet this requirenment. D Janpos, Estate of Wingeroff v. Pilatus

Aircraft, 566 F.3d 94, 103 (3d Gr. 2009); Mtcalfe, 566 F.3d at

334, quoting Asahi, 480 U S. at 112 and Pinker v. Roche Hol di ngs,

Ltd., 292 F.3d 361, 370 (3d Gr. 2002).
Furthernore, personal jurisdiction may be exercised on the
basis of either a defendant’s general contacts (general

jurisdiction) or its claimspecific contacts (specific

jurisdiction) with the forum See, e.qg., Wlk, 475 F. Supp. 2d
at 501. General jurisdiction is based upon the defendant’s
“continuous and systematic” contacts with the forum and exists

even if the plaintiff’s cause of action arises fromthe



def endant’s non-forumrel ated activities. Rem ck v. WNanfredy,

238 F.3d 248, 255 (3d Cr. 2001), citing Vetrotex Certainteed

Corp. v. Consol. Fiber dass Products Co., 75 F.3d 147, 151 n.3

(3d Cr. 1996). In contrast, specific jurisdiction is present
only if the plaintiff’s cause of action arises out of a

defendant’s forumrel ated activities, such that the defendant
“shoul d reasonably anticipate being haled into court” in that

forum |d., quoting in part Wrld-Wde Vol kswagen Corp. V.

Wbodson, 444 U.S. 286, 297, 100 S. C. 559, 62 L. Ed. 2d 490
(1980). Such determ nations of specific jurisdiction are claim
speci fic because a conclusion that the District Court has
jurisdiction over one of the defendants as to a particular claim
does not necessarily nean that it has personal jurisdiction over

t hat same defendant as to another claim Rem ck, 238 F.3d at

255. See also, Marten, 499 F.3d at 296 (“Because this [specific
jurisdiction] analysis depends on the rel ationship between the
claims and contacts, we generally evaluate specific jurisdiction
on a claimby-claimbasis.” [citing Rem ck, 238 F.3d at 255-
256] ).

The Third Crcuit has recognized two “tests” for
ascertaining whet her a defendant has the required m nimm
contacts to support the exercise of personal jurisdiction over

hi m See, e.qg., Penn Mutual Life Insurance Conpany v. BNC

Nati onal Bank, G v. A No. 10-625, 2010 U. S. Dist. LEXIS 91362 at




*5 (E.D. Pa. Sept. 2, 2010). Under the “traditional test,” which
may be applied in any case, the inquiry as to whether specific

jurisdiction exists has three parts. O Connor v. Sandy Lane

Hotel Co., Ltd., 496 F.3d 312, 317 (3d Cir. 2007). First, the

def endant nust have “purposefully directed its activities” at the

forum |d., citing Burger King Corp. v. Rudzewi cz, 471 U S. 462,

472, 105 S. C. 2174, 85 L. Ed. 2d 528 (1985). Second, the
l[itigation nust “arise out of or relate to” at |east one of those

activities. 1d., citing Helicopteros Nacionales de Colonbia, S A

v. Hall, 466 U. S. 408, 444, 104 S. C. 1868, 80 L. Ed. 2d 404
(1984). And third, if the prior two requirenents are net, a
court considers whether the exercise of jurisdiction otherw se
“conports with ‘fair play and substantial justice.’” Id.

Al though simlar, under the so-called “effects test” first

enunci ated in Calder v. Jones, 465 U. S. 783, 104 S. C. 1482, 79

L. Ed. 2d 804 (1984), the courts |ook to whether or not the
effects of a defendant’s actions have been felt in the forum
state. Under Calder, a plaintiff nmay denonstrate persona
jurisdiction if he or she shows:

(1) The defendant conmtted an intentional tort;

(2) The plaintiff felt the brunt of the harmin the forum

such that the forumcan be said to be the focal point of the

harm suffered by the plaintiff as a result of that tort;

(3) The defendant expressly ainmed his tortious conduct at

the forum such that the forumcan be said to be the foca
point of the tortious activity.



Marten, 499 F.3d at 297, citing MO Industries v. Kiekert AG 155

F.3d 254, 256 (3d Gr. 1998). |If a plaintiff satisfies these
three el enents, jurisdiction over a non-resident defendant may be
est abl i shed even when the defendant’s contacts wth the forum
al one are far too small to conport with the requirenents of due
process under the traditional analysis. 1d., citing M) at 259.
In this case, the plaintiff’s conplaint alleges that this
Court has personal jurisdiction over Dr. Oni “because on
informati on and belief, he purposely availed hinmself of the
privilege of doing business in the Coomonweal th of Pennsyl vani a
and conduct ed busi ness transactions and communi cations with ABIM
in Pennsylvania, giving rise to the clains asserted herein,” and
“because he directed tortious conduct to the Commonweal t h of
Pennsyl vania by willfully infringing ABIMs copyrighted
Exam nation and willfully m sappropriating trade secrets of ABIM
t hereby causing harmto ABIMin Pennsylvania and by violating his
confidentiality agreenent entered into wwth ABIM which is
headquartered in Pennsylvania.” (Conplaint, fs 5 and 6).
For his part, Dr. Oni contends by way of affidavit that he
resides in Warner Robins, CGeorgia where he nmaintains a solo
medi cal practice. Dr. Oni further attests that he does not and
has never resided in Pennsyl vania, has never maintained an office
in or treated patients in or from Pennsyl vania, does not maintain

any Pennsyl vani a bank accounts, has never paid taxes or owned



property in Pennsylvania, and has not been to Pennsylvania within
the last 15 years. Additionally, Dr. Oni states that while he
sent one check to ABIMin Philadel phia to pay for the
gastroenterol ogy certification exam nation, he submts that that
is the only itemhe has ever mailed to ABI M and he has never
initiated or received any tel ephone calls to or from ABIM has
not sent any emails to anyone at ABIM and has not spoken with
anyone at ABIMregarding the gastroenterol ogy exam nation.?
Finally, Dr. Oni’s affidavit avers that he conpleted the on-line
application for the gastroenterol ogy exam nation fromhis
conputer in CGeorgia, that the emails which he exchanged with Dr.
Arora regarding the exam nation questions originated fromhis
conputer in Georgia and were received by Dr. Arora s conmputer in
New Jersey and that he sat for the gastroenterology certification
exam nation in CGeorgia. (See Affidavit of Frederick Oni, MD.
attached as Exhibit “B" to Defendant’s Mdtion to D sm sSs

Conpl ai nt).

As dictated by the above-cited caselaw, it is the
plaintiff’s burden to establish, prima facie, sufficient facts to
support the existence of personal jurisdiction over the
defendant. |In this regard, the plaintiff proffers the

Decl aration of Lynn O Langdon, its Senior Vice President and

1 This statenent does |eave open the question of whether or not Dr.

Oni may have spoken or electronically or otherwi se comuni cated with someone
at ABIMwith respect to some topic other than the gastroenterol ogy
certification examn nation.



Chi ef Operating O ficer, who, after explaining that ABIMis the

entity which grants Board Certification in the field of Internal

Medi ci ne,

states the followng with respect to jurisdiction:
ABI M i s headquartered in Phil adel phia, Pennsylvani a.

Al fees paid to ABIMduring the Board Certification
process may either be submtted to ABIMvia its
internet website at www. abimorg or mailed to its
address in Phil adel phi a.

In order to maintain board certification, physicians
must conplete a nunber of “self-eval uation nodul es”
over the course of a 10-year period. Although

previ ously, physicians could receive these nodules in
hard copy format or on CD-ROM they now are avail abl e
only over the Internet. Physicians who conplete the
sel f-eval uati on nodul es can still pay for them by

mai ling a check to ABI M s Phil adel phia offices or

t hrough the website.

The conpl eted sel f-eval uati on nodul es are graded by
ABI M staff at its Philadel phia headquarters. Al
records related to the accumnul ati on of self-eval uation
credits are maintained in Philadel phia at ABIMs
headquarters.

Dr. Oni has been Board Certified in Internal Medicine
since 1997. Since that tinme, he has sent sone 14
paynents to ABI M for Exam nation registration and self-
eval uation nodule fees, 11 of which were by check
mai |l ed to ABIMin Philadel phia.

Bet ween 2003 and 2006, Dr. Oni requested 9 self-

eval uation nodules in either book or CDO-ROM format, al
of which were nmailed to himfrom Phil adel phia. O
these, Dr. Oni mail ed back 8 of these self-evaluation
nodul es to ABIMin Philadel phia. Since 2008, Dr. Oni
has conpleted his six self-evaluation nodul es over the
I nternet and these were reviewed on-line by ABIM st aff
menbers in the Phil adel phia office.

Over an undi scl osed period of tine, Dr. Oni has had
sonme si x phone conversations with ABI M st af f

10



representatives working in the Philadel phia office.?

. ABI M mai ntains an “item bank” of “live” questions from
which it selects exam nation questions. This “item
bank” is stored on both conmputers and hard copies in
ABI M s Phi |l adel phia offi ces.

. Several days after receiving an email fromDr. Oni
di scl osing the subject matter of several ABIM
gastroent erol ogy exam nation questions, Dr. Arora of
Arora Board Review forwarded Dr. Oni’'s email to a
doctor who was schedul ed to take the exam nation in
Phi | adel phia in Cctober, 2009.

In as nuch as there are a few conflicts between the
defendant’s affidavit and the declaration of the plaintiff’s COQ
we shall take the plaintiff’'s allegations as true and construe
the disputed facts in its favor for purposes of determ ning the

outcone of this notion. See, Metcalfe, 566 F.3d at 330, citing

Toys “R’ Us, Inc. v. Step Two, S.A., 318 F. 3d 446, 457 (3d Gr.

2003). However, even in so doing, we cannot find that the

requi site mninmumcontacts exist between the defendant and this
forumto permt the exercise of personal jurisdiction over himin
this case.

To determ ne the existence of personal jurisdiction over a
breach of contract claim courts “nust consider the totality of
the circunstances, including the location and character of the
contract negotiations, the terns of the contract and the parties’

actual course of dealing.” Leone v. Cataldo, 574 F. Supp. 2d at

2 It is likew se not disclosed which party initiated these tel ephone

calls.

11



478, quoting Remck v. Manfredi, 238 F.3d at 256. A court should

al so | ook at “whether the defendant’s contacts with the forum
were instrumental in either the formation of the contract or its

breach.” [Id., quoting General Electric v. Deutz, AG 270 F.3d

144, 150 (3d Cir. 2001). Here, the purported contract between
the parties is the confidentiality agreenent which every board
certification candi date signs when they take ABIM s exam nati ons.
Neither the plaintiff’s conplaint nor M. Langdon’s decl aration
aver any facts as to whether the defendant undertook any
negoti ations into the | anguage of this agreenent, where these
negoti ations (if any) took place or where this agreenent was
signed.® It is undisputed that the defendant took the
exam nations in Georgia and that he has not set foot in
Pennsyl vania in the past 15 years. Thus, given the conplete
absence of any evidence that the confidentiality agreenent has
any connection to Pennsylvania, we are constrained to concl ude
that this Court does not possess in personamjurisdiction over
t he defendant on the breach of contract claim

We reach the sane conclusion with regard to the copyri ght
i nfringenment and m sappropriation of trade secret clains. To
summarize and viewed in the |light nost favorable to the

plaintiff, Dr. Oni’s contacts wth Pennsyl vania consist of the

3 However, after reading the conplaint as a whole and the defendant’s

affidavit, it appears likely that ABIMunilaterally drafted the | anguage of
this agreement - it was not negotiated by the parties and that the defendant
accepted its ternms by taking the exam nation(s).

12



mai | i ng of some el even checks and ei ght self-eval uation nodul es
to ABIMs offices in Philadel phia and six tel ephone conversations
with ABI M staff nmenbers in Philadel phia between 1997 and 2010; it
i s unknown which party initiated those tel ephone conversations or
fromwhat state those conversations originated. Again, under the
traditional test it nust be clear that the defendant has
“purposefully directed his activities at the forum” the
l[itigation arises out of or relates to at |east one of those
activities, and the exercise of jurisdiction nust “conport with
fair play and substantial justice.” As the conplaint does not
aver nor is there any evidence that the defendant infringed
materials fromthe self evaluation nodules, we sinply cannot find
that his sporadic mailing of checks and nodules to ABIMat its
Phi | adel phi a address and sporadi c tel ephone di scussions with ABI M
personnel over a thirteen-year period equates to a deliberate
targeting of Pennsylvania or evinces an intention to purposefully
avail hinself of the privilege of conducting activities within
this forum Accordingly, it does not appear that this litigation
arises out of or directly relates to these very limted contacts
wi th Pennsyl vani a.

Li kew se, we cannot find jurisdiction under the “effects”
test either. |Indeed, the plaintiff repeatedly asserts that after
Dr. Oni forwarded the m sappropriated test questions to Dr.

Arora, these questions were disclosed to a physician who was

13



preparing to take the exam nation in Phil adel phia. However, as
is clear from M. Langdon’s declaration and the enail trai
annexed to the plaintiff’'s response to the instant notion to

di sm ss, these questions were forwarded not by Dr. Oni but by Dr.
Arora in New Jersey to what appears to be his nephew, who was the
physi ci an preparing to take the exam nation in Phil adel phi a.
While this evidence is indeed damming on the nerits, it
nevert hel ess does not denonstrate that this defendant expressly
aimed to cause harmhere in this forum For these reasons, we
find that we do not possess personal jurisdiction over the

def endant and we therefore grant his notion to di sm ss.

An order foll ows.

14



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

AVERI CAN BOARD OF | NTERNAL  : CIVIL ACTI ON
MEDI Cl NE :

vs. . NO. 10- CV- 2679
FREDERI CK ONI, M D.

ORDER
AND NOW this day of Septenber, 2010, upon
consi deration of the Defendant’s Modtion to Dismss Conplaint for
Lack of Personal Jurisdiction (Doc. No. 9) and the Plaintiff’s
Response thereto, it is hereby ORDERED that the Mtion is GRANTED
and Plaintiff’s Conplaint is DI SM SSED wi t hout prejudice to

Plaintiff’s right to re-file it in an appropriate forum

BY THE COURT:

J. CURTIS JOYNER, J.
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