IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVANI A
SYNTHES (USA),
Plaintiff, . OVIL ACTION
vs. . 03-cv-0084
SM TH & NEPHEW | NC.,

Def endant .

MVEMORANDUM AND ORDER

Joyner, J. February 4, 2008

At issue is the construction of disputed terns and phrases
used in U S. Patent No. 5,053,036 (“the ‘036 patent”), U. S
Patent No. 6,623,486 (“the 486 patent”), and U. S. Patent No.
7,128,744 (“the *744 patent”). The parties seek construction of
el even terns or phrases fromthe ‘036 patent, five terns or
phrases fromthe ‘486 patent, and five terns or phrases fromthe
‘744 patent. Currently before the court are the parties’ claim
construction briefs in which they seek to have the Court construe

various claimterns of those patents pursuant to Markman v.

Westview Instrunents, 517 U. S. 370 (1996). W held a Marknman

hearing on July 12, 2007. Also before this Court is Defendant’s

Motion for Partial Summary Judgnent of Invalidity for



i ndefiniteness which relates to clainms 35 through 52 of the ‘036 patent.
After considering the parties’ positions, the Court

construes the ternms at issue and rules on Smth & Nephew s Mtion
for Partial Summary Judgnment of Invalidity of clains 35 through
52 of the 036 patent for indefiniteness, which presents issues
that are intertwined with claimconstruction. The constructions
adopted by the court are outlined below. For the reasons set
forth bel ow, Defendant’s Mdtion for Partial Summary Judgnent is

GRANTED I N PART and DEN ED I N PART.

BACKGROUND

A. Factual Background

Plaintiff Synthes (U S.A ) is the sole owner by assignnent
of the three patents in suit, which are directed to different
types of bone plates or “bone plating systens” for repairing bone
fractures. Synthes accuses Defendant Smth & Nephew, Inc. of
infringing these patents in its manufacturing and selling of its

“Contour Plus” and “PERI-LOC’ bone pl at es.

The ‘036 Patent



The * 036 patent, which issued on Cctober 1, 1991, is
directed to a “Point Contact Bone Conpression Plate” which, |ike
ot her bone conpression plates, is intended to stabilize and
axi ally conpress broken bones. Conpression plates are usually
constructed from biol ogically conpatible materials such as
titanium all oys, and are provided with screw holes to accept the
bone screws, which attach the plate to the bone. At the tinme of
i npl antation, the bone plate is positioned agai nst the bone,
spanning the fracture, and holes for the screws are pre-drilled
into the bone. The screws are then inserted through the holes in
the plate and threaded to the bone, thereby coupling the plate to
t he bone.

Conpression plates were generally known and used before the
‘036 patent, but according to Synthes, these “prior art” bone
pl ates suffered fromthe problemthat they contacted the
under | yi ng bone over nost of the area of the plate s | ower
surface. This purportedly resulted in restricted bl ood
circulation directly beneath the plate, which increased the
chance of infection and slowed the healing process. An asserted
advantage of the plate disclosed in the ‘036 patent is that it
reduced bone contact by having a | ower surface shaped with cut-
outs between the screw holes and a concave | ower surface having a

radius smaller than that of the bone. This structure creates



“studs” on the outside edge of the plate and reduces the anpunt
of the bottom surface that cones into contact with the bone. The
‘036 patent also directs that this reduced-contact conpression

pl ate could be provided with self-conpressing screws, which
result in the bone fragnments being axially noved or conpressed

t oget her.

The “486 and ‘744 Patents

The * 486 patent, which issued on Septenber 23, 2003, and the
‘744 patent, which issued on Cctober 31, 2006, are also directed
to a “Bone Plating Systeni intended for use in stabilizing and
axi ally conpressing broken bones. The *744 patent is a
continuation of the ‘486 patent, and thus they share virtually
i dentical specifications. These patents reference prior art bone
pl ates that make use of “locking” screws, which have threaded
heads that mate with correspondi ng threading on the surface of
the plate hole, thus establishing a fixed connection between the
screw and bone plate. However, plates using only this type of
screw “have a |limted capability to conpress bone fragnents”
(*486 patent, Col. I Il. 58-59). Oher plates in the prior art
only nmade use of “non-locking” screws, which were useful in
bri ngi ng the broken pieces of bone closer together. However,

non- 1 ocki ng screws are not capable of naintaining the sane fixed



connection as |ocking screws, and thus |oosen over tinme due to
the fact that body novenents woul d cause the angul ar relationship
bet ween screw and bone plate to change. The *486 and ‘744
patents were directed to curing these deficiencies by providing
for nore than one type of screw hole in each bone pl ate.

The * 486 and ‘744 patents al so describe features that reduce
contact between the plate and the bone. In particular, they
provide for cut-out spaces in the |ower surface of the plate
and/ or a trapezoidal shaped cross section at regions in the

pl at e.

B. Procedural Background

On January 7, 2003, Synthes filed this suit against Smth &
Nephew al | egi ng infringenent of the ‘036 patent, which had
originally issued on Cctober 1, 1991 with 15 clains. Smith &
Nephew then filed a Request for Reexam nation by the United
States Patent & Trademark O fice (USPTO, which was granted on
April 24, 2003. Synthes then anended clains 1 through 4, 6, and
8 through 14, and added clainms 16 through 58. On April 24, 2007,

the USPTO i ssued a reexam nation certificate indicating that



these clains, in addition to clainms 7 and 15, were patentable
under the requirenents of 35 U S.C. § 112.1

On Novenber 13, 2006, Synthes filed its Anended Conpl ai nt
agai nst Defendant, alleging infringenent of the anended ‘036
patent as well as the ‘486 and ‘744 patents. Smith & Nephew
filed its Answer and Counterclains on Decenber 5, 2006,
requesting declaratory judgnents that its products do not
infringe the three patents-in-suit, that the three patents-in-
suit are invalid, and that the ‘486 and ‘744 patents are

unenf orceabl e due to inequitable conduct during prosecution.

1. ANALYSIS
A. Legal Standard
Claimconstruction is a matter of |law to be determ ned by
the court. Markman, 517 U.S. at 372. It has |ong been
recogni zed in patent law that “the clains of a patent define the
invention to which the patentee is entitled the right to

exclude.” |Innova/Pure Water, Inc. v. Safari Water Filtration

Sys., Inc., 381 F.3d 1111, 1115 (Fed. G r. 2004). Cenerally,
claimlanguage is accorded its “ordinary and custonmary neaning,”

which is “the nmeaning that the term would have to a person of

L Only original claim5 was cancelled as a result of the
reexam nation



ordinary skill in the art” of the invention’s field. Phillips v.

AVWH Corp., 415 F.3d 1303, 1312-13 (Fed. G r. 2005). However, our
determ nation of the “ordinary meaning” of a particular claim
term does not occur in a vacuum rather, “we nust | ook at the
ordinary meaning in the context of the witten description and

the prosecution history.” Medrad, Inc. v. MR Devices Corp., 401

F.3d 1313, 1319 (Fed. Cr. 2005). Because patentees often use
ternms idiosyncratically, where a claimternms ordinary nmeaning is
not readily apparent we nust | ook to “those sources available to
the public that show what a person of skill in the art would have
under st ood di sputed claimlanguage to nean.” lnnova, 381 F.3d at
1116. Those sources include “the words of the clains thensel ves,
t he remai nder of the specification, the prosecution history, and
extrinsic evidence concerning relevant scientific principles, the
meani ng of technical terns, and the state of the art.” 1d. The
Federal Circuit has instructed that “[t] he sequence of steps used
in consulting various sources is not inportant; what

matters is for the court to attach the appropriate weight to be
assigned to those sources in light of the statutes and policies
that informpatent law.” Phillips, 415 F.3d at 1324.

O particularly instructive value are the clains thensel ves,
whi ch “provide substantial guidance as to the neani ng of

particular claimterns.” Vitronics Corp. v. Conceptronic, Inc.,




90 F. 3d 1576, 1582 (Fed. Cir. 1996). 1In particular, “the context
in which atermis used in the asserted claimterm can be highly
instructive.” Phillips, 415 F.3d at 1314. Conparing the term at
issue to other clainms in the patent may be particularly useful,
as claimterns are “normally used consistently throughout the
patent,” and thus, “[d]ifferences anong clainms can al so be a
useful guide in understanding the neaning of a particular claim”
Id.

Clainms nust also be read “in view of the specification, of
which they are a part.” 1d. at 1315. The Federal Circuit has
stressed the inportance of considering the specification, which
it has called “the single best guide to the neaning of a disputed

term” Vitronics, 90 F.3d at 1582. The specification, in which

t he patentee provides a description of her invention, “my reveal

a special definition given to a claimterm. . . that differs
fromthe neaning it would otherw se possess.” Phillips, 415 F. 3d

at 1316. If such a “special definition” is indicated by the
specification, “the inventor’s |exicography governs.” 1d. On

t he other hand, the specification may al so “reveal an intentional
di scl ai mer, or disavowal, of claimscope by the inventor,” in

whi ch case again “the inventor’s intention, as expressed in the

specification, is regarded as dispositive.” 1d.



The intrinsic evidence which aids us in construing claim
ternms also includes the patent’s prosecution history. See id. at
1317. This type of evidence “consists of the conplete record of
t he proceedi ngs before the [Patent and Trademark O fice (PTO]
and includes the prior art cited during the exam nation of the
patent.” 1d. The prosecution history may be useful in claim
construction anal ysis because, like the specification, it
“provi des evidence of how the PTO and the inventor understood the
patent.” 1d. However, the Federal G rcuit has cautioned agai nst
pl aci ng too much wei ght on the prosecution history, which
“represents an ongoi ng negotiati on between the PTO and the
applicant, rather than the final product of that negotiation.”
Id. Nevertheless, it may be particularly useful in determ ning
“whether the inventor limted the invention in the course of
prosecution, maeking the claimscope narrower than it would
otherwi se be.” 1d. (citing Vitronics, 90 F. 3d at 1582-83); see

also Chime v. PPG Indus., Inc., 402 F.3d 1371, 1384 (Fed. GCr

2005) (“The purpose of consulting the prosecution history in
construing a claimis to exclude any interpretation that was
di scl ai med during prosecution.”).

Finally, extrinsic evidence, such as expert testinony and
dictionary definitions, may be considered in construing claim

terms, though the Federal G rcuit has warned that it is “less



significant than the intrinsic record in determning the legally
operative neaning of claimlanguage.” 1d. at 1318. It is wthin
the court’s discretion to consider extrinsic evidence; however,
we nmust keep in mnd its inherent flaws, as “it is unlikely to
result in areliable interpretation of patent claimscope unless
considered in the context of the intrinsic evidence.” |d. at

1319.

B. D sputed CaimTerns and Phrases
1. ‘036 Patent
a. “Lower surface”

The phrase “lower surface” appears in every claimof the

‘036 patent. Each claimrecites a plate having, inter alia, “a
| ongi tudi nal axis, an upper surface, a |lower surface,” and a
“plurality of screw holes.” The basic disagreenent between the

parties as to the neaning of “lower surface” is over whether it

i ncludes the area of the screw holes. Because the clains
explicitly restrict the plate to having a “bone contact area” of
| ess than five percent of the “total area of the | ower surface of
the plate,” whether the screw holes are included in the “lower
surface” affects the outer Iimts of the plate’s “bone contact
area.” Synthes asserts that the hol es should be included and

proposes that “lower surface” should be construed as “the

10



undersurface of the plate.” Smth & Nephew seeks a narrower

readi ng, proposing that the phrase be construed as “the underside
surface of the bone conpression plate which does not include the
area of any holes.”

The plain neaning of the word “surface” inplies the actual
exi stence of physical matter, not its absence. See Wbster’'s New
Ri verside Dictionary Il, p. 1165 (R verside Pub. Co., ed. 1994)
(defining “surface” first as “the exterior face of an object” and
then as “a material |ayer constituting such an exterior face”).

I ndeed, it is far fromclear how a hole - which is defined by the
absence of the material surrounding it - can have a “surface” if
it has no physical existence. Wth this in mnd, we exam ne the
cl ai ms, specification, and prosecution history to determne if

t he patentee neverthel ess understood “l ower surface” to include
the screw holes in addition to the actual material of which the
plate is made. First, the claimlanguage and the surroundi ng
context of the clainms thenselves provide little assistance in
determ ni ng whet her the patentee included the screw holes in the
phrase “lower surface.” Synthes contends that the very fact that
the claimlanguage does not explicitly exclude the screw hol es
suggest that this om ssion was intentional. However, as Smth &
Nephew points out, in the clains thenselves the screw holes are

enuner at ed separately fromthe upper and | ower surfaces, rather

11



than as an included part of those aspects of the bone plate.
Contrary to Synthes’s position, this would inply that the screw
hol es were in fact not understood to be an inplied part of the
term*“lower surface.”

The specification simlarly does not provide any evidence
that the nmeaning of “lower surface” was neant to include the
screw holes. The Detail ed Description makes reference to the
“underside” of the plate in explaining that the “undersurface is
shaped so as to permt contact with the bone only at points 23"
(referring to acconpanying Figure 3), and explains that the
underside is arched “at a transverse curvature of snaller radius
than that of bone’s outer contour.” These nentions of the term
clearly do not indicate any intention in the specification to
define the term*“lower surface” as including the holes. In fact,
if anything, they only underscore that the “surface” was
understood to be the physical manifestation of the plate that
coul d be mani pulated into particul ar shapes to reduce bone
contact. The Summary of the Invention only reinforces this
notion; it describes the plate as having “an el ongated body
havi ng an upper surface and a | ower surface [and] a plurality of
screw hol es traversing said body between said surfaces to attach
the plate to a bone.” Again, the screw holes are |isted

separately fromthe “lower surface” and appear to have been

12



understood to be the absence of the plate nmaterial, traveling
through the entirety of the plate and having no actual existence
at the “surface” |evel.

Finally, there is nothing in the prosecution history that
evi dences an understanding that “lower surface” was understood to
i nclude screw holes.? W can find nothing in the intrinsic
evidence to contradict the ordinary inplication of the patent
clainms that the term*“lower surface” includes only that materi al
which is actually physically present in the device. Accordingly,
we adopt Smth & Nephew s proposed construction for the term and
find that “lower surface” nmeans “the underside surface of the

bone pl ate which does not include the area of any holes.”

b. “Studs”

Li ke the phrase “lower surface,” the term*“studs” appears in
every independent claimof the ‘036 patent.® Each claimrecites
“studs for bone contact” that are forned on the sides of the

| ower surface of the plate and usually defined by the geonetry of

2 Synthes points to a portion of the prosecution history

seem ng to indicate that the patent exam ner understood “under
side of the plate” to be synonynmous with “l ower surface.”
However, there is no disagreenent that “lower surface” refers to
t he underside of the plate, and this sheds no light on the

i nclusion or exclusion of the screw hol es.

® The only exception is Caim15, which describes renpvable
“clips” rather than “studs.”

13



the plate’s underside. Plaintiff requests that the court
construe “studs” as “the portions along the side edges of the

| oner surface of the plate, defined by the conbination of the
open sections and the concave | ower surface, that provide reduced
contact areas.” Defendant, however, believes the termhas a
narrower mneani ng, arguing “studs” should be defined as “pointed
tips located along the outer edges of a bone conpression plate
that extend fromthe |ower surface of the plate and that permt
only point contact.” As both parties acknow edge that the
“studs” can only be forned on the outer edge of the undersurface
of the plate, the essence of their disagreenent about the neaning
of the termis whether they are limted to “pointed tips .
[permtting] only point contact.”

Beginning wth the | anguage of the clains thenselves, the
context of the surrounding clainms fails to support Defendant’s
assertion that “studs” nust be limted to “pointed tips.” First
of all, the only nmention of the word “point” in the clains is in
claim?7, which provides for “support studs attached to the | ower
surface of the plate at the sides of said | ower surface,
sai d studs providing bone contact at selected points along the
sides of said plate” (enphasis added). Though far from
determ native of the issue, the fact that this |imtation of the

studs being at certain “points” appears in one claimand not the

14



ot hers suggests that it was not intended to be a part of the
general definition of the term Furthernore, virtually every
ot her independent claimcontaining the term“studs” has the
limtation - added during the PTO reexam nation requested by
Smth & Nephew - that “the studs for bone contact [be] |ess than
5% of the total area of the |lower surface of the plate.”
Limting the studs in question to “pointed tips” that provide
only “point contact” would make this five-percent boundary on the
stud-size conpletely superfluous. Thus, the context of the
claims thensel ves strongly supports Plaintiff’s construction and
suggests that “studs” should not be limted to “pointed tips.”
Turning to the specification, Defendant argues that the
pat ent ee defined studs as “pointed tips” by (1) titling the
patent “ Point Contact Bone Conpression Plate,” and (2) providing
a description and drawi ngs that show the studs as tapering to a
point. In particular, Defendant notes that the specification,
referring to acconpanying Figures 3 and 4, explains that “[t]he
undersurface of the plate is shaped so as to permt contact with
t he bone only at points 23" (enphasis added). According to
Def endant, the plate shown in Figure 3 and referred to by the
specification al so appears to have studs that taper to a point
where they neet the bone, and when conbined with the witten

description, this is evidence that the patentee neant to di savow

15



ot her “non-pointed” structures. Plaintiff responds by arguing
that the portion of the Description cited by Defendant and its
acconpanying illustrations indicate only one particul ar

enbodi nrent of the invention, and a person skilled in the art
woul d understand that the invention described would enconpass
nmore than just “pointed” studs.

Despite Defendant’s urging to the contrary, the
specification provides little, if any, support for its proposed
construction of the term*®“studs.” First, the Federal Circuit has
stated that inporting limtations froma preferred enbodi nent to
restrict the meaning of a claimtermis a disfavored practice.

See Taskett v. Dentlinger, 344 F.3d 1337, 1340 (Fed. G r. 2003)

(“Though it is true that we nmust read a claimin light of the
specification, rarely will we limt the claimto the preferred
enbodi ments described in that specification.”). This is largely
because “[t] he | aw does not require that an applicant describe in
his specification every conceivabl e and possible future

enbodi nent of his invention.” Super@ide Corp. v. DirecTV

Enters., 358 F.3d 870, 880 (Fed. Cir. 2004). Here, we cannot

foll ow Defendant in reading the [imtations fromone particul ar
enbodi ment into the meaning of the word “stud” especially where,
as we have noted, it contradicts the context of the surrounding

cl ai ml anguage. |Indeed, even the specification itself recites

16



that the “area of contact with the bone is reduced to the m ni num
practicable. Preferably this is less than 5% of the total area
of the I ower surface of the plate and nost preferably |ess than
2%” |If the patentees intended to claimon/y studs limted to

“pointed tips,” they surely would not have included this
| anguage, which inplies that the stud size can be varied to
achi eve the “m ni mum practi cable” area of bone contact.
Furthernore, even if we ignored the Federal Circuit’s
t eachi ngs on use of the specification, the patentees’ use of the
word “point” in the description provides only weak support - at
best - for Defendant’s construction. As an initial matter, we
note that the word “point” itself is open to interpretation, as
it can refer either to “a sharp or tapered end” or “a position,
pl ace or locality.” See Wbster’s, supra, p. 908. W agree that
Figure 4 does appear to illustrate that “point 23" as di agraned
indicates a “sharp or tapered end” to the stud. However, in
Figure 3, the nunber 23 is linked by a line to the bone, rather
than the stud, suggesting that “point” refers to the “place or
locality” on the bone where the “reduced contact” is nmade (as
opposed to making contact all along the bone, as sone prior art
plates did). This inference is further supported by Figure 5,

whi ch denpnstrates anot her enbodi nent of the invention that is

descri bed as having “studs.” Here, although it is not nentioned

17



in the acconpanyi ng description, “point 23" again appears to
refer inthe illustration to the bone, rather than the stud. 1In
light of a use of the word “point” that is at best anbi guous as
to whether it refers to the size and shape of the stud, we cannot
agree with Defendant that the patentees di savowed studs of other
shapes and sizes in the specification.*

Thus we turn to the prosecution history, which is cited
selectively by both parties to support their respective
constructions. During prosecution of the patent, the patentees
originally used the term*“contact elenents,” rather than “studs,”
and their clains were rejected by the PTO In response, the
pat ent ees changed that | anguage to “individual contact elenents
shaped to provide tips of mninmumsurface area.” Defendant
argues that in making this choice, the patentees disclained any
broader interpretation of the word “studs.” However, Defendant
ignores the fact that the “tips of mninmum surface area” |anguage
was al so dropped, and instead the patentees conpl etely changed

course and defined the studs by the geonetry of the plate, as the

“ For the sane reason, the title of the patent - “Point
Cont act Bone Conpression Plate” - provides only marginal support
for Defendant’s position. Though Defendant urges that the title
i ndicates that the studs are “pointed,” the use of the word
“point contact” could also refer to the fact that the plate
clainmed by the ‘036 patent is intended to make contact only at
certain places on the bone.

18



clai m8 now show. Thus, the evidence cited by Defendant is nerely
a part of the “ongoi ng negotiation” process with the PTO and not
an indication that the patentees intended to disclaimparticular
subj ect matter.

Both Plaintiff and Defendant al so point to diagrans from
prior art patents showi ng bone plates with different types of
bone contact features. The “Kunmer patent,” cited by Plaintiff,
shows a bone plate with “a plurality of discrete, generally
rect angul ar bi ol ogi cal |y absorbabl e spacers,” while the “Judet
patent,” cited by Defendant, shows a bone plate with “studs” that
appear to have pointed tips in one diagram It is argued that
each of these provided the basis for rejection of the patentees’
clainms at sone point in the process, and thus the patent exam ner
understood “studs” to nean either having “pointed tips” or having
non-poi nted tips. However, we have a hard tinme finding support
for either party’s proposed construction in the cited portions of
the prosecution history. Both parties refer mainly to particul ar
Figures and illustrations in the prior art patents, and the cited
| anguage fromthe patent exam ner is, at best, weak evidence of
how he understood the term “studs.” Thus, we find that the
prosecution history is anbi guous as to the parties’ proposed

constructi on.

19



Reading the term*“studs” in light of the surroundi ng context
of the clains thenselves, the specification, and the prosecution
history, we find that the patentees did not intend to limt the
“studs” only to “pointed tips” which provide “point contact.”
Accordingly, we adopt Plaintiff’s construction and define the
term*®“studs” to nmean “the portions along the side edges of the
| oner surface of the plate, defined by the conbination of the
open sections and the concave surface, that provide reduce

contact areas.

c. “Studs for bone contact extending downwards from
the I ower surface of the plate and bel ow t he side
wal | s”

The phrase “studs for bone contact extending downwards from
the |l ower surface of the plate and bel ow the side walls” appears
in clainms 35, 45, 53, and 55 of the ‘036 patent. Plaintiff
asserts that this phrase should have its own construction and
proposes that it be defined as “the portions of the |ower surface
of the plate that extend below the side walls for contacting

bone.”® This proffered construction largely repeats the plain

°> Strangely, Plaintiff only suggests that the termin claim
35 requires construction, though it is used alnost identically in
clainms 45, 53, and 55. However, Plaintiff has not explained why
the term nmeans sonething different in claim35, particularly in
light of the Federal Circuit’s instructions that claimterns are

20



| anguage of the claimtermitself, such that Plaintiff
essentially asks that we define “studs” as “the portions .

for contacting bone.” Yet Plaintiff has provided no reason why
we should construe the term*®“studs” differently in this context
than in other clains, and in fact sinply references its own
earlier argunents about how to construe “studs.” W see no
reason why the phrase “studs for bone contact extendi ng downwards
fromthe |l ower surface of the plate and below the side walls”
shoul d be construed i ndependently from other phrases using the
word “studs.” As in the other clains reciting “studs,” the
“studs for bone contact extending downwards fromthe | ower
surface . . . and below the side walls” are forned by a

conmbi nati on of the curved | ower surface of the plate and
“undercuts” in the | ower surface and serve the sane purpose -
provi di ng reduced contact with the bone. Accordingly, we decline
to construe this phrase. The neaning of “studs” that we have

al ready outlined above applies equally to all the clains

incorporating it.

“normal |y used consistently throughout the patent,
F.3d at 1314.

Phillips, 415
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d. “The intersection of surfaces formed by said cut
out sections and the concave | ower surface of the plate
form ng studs for bone contact”

Referring to certain “arcuate cut out sections” addressed in
greater detail below, claim14 further describes “the
intersection of surfaces forned by said cut out sections and the
concave | ower surface of the plate form ng studs for bone
contact.” Plaintiff proposes that this phrase sinply neans “The
studs are fornmed along the side edges of the plate by the
intersection of the cut out sections and the concave | ower
surface of the plate.” Consistent with its proffered
construction of “studs,” Defendant asserts that the “intersection
of surfaces” termin claim 14 should be defined as the
“intersection of the cut out sections and the concave | ower
surface of the plate form ng pointed tips |ocated along the outer
edges of a bone conpression plate and that permt only point
contact.” The parties agree that the di sagreenent over how to
construe the phrase boils down to whether “studs” should be
interpreted to mean “pointed tips . . . that permt only point
contact.” As we have already rejected that interpretation of the

word “studs,” we adopt Plaintiff’s proposed plain-Ianguage

construction of the term Once again, this phrase al so

22



i ncor porates our adopted construction of the term“studs” as

di scussed above.

e. “Open sections along the side edges of the plate
bet ween the screw hol es”; “Open sections |ying between
t he el ongated screw hol es”
| ndependent clains 1 and 9 of the ‘036 patent recite plates
having, inter alia, “open sections along the side edges of the
pl ate between the screw hol es” which, in conbination with other
features, formthe “studs” for bone contact.® Caim35 recites a
pl ate having, inter alia, “open sections |ying between el ongated
screw hol es” along the side walls of the plate which, along with

ot her plate features, also formstuds for bone contact.’” The

6 Specifically, Caiml recites that the | ower surface of
t he conpression plate, “being arched concavely transversely to
the |l ongitudinal axis of the plate, in conbination with open
sections along the side edges of the plate between the screw
hol es, said open sections, with the concave | ower surface of the
plate, fornfs] studs along the S|de edges of the | ower surface
for contact wwth a bone .

Claim9 recites a plate conpr|5|ng inter alia, a “lower
surface being arched concavely transversely to the | ongitudinal
axis of the plate, in conbination with open sections along the
si de edges of the plate between the screw hol es, said open
sections formng concavities in the | ower surface of the plate,
and said open sections, in conbination with the concave
undersurface of the plate, form ng studs for bone contact al ong
the side edges of the |lower surface of the plate .

" Specifically, daim35 recites a conpression plate
featuring, inter alia, “side walls joining the upper and | ower
surfaces, the side walls including open sections extending
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parti es agree that these phrases should be construed as having
the sane neaning. Plaintiff proposes that they should be defined
as “undercuts in the |lower surface of the plate that extend
transversely through a side edge or side wall of the plate
bet ween the screw holes.” Defendant proffers a construction for
the two phrases of “arch-shaped openings along the outer edges of
t he bone conpression plate | ocated between the plate’'s screw
holes.” The main dispute between the parties over these phrases
is whether “open sections” are limted to “arch-shaped openi ngs.”
Def endant’ s construction also differs fromPlaintiff’s in that it
does not explicitly require the “open sections” to be part of the
| oner surface of the plate.

Plaintiff’s broader construction finds support in the
| anguage of the clainms thenselves. As an initial matter, the
adj ective “arch-shaped” does not appear in clains 1, 9, or 35 as
a descriptor for the “open sections” terns in question. The
adj ectives “arch-shaped” or “arcuate” do appear, however, in

numer ous ot her places in the clainms, which would inply that the

transversely therethrough, form ng undercuts in at |east a
portion of the concave |ower surface of the plate, the open
sections lying between el ongated screw holes with the conpression
plate if viewed in a direction |ooking toward one of the side
walls . . . wherein the undercuts, in conbination with the
concave arching of the |ower surface of the plate, formstuds for
bone cont act ”
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“open sections” not having such a description were intended to
have a broader nmeaning. Caim 14, for instance, recites a plate
with “arcuate cut out sections” anal ogous in geonetric position
to the “open sections” in clains 1, 9 and 35.8% Furthernore,
clainms 19, 29, 38 and 48, which depend from i ndependent clains
with the unnodified term “open sections,” claimplates with “at

| east one of the open sections having an arcuate shape.” Because
claimterns are “normally used consistently throughout the

patent,” Phillips, 415 F.3d at 1314, that the term "“open
sections” is given the added limtation of “arcuate” in several
dependent cl ai ns suggests that it was nmeant to have a broader
meani ng el sewhere. Claim38 is particularly probative in this
respect, as it depends fromclaim35, which is one of the
specific clains at issue. “The presence of a dependent claim

that adds a particular limtation raises a presunption that the

[imtation in question is not found in the independent claim?”

Li ebel -Fl arsheim Co. v. Medrad, Inc., 358 F.3d 898, 910 (Fed.
Cr. 2004). This presunption is “especially strong when the

[imtation in dispute is the only nmeani ngful difference between

8 Def endant acknow edges the symetry between these “arcuate
cut out sections” and the “open sections” in other clains, as it
argues that these phrases should be construed in the sane way.

We address the construction of the term “arcuate cut out
sections” in greater detail bel ow
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an i ndependent and dependent claim and one party is urging that
the limtation in the dependent claimshould be read into the

i ndependent claim” SunRace Roots Enter. Co. v. SRAM Corp., 336

F.3d 1298, 1303 (Fed. G r. 2003). The only difference between
clainms 35 and 38 is that the dependent claimadds the very
limtation that Defendant seeks to read into the independent
claim- that the open sections nmust be arch-shaped. Accordingly,
Def endant’ s proposed construction limting “open sections” to
only “arch” or “arcuate” shapes is contradicted by the clains
thenmselves. Plaintiff’s broader construction finds nmuch greater
support when the different clains are conpared to each other.

Def endant asserts, however, that in the specification of the
‘036 patent, the plate is described only as having “arches” and
no ot her types of “open sections.” Thus, according to Defendant,
t he patentee has di savowed ot her types of “open sections” by
failing to disclose themin the witten description. W
di sagree. W have already noted that the Federal Circuit has
cautioned against inporting limtations froma preferred
enbodi ment to restrict the nmeaning of a claimterm “W do not
inport limtations into clains from exanples or enbodi nents
appearing only in a patent’s witten description, even when a
specification describes very specific enbodi nents of the

i nvention or even describes only a single enbodi ment, unless the
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specification nakes clear that ‘the patentee . . . intends for
the clains and the enbodinents in the specification to be

strictly coextensive.”” JVWEnters., Inc. v. Interact

Accessories, Inc., 424 F.3d 1324, 1335 (Fed. Cr. 2005) (quoting

Phillips, 415 F.3d at 1323). The specification of the ‘036
patent does not at all indicate that the clains and enbodi nents
are neant to be “strictly coextensive.” The Sunmary of the

| nvention describes only a plate with “a plurality of contact
el enents extending fromthe | ower surface for contacting bone
during attachnent of the plate to the bone.” The part of the
witten description using the word “arches” explains just one way
of achieving this:

In a preferred enbodi nent, this is achi eved by arching

t he underside of the plate 24 at a transverse curvature

of smaller radius than that of the bone’'s outer contour

25. In the longitudinal direction . . . the underside

of the plate is also shaped with a plurality of arches

26 between the screws 22.
‘036 patent, Col. 2 Il. 61-67 (enphasis added). The
specification nmakes clear that the arches are part of a
particul ar enbodi nent, and never states that this enbodinent is
meant to be “coextensive” with the clains - if anything, it
states the opposite, referring explicitly to a “preferred

enbodi nment.” Thus, we cannot agree with Defendant that the

specification conpels the conclusion that “open sections” can
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only nean “arch-shaped openings,” especially when the | anguage of
the clains thensel ves contradicts such a reading.

Finally, there is no evidence in the prosecution history
that the patentees di savowed all but “arch-shaped” openings. In
fact, Defendant has not even attenpted to argue that the
prosecution history supports its construction. Accordingly, we
agree with Plaintiff that “open sections” should not be construed
to be limted only to “arch-shaped openings.”

We turn next to whether the “open sections” nust be on the
“l ower surface” of the plate, an issue which Defendant did not
address in its briefs. There is sufficient intrinsic evidence to
support the conclusion that the “open sections” nust be nmade in
the |l ower surface of the bone plate. The clains thensel ves
indicate that the studs are forned by an intersection of the open
sections and the “concave | ower surface” of the plate, which
inplies that the open sections nust also be nmade on the | ower
surface. Furthernore, the specification explains that the ‘036
patent covers a bone plate with “a plurality of contact el enments
extending fromthe | ower surface for contacting the bone .
Accordingly, we adopt Plaintiff’s proposed construction for “open
sections,” and find that this termis properly defined as

“undercuts in the | ower surface of the plate that extend
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transversely through a side edge or side wall of the plate

bet ween the screw hol es.”

f. “Open sections formng concavities in the | ower
surface”
In addition to claimng “open sections along the side edges
of the plate between the screw holes,” claim9 goes on to state
“sai d open sections formng concavities in the |ower surface of

the plate . Def endant asserts that this | anguage shoul d
be construed identically to the previously construed “open
sections” and again proffers the construction “arch shaped

openi ngs al ong the outer edges of the bone conpression plate

| ocat ed between the plate’s screw holes.” Plaintiff acknow edges
that the patentee’s use of the nodifier “formng concavities in
the |l ower surface of the plate” neans that the “open sections”
described by this termwuld be arch shaped, and asserts that the
mai n di spute here is that Defendant’s construction does not
require that the concavity be fornmed in the | ower surface (P
Resp. p. 33). Plaintiff argues that the plain neaning of the
phrase conpels a construction of the phrase as sinply “the
undercuts form concave spaces in the | ower surface.”

The phrase in question here nmust be read in the context of

t he surrounding clai mlanguage. This phrase clearly refers to
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the sane “open sections” we discussed in construing the term
“open sections along the side edges of the plate between the

screw hol es,” because it immediately follows that termw th “said
open sections formng concavities in the |ower surface of the
plate.” The use of the word “said” to connect these two phrases
denonstrates that the patentee understood themto refer to the
sanme “open sections” on the plate. W have al ready expl ai ned
that the | anguage of the claimmandates that the “open sections”
be in the lower surface of the plate, and thus apply that
reasoning equally to the termat issue here. Accordingly, we
agree with Plaintiff that the “open sections form ng concavities
in the | ower surface” nust, for obvious reasons, be part of the
| oner surface, and that Defendant’s construction nysteriously
omts this requirenent.

Plaintiff’s proffered construction, however, is overly broad
because it fails to recognize that the “open sections” nust al so
be al ong the side edge of the plate and between the screw hol es.
The i medi ately precedi ng phrase to which “said open sections
form ng concavities” refers nmakes clear that the open sections
are “along the side edges of the plate between the screw holes.”
Furthernore, claim9 goes on to state that “said open sections,
in conbination with the concave undersurface of the plate, fornf]

studs for bone contact along the side edges of the | ower surface
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of the plate.” Adopting Plaintiff’s rather broad construction
woul d not be consistent with the surroundi ng cl ai m| anguage,
which clearly contenplates that the open sections be | ocated on
the “side edge” of the plate and “between the screw holes.”
Because both Plaintiff’s and Defendant’ s proffered
constructions | eave out inportant elenments of the properly
defined term we nust supply a definition that renmedies their
om ssions. Accordingly, we find that “open sections form ng
concavities in the lower surface” is defined as “undercuts al ong
the side edges of the |lower surface of the plate which are
| ocat ed between the screw hol es and which form arch-shaped spaces

in the | ower surface.”

g. “Arcuate cut out sections”

Unlike clains 1, 9, and 35, claim 14 does not contain any
mention of “open sections.” |Instead, claim1l4 recites “arcuate
cut out sections between the [screw] holes, said arcuate sections
form ng concavities in the | ower surface of the plate.” As with
the clains reciting “open sections,” claim14 instructs that
t hese “arcuate cut out sections” intersect with the “concave
| oner surface of the plate” to form“studs for bone contact.”
There is no dispute that these “cut out sections” nust be arch-

shaped. The main di sagreenent between the parties is over
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whet her the "arcuate cut out sections” nust be | ocated on the
side edge of the plate. Defendant asserts that the context of
t he surroundi ng cl ai m | anguage conpels such an interpretation,
and argues that the phrase “arcuate cut out sections” should be
construed as “arch shaped openings al ong the outer edges of the
bone conpression plate.” Plaintiff contends that nothing in the
claimlanguage limts the “arcuate cut out sections” to a
| ocation on the outer edges of the plate, and proffers a
construction for the phrase of “arch-shaped undercuts in the
| ower surface of the plate.” W note that Plaintiff’s
construction restricts the “cut out sections” to the | ower
surface of the plate, while Defendant’s construction contains no
such limtation. Thus, we nust decide whether the “arcuate cut
out sections” recited by claim 14 nust be |ocated on the |ower
surface of the plate, and if so, whether they nmust be |ocated on
the side edges of the | ower surface.

As an initial matter, the cut out sections clearly nust be
| ocated in the | ower surface of the plate. After reciting a
plate with “arcuate cut out sections between the [screw] holes,”
claim 14 goes on to explain that these “arcuate cut out sections
fornf] concavities in the |ower surface of the plate.” W can
concei ve of no explanation - and Defendant has not offered one -

for how concavities could be forned in the /ower surface if the
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“arcuate cut out sections” were nmade in the upper surface or

el sewhere on the plate. Mndating that the cut out sections be
on the I ower surface is also consistent with the specification,
whi ch nmakes clear that it is the bottomor underside of the plate
whi ch is shaped to have “contact el enents extending fromthe

| oner surface for contacting bone.”

The only remaining question is whether the “arcuate cut out
sections” nust be on the side or outer edge of the | ower surface
of the plate. W agree with Defendant that they nust be so
defined. Claiml1l4 recites a plate whose |ower surface is “arched
concavely, transversely to the longitudinal axis,” inline with
the specification’s indication that the plate is designed to
contact the bone only along the edges in order to reduce pl ate-
to-bone contact. On the plate recited by claim 14, the places of
i ntersection between this transversely concave |ower surface with
the “arcuate cut out sections” are where the “studs for bone
contact” are forned. W have already found - and Plaintiff
actually admtted in its briefs - that the “studs” nust be
| ocated on the “side edges” of the plate. |If the studs are, by
definition, formed on the side edge of the |ower surface, then
the “arcuate cut out sections” intersecting with the plate’s
transverse concavity nust also be |ocated on the side edge of the

| oner surface. Wre we to exclude the “side edge” |imtation
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fromthe definition of “arcuate cut out sections,” then claim 14
would - up to the point at which the “studs” are nentioned -
cover a plate with studs el sewhere on the | ower surface, because
they could be forned by “arcuate cut out sections” made in the

m ddl e of the plate. Even by Plaintiff’s own adm ssion, however,
such a plate was not clained by the patentees because the “studs”
nmust be fornmed on the side edge of the | ower surface.

The specification and prosecution history are of little help
in determ ning whether the “arcuate cut out sections” can be
anywhere ot her than the side edges. W note, however, that the
specification explains that a major disadvantage of prior art
pl ates was that nuch (if not all) of their undersurface would
contact and cause “friction” with the bone, and thus inhibiting
healing. In contrast with the prior art explained (and
di agranmed), the plates described in the specification of the ‘036
patent all appear to have their contact elenents on the side edge

of the I ower surface. Wile we nust not inport limtations from

t hese specification enbodinents into the clains, see Taskett, 344

F.3d at 1340, they do provide support for what is already
apparent in the |anguage of claim1l4 - that the “arcuate cut out
sections” nust be |ocated on the side edge of the plate to form

the “studs for bone contact.” Accordingly, we find that “arcuate



cut out sections” nmust be defined as “arch shaped undercuts al ong

the outer edges of the |ower surface of the plate.”

h. “Self-conpressing screw holes”; “self-conpression
screw hol es”

Clainms 26, 45, 53, and 55 recite a bone plate having, inter
alia, a plurality of “self-conpressing” or “self-conpression”
screw hol es, spaced apart along the | ongitudinal axis. The
“sel f-conpressing screw hole” is not further defined or described
in the clainms thenselves. The witten description section of the
speci fication, however, indicates that the plate “my be
constructed with one or nore self-conpressing screw holes of the
type described in U S. Pat. No. Re. 31,628 [the ‘628 patent].”

Def endant argues that this disclosure specifically defines the
term “sel f-conpressing screw hole.” Borrow ng | anguage directly
fromthe Summary of the Invention in the ‘628 patent, Defendant
thus proffers a construction of “screw holes formed with a sl ot
that is elongated in the direction of the |ongitudinal axis of
the plate so that the plate will be shifted relatively along this
axi s when the threaded securing screws are inserted there through
and into the bone part.” Plaintiff contends, though, that the
‘628 patent nerely provides an exanple of a self-conpression

screw hole, and that the court should not inport limtations from
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an exanple in the specification into the clains. Plaintiff
therefore argues that the term should be construed nore broadly,
as “a screw hole which is shaped such that, when it is engaged by
t he underside of the screw head, it will result in an axial

di spl acenent of the bone plate relative to the bone.”

As we have al ready noted, the claimlanguage itself provides
no gui dance as to the nmeaning of the term “sel f-conpressing screw
hole.” The specification, however, states that the invented bone
pl ate may include one or nore self-conpression screw holes of a
specific type - that is, the type disclosed in the ‘628 patent.
An exam nation of the prosecution history reveals that the patent
exam ner determined that term “sel f-conpressing hole,” which
appeared in original claim10, was indefinite. After that
obj ection was nade, the specific disclosure regarding the ‘628
patent was added to the specification. The patentees thus had
the opportunity to define “self-conpressing screw hole” in a
broader fashion, but chose to specifically define it by reference
to the particular screw hole recited by the ‘628 patent.

Plaintiff cannot now attenpt to claima broader definition after
the inventors “limted the invention in the course of
prosecution, making the claimscope narrower than it otherw se

woul d be.” Phillips, 415 F.3d at 1317.
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Accordingly, we will adopt Defendant’s construction of
“sel f-conpression screw holes” and “sel f-conpressing screw
holes.” Those terns will be defined as “screw holes forned with
a slot that is elongated in the direction of the |ongitudi nal
axis of the plate so that the plate will be shifted relatively
al ong the axis when the threaded securing screws are inserted

there through and into the bone part.”

i. “Bone contact area”

| ndependent clainms 35 and 45 further recite bone plates with
“studs for bone contact” having a “bone contact area | ess than 5%
of the total area of the |ower surface of the plate.” Defendant
argues that the term “bone contact area” is insolubly anbi guous
and thus runs afoul of the definiteness requirenent found in 35
US C 8§ 112 1 2.° As a result, Defendant has noved for partial
summary judgnent of invalidity of clainms 35 through 52, all of

whi ch incorporate the term? Plaintiff asserts that a person of

® Paragraph 2 of 35 U.S.C. § 112 requires a patent to
“conclude with one or nore clains particularly pointing out and
distinctly claimng the subject matter which the applicant
regards as his invention.”

10 “Sunmary judgnent is as appropriate in a patent case as
in any other.” Barmag Barner Mschinenfabrik AG v. Mirata Mach.,
Ltd., 731 F.2d 831, 835 (Fed. Cir. 1984). Sunmary judgnment is
proper “if there is no genuine issue as to any material fact and
the noving party is entitled to judgnment as a matter of law.”
Fed. R Cv. P. 56©. An issue is genuine only if there is
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ordinary skill in the art would understand the term “bone contact
area” to nean “the area defined by the bottom surface area of the
‘studs for bone contact.” Because the termis anenable to
construction, Plaintiff argues, it is not indefinite and thus
clainms 35 through 52 are not invalid.

Because 35 U. S.C. § 282 accords a statutory presunption of
validity to a patent, a challenger to that patent bears the
burden of proving by clear and convincing evidence that a patent

is invalid. Mnsanto Co. v. Scruqgs, 459 F.3d 1328, 1336-37

(Fed. GCr. 2006). “Determnation of claimindefiniteness is a
| egal conclusion that is drawmn fromthe court’s performance of

its duty as the construer of patent clains.” Exxon Research &

Eng’g Co. v. U S., 265 F.3d 1371, 1376 (Fed. Cr. 2001). That

determ nation is made by inquiring into whether “the clains at
issue are sufficiently precise to permt a potential conpetitor

to determ ne whether or not he is infringing.” 1d. However, a

sufficient evidentiary basis on which a reasonable jury could
find for the non-noving party, and a factual dispute is materi al
only if it mght affect the outconme of the suit under governing
law. Anderson v. Liberty Lobby, Inc., 477 U S 242, 248 (1986).
The noving party has the burden of showing that there are no
genui ne issues of material fact that would permt a reasonable
jury to find for the non-noving party. Celotex Corp. v. Catrett,
477 U.S. 317, 323 (1986). In conducting our review, we viewthe
evidence in the light nost favorable to the non-noving party and
draw all reasonable inferences in that party’s favor. See Crown
Qperations Int’l, Ltd. v. Solutia, Inc., 289 F.3d 1367, 1375
(Fed. Cir. 2002).
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claimis not indefinite “nerely because it poses a difficult
i ssue of claimconstruction.” |1d. Rather, if the neaning of a
clai m “woul d reasonably be understood by persons of ordinary
skill [in the art] when read in light of the specification,” the

claimis not invalid due to indefiniteness. Ener gi zer Hol di ngs,

Inc. v. Int’'l Trade Commin, 435 F.3d 1366, 1371 (Fed. Cr. 2006).

Accordingly, as we do with the other clains at issue in this
case, we apply ordinary claimconstruction principles to
determ ne how a person of ordinary skill in the art would

understand the term “bone contact area.” See Datam ze, LLC v.

Plumree Software, 417 F.3d 1342, 1348 (Fed. G r. 2005)(“In the

face of an allegation of indefiniteness, general principles of

claimconstruction apply.”); see also Phillips, 415 F.3d at 1314-

18 (outlining the types of evidence to be considered in claim
construction and the weight to be accorded to each).

We agree with Plaintiff that the term “bone contact area”
refers to a neasurable, structural feature of the bone plate and
thus is not “insolubly anbiguous.” Beginning with the clains
t hensel ves, the term “bone contact area” clearly refers to the
“studs for bone contact,” and not the hypothetical bone on which
the plate is to be attached. Independent clainms 35 and 45
specify that those studs are forned as a result of the geonetry

of the plate. The “lower surface” of the plate is first arched
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transversely, so that the plate would only contact the bone on
its outer edges (as we have already discussed in construing
“studs”). Next, portions of the side edge of the |ower surface
are cut out (as we have al ready discussed in construing the
various iterations of “open sections”) so that the “studs” renain
as the only part of the plate designed to make contact with the
bone - this results in the “reduced contact” that is the crucial
goal of the invention. Nowhere in clains 35 or 45 does the ‘036
patent refer to howthe plate is to be inplanted on the bone, or
ot herwi se reference the hypothetical bone to which the plate

m ght be attached. Those clains are thus directed only to the
structure of the plate, and so they inply that the “bone contact
area” is a nmeasurenent of the plate rather than of the portion of
the bone to which it is affixed. The manner in which the
geonetric features of the plate are defined al so indicates that
it is the underside of the studs that is designed to make cont act
with the bone, as the studs are essentially carved out of the

“l oner surface” that woul d ot herwi se be contacting the bone.

The specification also indicates that the “bone contact
area” is the area of the plate designed to touch the bone.
Referring to figures 3 and 4 acconpanying the specification, the
witten description describes how the |ower surface of the plate

is curved and shaped so that “the only contact between plate and
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bone is at points 23.” Again, the specification indicates that
it is the underside of the plate which is shaped and carved out
so that it is only the studs that nake contact with the bone.
The diagrans in figures 3 and 4 support the inference that it is
t hus the underside of the studs that make contact with the bone,
as the shaded areas indicating the bone-plate contact (at points
23) are directly beneath the underside of each stud. The witten
description goes on to state: “The area of contact wth the bone
is reduced to the mininmum practicable. Preferably this is |ess
than 5% of the total area of the |lower surface of the plate and
nost preferably less than 2% ” Having imediately foll owed an
expl anation of how the studs are forned by the geonetry of the
pl ate, “area of contact” here clearly refers to a portion of the
pl ate, not the bone.

Finally, Plaintiff produced expert testinony by a person
skilled in the art of bone plate design and devel opnent that
supports its construction of the term “bone contact area.”
Plaintiff’s expert opined that, in light of the rest of the
patent including the specification, that termclearly referred to
the bottom surface area of the studs forned as a result of the
pl ate geonetry. He also attested that as it constituted a
physi cal geonetric feature of the bone plate, the “bone contact

area” provided definitive limtations as to what is clained by
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the patent. Wiile we do not give as nuch weight to this
testinony as we do to other sources of evidence, it does support
what the intrinsic evidence already indicates - that the term
“bone contact area” is nmeant to be understood as the bottom
surface area of the studs for bone contact.

Def endant al so produced expert testinony by a person skilled
in the relevant art opining that the term “bone contact area” is
i nsol ubl y anbi guous because there is no standard way to neasure
the area of contact between the plate and the bone, and no net hod
of nmeasurenent is provided in the patent. Defendant’s expert,
however, erroneously assuned that the term “bone contact area”
meant that the bone had to be neasured, rather than the plate.

As we have already discussed, when read in the context of the
surroundi ng cl ai mlanguage and the specification, “bone contact
area” clearly refers to the part of the plate itself that is
designed to contact the bone. That is a neasurenent that is not
victimto the subjectivity of individual surgeons using the

devi ce about which Defendant’ s expert warned.

Because it is supported by the intrinsic evidence and expert
testinmony by a person skilled in the art, we wll adopt
Plaintiff’s construction of the term “bone contact area.” The
termis thereby construed as “the area defined as by the bottom

surface area of the studs for bone contact.” Accordingly,
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because it is capable of construction, the termis not indefinite
under 35 U S.C. § 112. Defendant has not carried its burden in
proving that the term nakes the clains incorporating it invalid,
and thus Defendant’s Mdtion for Sunmary Judgnent of invalidity as

to this termis DEN ED

j. “Less than about 2%

Clains 36, 54, and 56 further limt independent clains 35,
53, and 55, respectively by reciting that the “bone contact area”
or the “studs for bone contact” nust be “less than about 2% of
the |l ower surface of the bone plate. Though this termwas not
initially identified for construction, Defendant has noved for
summary judgnent of invalidity of the three clains incorporating
it on the grounds that the termis indefinite. Defendant argues
that there is no way of determ ning what nunerical val ues would
fall with the anbit of “about 2%” there is also no way of
knowi ng what percentages are “less than” that anount, and thus no
way of know ng whether a conpeting product is infringing.

The function of the clains is to delineate the scope of the
invention, and thus “the purpose of the definiteness requirenent
is to ensure that the clains delineate the scope of the invention
usi ng | anguage that adequately notifies the public of the

patentee’s right to exclude.” Datam ze, 417 F.3d at 1347. In
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ot her words, clainms nust be “sufficiently precise to permt a
potential conpetitor to determ ne whether or not he is

infringing.” Mrton Int’l, Inc. v. Cardinal Chem Co., 5 F.3d

1464, 1470 (Fed. Cr. 1993). W agree with Defendant that “Iless
t han about 2% does not sufficiently informa potenti al

conpetitor about what would infringe clains 36, 54, and 56 of the
‘036 patent. The ratio of the studs or bone contact area to the
area of the plate’s Iower surface is a crucial aspect of the
invention in the ‘036 patent, which is directed specifically
towards a plate that m nimzes bone contact. The phrase “l ess
than about 2% is clearly directed at that essential feature, yet
it is inpossible to tell exactly what constitutes “about 2%~

For exanple, a conpetitor whose plate has a bone contact area-to-
| ower surface area ratio of 2.5% or even 3%or 4% would not
know i f he is infringing because there is no indication how nuch
above the 2% threshold the clains at issue actually include.
There is no evidence at all in the intrinsic evidence that the
word “about,” when applied to the ratio of studs-to-plate
surface, has an accepted neaning. Nor does it appear that sone
type of statistical deviation would apply where a tangi bl e device
such as the bone plate here is concerned. Plaintiff has al so

of fered no explanation or testinony by experts or the patentees

as to why the words “about 2% woul d be used, especially when
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other clains in the ‘036 patent (specifically clainms 6 and 58)
and the witten description in the specification omt the vague
“about” and sinply recite a ratio of “less than 2%~

Accordi ngly, because it does not “adequately notif[y] the public
of the patentee’s right to exclude,” Datam ze, 417 F.3d at 1347,
the term“less than about 2% is indefinite. Cains 36, 54, and
56 are thus invalid for failing to satisfy the definiteness
requirenent of 35 U S.C. 8§ 112. Defendant’s Mtion for Summary

Judgnent of invalidity as to this particular termis GRANTED.

2. 486 Patent
a. “Second hole”; “Second plate hole”

| ndependent clainms 1, 14, 16, 17 and 18 of the ‘486 patent
each recite a bone plate having:

an upper surface;

a bone-contacting surface;

at | east one first hole passing through the upper and

bone-contacting surfaces and having a thread; and

at | east one second hol e passing through the upper and
bone- contacting surfaces
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‘486 Patent, Cols. 7-10. The parties disagree as to the meaning
of the term“second hole.”* Plaintiff seeks a broad
construction of the termand asserts that it should be defined as
“a second type of hole different fromthe first type.”
Def endant, however, argues that “second hol e” should be
interpreted as neaning “a hole that is not threaded (i.e. does
not have any threads).” The parties agree that “second hol e’
cannot have the sane neani ng as the phrase “first hole.”'? Qur
task, then, in construing this termis to determ ne whether the
“second hol e” on each cl ai ned bone pl ate nust be non-threaded.
The | anguage of the claimitself is somewhat anbi guous as to
whet her the “second hole” nust be non-threaded. The words “non-
t hreaded” or “non-1ocking” do not appear anywhere in the rel evant
claims. Plaintiff argues that because the clains specifically
say the first hole nust be “threaded,” the absence of a simlar
“non-t hreaded” descriptor when reciting the “second hol e”
i ndi cates that the patentee understood the termto include nore

than sinply non-threaded holes. Conversely, Defendant points out

1 Caim17 also recites that the “shaft portion” of the
cl ai med bone plate has “both first and second plate holes.” The
parti es appear to agree that “second plate hole” should be
interpreted identically to “second hole,” and thus our
construction of “second hole” will apply equally to both terns.

12 The parties have agreed that “first hole” is sinply
defined as “a first type of hole.”
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that the clains also recite “first” and “second” screws that
correspond to the first and second hol es, respectively, and that
the “second screw’ has a non-threaded head. The “first screw in
each claimis described as having both a threaded shaft and a

t hreaded head (for |ocking the screwinto the threaded hole).

The second screw, by contrast, is described as having only “a
shaft with a thread for engagi ng bone and a head . ”
According to Defendant, by reciting a threaded shaft but a head
wi t hout any description, the patentee was describing the “second
screw’ as having threads only on the shaft, |eaving the head non-
t hreaded. Foll ow ng Defendant’s reasoning, this would nmean that
t he correspondi ng “second hol e” would al so not be threaded, so
that it could accept a screw with a non-threaded head. W thout
further support, Defendant’s argunment regardi ng the | anguage
describing the “first and second screws” is mere specul ation,
however, and provides little help in understandi ng whether the
second hol e nust be non-threaded. Plaintiff’s observation that
the word “non-threaded” is conspicuously absent fromthe clains
woul d seemto apply equally to the recitation of the “second
screw,” and the fact that the claimlanguage is silent as to the

head of the second screw only reinforces the anbiguity about the

“t hreadedness” of the second hol e.
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Al t hough the claimlanguage itself does not answer the
question of whether the “second hol e” nust be non-threaded, the
specification strongly contradicts Plaintiff’s argunents for a
broad construction of the term By asserting that it is not
required that the second hol es be non-threaded, but that they
need only be different fromthe first, threaded holes, Plaintiff
in essence argues that the second holes can sinply be a different
type of threaded hole. The specification makes clear, however,
that the patentees intended to invent a bone plate with the
stated advantage of conbining threaded and non-t hreaded hol es.

As an initial matter, we note that the specification nakes
clear that screws with a threaded head are deened “I| ocki ng

screws,” because the head mates with the screw hole to fasten the
plate to the screw.®* Similarly, screws with a non-threaded head
generally are “non-1locking screws.” The specification

i ndi cates that the bone plate system covered by the ‘486 patent

was i ntended to accommodate both | ocki ng and non-1ocking screws.

13 Specifically, the Description section, referring to the
exenplary illustration in Figure 2, explains that “[i]n general

any surgical screw that has a head wth threads can be used
as long as head is of an appropriate size and geonetry for sel ect
pl ate holes of the bone plate and threads nate with the threads
of the plate holes.”

% The Description, referring to the exenplary illustration
in Figure 1, explains that “[i]n general . . . any surgical screw
that has a non-threaded head of an appropriate size and geonetry
for select plate holes of the bone plate can be used.”
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For instance, at the very outset of the specification, the “Field
of the Invention” section states that “[t]he present invention is
directed to a bone plating systemfor fracture fixation, and in
particular to a systemincluding a bone plate having plate hol es
for both |Iocking and non-Iocking screws.” ‘486 patent, Col. 1,
1. 10-12. Next, in the “Background” section, the ‘486 patent
expl ains the “deficiencies of the prior art” that the invention
seeks to overcone, and notes that at |east one of the prior art

pl ate systens did not obtain “the long term benefits of conbining
non-1 ocking screws with | ocking screws.”

The Description section of the specification also supports a
finding that the patentees intended the two types of holes to be
“threaded” and “non-threaded.” Before any specific enbodi nents
are expl ained, the Description section begins by stating “The
bone plating system according to the present invention includes a
bone plate, non-locking screws, and | ocking screws.” This
supports Defendant’s interpretation of the claimlanguage
regarding the “first screw and “second screw,”’” because it
separately enunerates two distinct types of screws that are to be
used with the invention. As the claimlanguage (as well as the
Summary of the Invention in the specification) nakes clear, those
two types of screws are to “remain seated in their respective

hol es for substantially as long as the bone is inplanted”
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(enmphasi s added). That | anguage inplies that, just as the
| ocki ng screw nust have a correspondi ng threaded hole (so that
the threaded head can mate with the threaded hole), the non-
| ocki ng screw nust have a correspondi ng non-threaded hole that is
differentiated fromthe threaded, |ocking hole and screw
conbi nati on

Furthernore, every single enbodi nent disclosed in the
Descri ption contains both threaded and non-threaded hol es for
recei ving | ocking and non-1ocking screws, respectively. W are
aware that in general we nust not inport limtations fromthese

specification enbodiments into the clainms, see Taskett, 344 F. 3d

at 1340, particularly where the specification states that other
enbodi mrents may be devised by persons skilled in the art.
However, the specification of the ‘486 patent also states that
“the appended clains are intended to cover all such nodifications
and enbodi nents which conme within the spirit and scope of the
present invention.” As we have already noted, the intended
“spirit and scope” of the ‘486 patent is limted to a bone plate
system that nmaxi m zes the advantages gotten from comnbi ni ng

| ocki ng and non-1| ocking screws and screw holes. The clains
cannot be interpreted as exceeding that purview - particularly,
we note, where it is the stated advantage over the prior art.

None of the enbodi nents disclosed in the specification exceed
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that scope, as they all conbine | ocking with non-Iocking screw
hol es. Thus, the fact that those enbodi nents all describe the
“second hol e” as sonme type of non-threaded hol e sinply supports
what is nmade apparent by the rest of the specification - that the
pat ent ees understood the “second hole” to be a non-threaded hol e
that could accept a non-1locking screw *

In sum we find that the clainms, when read together with the
specification, indicate that the patentee intended the “second
hol es” to be non-threaded. Accordingly, we adopt Defendant’s
construction for the term and define “second hole” as “a hole

that is not threaded (i.e. does not have any threads).”

b. “Head portion configured and di mensi oned to conform
to a nmetaphysis of bone”; “Shaft portion configured and
di mensi oned to conformto a diaphysis of bone”
The bone plate directed by independent clains 1, 14, 16, 17
and 18 of the ‘486 patent is also described as having “a head

portion configured and di nensioned to a netaphysis of a bone” and

15 W note that the specification in the ‘486 patent differs
fromthat in the ‘036 patent because there is anple evidence of
the patentee’s intent to define “second hole” in a particular way
outside the enbodi ments thensel ves. By contrast, when we
considered the neaning of the term“studs” in the ‘036 patents,
there was no evidence outside of the preferred enbodi nents that
the patentees intended to restrict themto “pointed tips.”
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a “shaft portion configured and di nensioned to conformto a
di aphysis of a bone.”' The parties say they disagree about the
meani ng of “configured and di nensioned to conforni in each of
t hese phrases fromthe clains, but their proposed constructions
do nothing to clarify what the patentee’s intention was, or how a
person skilled in the art woul d understand the disputed | anguage.
Plaintiff asserts that “head portion configured and di mensi oned
to conformto a nmetaphysis of a bone” should be construed as “the
head portion is shaped to correspond generally to the contours of
t he nmetaphysis of the bone.” Defendant, neanwhile, asserts that
t he sane phrase shoul d be construed as “the end of the bone plate
that is curved to fit the contours of the netaphysis of the
bone.” The crux of the proposed definitions is that Plaintiff
bel i eves “configured and di nensioned to conforn is properly
construed as “shaped to correspond general ly” while Defendant
believes it should nmean “curved to fit.”

A court need not construe every single disputed term and we
decline to do so here. “Claimconstruction is a matter of
resol ution of disputed neani ngs and technical scope, to clarify

and when necessary to explain what the patentee covered by the

® The word “netaphysis” generally describes the w dened end
portion of a |ong bone, while the “di aphysis” is the shaft
portion of a | ong bone.
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clainms, for use in the determnation of infringenent.” U.S.

Surgical Corp. v. Ethicon, Inc., 103 F.3d 1554, 1568 (Fed. G r

1997). Neither party has explained howits proffered definition
woul d be any clearer for a juror than the plain | anguage of term
inthe claimitself. Plaintiff argues that the termnust allow
for the plate’s user to adapt or bend the plate for inplantation
onto specific, uniquely shaped bones. But the plain nmeaning of
the terns already allows for that phenonenon, because “confi gured
and di mensi oned to conforni is directed to how one skilled in the
art would nake the plate, not how a hypothetical surgeon would
|ater manipulate it in individual cases. Plaintiff has not
expl ai ned why the plain | anguage woul d prevent | ater “adaptation”
to uni que bone structures, and replacing those words with “shaped
to correspond generally” would do nothing to further clarify for
the jury what the clainms cover - in fact, the anmbiguity of
“generally” may actually nmake its neaning /ess clear.

Unlike Plaintiff’s proposed construction, Defendant’s
proffered definition of “curved to fit the contours” at |east
appears in the patent itself. These words are taken directly
fromthe specification, in which the description of two
particul ar enbodi ments uses the words “curved to fit the
contours” when describing the head portion of the plate.

However, in no part of the specification do the patentees state
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that “configured and di nensioned to conforni is specifically
defined as “curved to fit the contours” of the bone. W have
al ready noted that wi thout nore evidence to support it, we wll
not inport selected portions of descriptions of specific

enbodi nents into the clains. See Taskett, 344 F.3d at 1340.

Furthernore, even if we were to follow Defendant’s strict use of
t he specification and acconpanying figures, we would end up
describing the shaft portion - which the illustrations clearly
show to be straight - as “curved.” Caimterns are “normally
used consistently throughout a patent,” Phillips, 415 F. 3d at
1314, and thus replacing “configured and di nensi oned to confornf
wth “curved to fit” in all instances would | ead to strange
results where the shaft portion of the plate is concerned.

Def endant’ s proposed definition of “curved to fit,” then, may
actually confuse the jury nore than the plainly adequate
“configured and di mensioned to conform” The specification's
description of the plate head as “curved” or “twisted” is sinply
one exanpl e of how the plate can be “configured and di nensi oned
to conform” The plain |anguage of the claimclearly describes
the “fittedness” of the plate to the bone contours - a feature
wi th which Def endant seens particularly concerned - and neither
Plaintiff’s nor Defendant’s proposed constructions would further

clarify it for the jury. Accordingly, we give no construction to
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t he phrases “head portion configured and di nensi oned to conform
to a nmetaphysis of a bone” and “shaft portion configured and

di rensioned to conformto a diaphysis of a bone.”

c. “Trapezoi dal shaped cross section”

Claim8 of the ‘486 patent and clainms 12 and 39 of the ‘744
patent are directed to a bone plate having, inter alia, a
“trapezoi dal shaped cross-section” in regions between the plate
hol es. The specifications of the ‘486 and ‘744 patents explain
that this feature hel ps mnimze contact between the plate and
t he bone, which in turn reduces danage to bl ood supply and
facilitates plate renoval. In describing enbodi nents which nmake
use of this feature, the specification of each patent refers to
Figure 11, which provides an illustration of a “trapezoi dal
cross-section” of the bone plate between the holes. The parties
essentially disagree over the relevance of this illustration in
defining “trapezoidal cross-section.” Defendant submts that it
must be defined as “having the shape shown in the cross-hatched
portion of Figure 11” - in other words, that it must nmatch the
illustration. Plaintiff, however, asserts that the illustration
is but one exanple of what a “trapezoi dal shaped cross-section”

m ght 1 ook like, and offers that the termshould be defined as “a
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cross-section with a shape simlar to the cross-hatched portion
of Figure 11.”

Once again, the Defendant seeks to inport a description of
one particul ar enbodinent to restrict the meaning of a claim
term However, the specification does not state that the
specific enbodinents and claimterns are coextensive. See JVW
Enters., 424 F.3d at 1335 (noting that specific enbodi nents
shoul d not be read as coextensive with the clains unless
specifically prescribed by the patentee). In fact, the
specification of each patent states that “[while it is apparent
that the illustrative enbodi nents of the invention herein
disclosed fulfill the objectives stated above, it will be
appreci ated that nunmerous nodifications and ot her enbodi nents nmay
be devised by those skilled in the art.” Indeed, as Plaintiff
points out, the term “trapezoi dal shaped cross section” was
understood by the patent exam ner to include trapezoidal shapes
simlar to those found in other bone plates. Thus, one skilled
in the art would not believe the “trapezoidal cross-section”
recited in the clains is restricted to only that shape shown in
Figure 11.

Accordingly, we adopt Plaintiff’s construction of the term

and find that “trapezoi dal shaped cross-section” is defined as “a
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cross-section with a shape simlar to the cross-hatched portion

of Figure 11.”

d. “An edge inclined at an angle to the upper surface
toward the bone-contacting surface for displacing the
bone pl ate when engaged by the head of a second bone
screw’

Claim9 of the ‘486 patent recites a bone plating systemin
whi ch at | east one of the second hol es “has an edge inclined at
an angle to the upper surface toward the bone-contacting surface
for displacing the bone plate when engaged by the head of a
second bone screw.” Plaintiff proffers a construction for this
phrase of “an angled ranp or oblique portion in the second hole
that is sufficient to provide for displacenent of the bone when
engaged by the head of a second bone screw.” |n other words,
Plaintiff asks the court to construe “an edge inclined at an
angle to the upper surface toward the bone-contacting surface” as
“an angled ranp or oblique portion in the second hole sufficient
to provide for [bone] displacenent.” Defendant, however,
contends that the claimlanguage requires no construction, and we
agr ee.

The Federal Circuit has noted that “[i]n sonme cases, the

ordi nary meani ng of cl ai mlanguage as understood by a person of
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skill in the art may be readily apparent even to |ay judges, and
claimconstruction in such cases involves little nore than the
application of the widely accepted neaning of comonly under st ood
words.” Phillips, 415 F.3d at 1314. Wth the phrase in
guestion, we are presented with such a case. Caim1, from which
claim9 depends, already explains that the “second hol e’ passes

t hrough the upper and bone-contacting (i.e. lower) surfaces.

Thus, the plain |anguage of claim9 indicates that the “inclined
edge” nmust be in the screw hole, extending fromthe upper to the
| ower surface. Plaintiff’s proposed construction, which is taken
directly fromthe description of a specific enbodinment in the
specification, nerely explains this feature using other words and
is not inherently clearer than the claimlanguage. As we have

al ready expl ained, we are reluctant to inport |anguage used to
describe a specific enbodinment into the clains when that

enbodi nent is not clearly neant to be coextensive with the
claims. There is no evidence in the specification or prosecution
hi story that indicates the claimlanguage shoul d have anyt hing
other than its plain neaning. Accordingly, we decline to
construe the phrase “an edge incline at an angle to the upper
surface toward the bone-contacting surface for displacing the

bone pl ate when engaged by the head of a second bone screw.”
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3. ‘744 Patent?'’
a. “A non-perpendicul ar angular orientation with
respect to the plane defined by the upper surface of
the plate”

Clainms 27 and 51 of the ‘744 patent, which depend from

clains 24 and 50, respectively, recite a bone plate wherein at

| east one of the holes on the head portion of the plate has a
“non- per pendi cul ar angul ar orientation with respect to the plane
defined by the upper surface of the plate.” According to the
specification, the purpose of this feature is to arrange the

| ocki ng screws, when attaching the plate to the bone, in a way
that forces themto converge toward one another. This aids in
affixing the plate to the bone. Plaintiff urges that the
“angul ar orientation” of the hole nust be essentially determ ned

on a hol e-by-hol e basis, and thus proffers a construction of

7 The parties initially identified four phrases fromthe
‘744 patent for construction. In its response brief, however,
Def endant acknow edged that it is willing to adopt Plaintiff’s
constructions for two of them First, clains 1, 24 and 53 recite
a bone plate having, inter alia “a plurality of arched cut-outs
extending transverse to the |ongitudinal axis” of the plate.”
The parties now agree that this phrase should be construed as
sinply “a plurality of undercuts that have a shape |ike an arch
and that extend in a direction transverse to the |ongitudi nal
axis.” Second, claim24 also recites a plate that has a “thinner
cross section in regions between the plate holes. The parties
now agree that this termshould be construed as “the thickness of
the cross section of the plate at a region between the holes is
| ess than other regions of the plate.” W wll adopt the agreed-
upon constructions for these ternmns.
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“forming an angle that is not at a right angle to the upper
surface of the plate at the hole.” Defendant contends that there
is no support in the patent for adding the words “at the hole,”
and mai ntains that the claimlanguage should sinply be given its
ordi nary and customary neani ng.

On its face, the claimlanguage nakes clear that the angular
orientation of the hole is to be defined in relation to plane
defined by the upper surface of the plate. Nowhere in the clains
t hensel ves did the patentee narrow that benchmark to only those
parts of the upper surface that were “at the hole,” and we cannot
find anything else in the context of the clains to support
Plaintiff’s assertion that such a restriction should exist. The
fact that the patentees had the opportunity to provide such a
restriction but did not do so inplies that they did not intend to
include it.

Plaintiff argues, however, that the patentees specially
defined the way the angular orientation is neasured in the
specification. Several of the drawi ngs acconpanying the witten
description depict angul ar neasurenents of nunerous screw hol es,
and Plaintiff contends that they show that these neasurenents
occur relative to the upper surface of the plate at the boundary
of each hole. But as even Plaintiff acknow edges, the Federal

Circuit has warned that “draw ngs [depicting the preferred
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enbodi ment] are not nmeant to represent ‘the’ invention or to
limt the scope of coverage defined by the words used in the

clains thenselves.” Varco, L.P. v. Pason Syst. USA Corp., 436

F.3d 1368, 1375 (Fed. Cir. 1376). The drawi ngs to which
Plaintiff refers merely provide exanpl/ es of how t he angul ar
orientation may be neasured with respect to the upper surface of
the plate. The rest of the specification - including the witten
description - is silent on whether the plane providing the basis
for neasuring angul ar orientation nust be considered only at the
rel evant screw hole. Thus, we find no support for Plaintiff’s
readi ng of such a restriction into the cl aimns.

Accordingly, we decline to construe the phrase “non-
per pendi cul ar angul ar orientation with respect to the plane
defined by the upper surface of the plate.” The plain and
ordi nary meani ng of the phrase is clear and descriptive, and the
intrinsic evidence does not indicate that the patentee intended

to alternatively define it.

b. “Head portion lies in a plane different fromthe
pl ane in which the shaft portion |ies”
Clainms 10 and 38 of the ‘744 patent, which depend from
clains 1 and 24, respectively, further recite a bone plate

wherein “the head portion [of the plate] lies in a plane
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different fromthe plane in which the shaft portion lies.”
Plaintiff asserts that this phrase should be construed as “the
head portion and shaft portion are in different planes.”

Def endant, however, contends that the ordinary neaning of this
termis clear and it does not need to be construed, and we agree.

Plaintiff’s proposed “interpretation” has no support in the
intrinsic evidence. It is based alnost entirely on Plaintiff’s
own specul ati on about what Defendant intends to argue at the
i nfri ngement phase, and not on what a person skilled in the art
woul d understand the claimtermto nean. |In fact, Plaintiff has
not even explained howits proffered construction differs from
the claimlanguage itself, since it sinply drops the word “lies”
wi thout even a hint as to howthat clarifies its meaning.

The neani ng of the phrase “the head portion lies in a plane
different fromthe plane in which the shaft portion lies” has a
pl ain and ordi nary neaning, and there is no evidence indicating
that the patentees neant to provide it with a special definition.

Accordingly, we will not construe this claimterm

C. Concl usion
Havi ng consi dered the papers submtted by the parties and
t he argunents of counsel during the Marknman hearing, the court

interprets the disputed claimterns as set forth above and as
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sumari zed in the order follow ng this menorandum  Furt hernore,
Def endant’ s Motion for Partial Sunmary Judgnent of Invalidity is
GRANTED I N PART and DENIED IN PART. The term “bone contact area”
is amenable to construction and thus is not indefinite.
Accordingly, Defendant’s Mdtion with respect to that termis

DENI ED. However, the term*“less than about 2% is insolubly

anbi guous and thus fails the definiteness requirenent of 35
US C 8§ 112. Accordingly, Defendant’s Mtion wth respect to
that termis GRANTED and clains 36, 54, and 56 of the ‘036 patent
are invalid as a matter of |aw.

An order foll ows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVANI A
SYNTHES (USA),
Plaintiff, . OVIL ACTION
vs. . 03-cv-0084
SM TH & NEPHEW | NC.,

Def endant .

ORDER

AND NOW this 4t h day of February, 2008, upon
consi deration of the subm ssions of the parties and for the
reasons stated in the acconpanyi ng nmenorandum it is hereby
ORDERED that the Mdtion is GRANTED I N PART and DENI ED I N PART.
Judgnent as a matter of law is hereby ENTERED in favor of
Def endant as to the ‘036 Patent’s use of “less than about 2%~
and clainms 36, 54 and 56 of the ‘036 Patent are invalid as a
matter of law. Defendant’s Mtion for Sumrary Judgnent of
Invalidity of any clains using the term “bone contact area” is
DENI ED.

It is further ordered that the claimconstruction regarding

the di sputed | anguage in the patent is as foll ows:



CLAI M LANGUAGE

CONSTRUCTI ON

“Lower surface”

t he undersi de surface of the bone
conpression plate which does not
i nclude the area of any hol es

“ St uds”

the portions along the side edges
of the | ower surface of the

pl ate, defined by the conbination
of the open sections and the
concave | ower surface, that
provi de reduced contact areas

“Studs for bone contact

ext endi ng downwards fromthe
| ower surface and bel ow t he
side wal | s”

(no separate construction
necessary)

“The intersection of
surfaces fornmed by said cut
out sections and the concave
| oner surface of the plate
form ng studs for bone
contact”

the studs are forned along the
si de edges of the plate by the
i ntersection of the cut out
sections and the concave | ower
surface of the plate

“Open sections along the

si de edges of the plate

bet ween the screw hol es”;
“Open sections |ying between
el ongat ed screw hol es”

undercuts in the |l ower surface of
the plate that extend
transversely through a side edge
or side wall of the plate between
t he screw hol es

“Open sections formng
concavities in the | ower
surface”

undercuts along the side edges of
the I ower surface of the plate
whi ch are | ocated between the
screw hol es and which form arch-
shaped spaces in the | ower
surface

“Arcuate cut out sections”

arch shaped undercuts al ong the
outer edges of the |ower surface
of the plate




CLAI M LANGUAGE

CONSTRUCTI ON

“Sel f - conpressing screw
hol es”; “Sel f-conpressed
screw hol es”

screw holes formed with a sl ot
that is elongated in the
direction of the |ongitudinal
axis of the plate so that the
plate will be shifted relatively
al ong the axis when the threaded
securing screws are inserted
there through and into the bone
part

“Bone contact area”

the area defined by the bottom
surface area of the studs for
bone cont act

“Less than about 2%

(I'ndefinite)

“Second hol e”;
hol e”

“Second pl ate

a hole that is not threaded (i.e.
does not have any threads)

“Head portion configured and
di mrensioned to conformto a
nmet aphysi s of a bone”

(no construction necessary)

“Shaft portion configured
and di mensi oned to conform
to a di aphysis of a bone”

(no construction necessary)

“Trapezoi dal cross section”

a cross-section with a shape
simlar to the cross-hatched
portion of Figure 11

“An edge inclined at an
angle to the upper surface
toward the bone-contacting
surface for displacing the
bone pl ate when engaged by
t he head of second bone
screw’

(no construction necessary)




CLAI M LANGUAGE

CONSTRUCTI ON

“A plurality of arched cut-
outs extending transverse to
t he | ongi tudi nal axis”

a plurality of undercuts that
have a shape |like an arch, and
that extend in a direction
transverse to the |ongitudina
axi s

“Thi nner cross section in
regi ons between the plate
hol es”

t he thickness of the cross-
section of the plate at a region
bet ween the holes is |less than
ot her regions of the plate

“A non- per pendi cul ar angul ar
orientation with respect to
t he pl ane defined by the
upper surface of the plate”

(no construction necessary)

“Head portion lies in a
pl ane different fromthe
pl ane in which the shaft
portion lies”

(no construction necessary)

BY THE COURT:

s/J. Curtis Joyner

J. CURTIS JOYNER, J.



