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BACKGROUND
Plaintiff Carl Lewis brings this suit agai nst Defendant

Marriott International, Inc. (“Marriott”) for fal se advertising
under the Lanham Act and unaut horized use of his nane under
Pennsyl vani a statutory and comon |law. Lewi s was the executive
chef at the Downtown Courtyard by Marriott in Phil adel phia until
he left in 2005 to start a private catering business. Lews
all eges that after his departure, and contrary to his expressed
intent, Marriott continued to use his nane in materials used to
sel |l weddi ng packages. Lewi s seeks conpensatory and punitive
damages, injunctive relief, and attorney’s fees. Before the

Court is Marriott’s notion to dism ss the conpl aint.



1. DI SCUSSI ON

Lew s chal l enges Marriott’s use of his name with four
causes of action: 1) false advertising in violation of the Lanham
Act, 15 U.S.C 8§ 1125; 2) unauthorized use of nane in violation
of 42 Pa. Cons. Stat. 8§ 8316; 3) m sappropriation of right of
publicity; and 4) invasion of privacy by m sappropriation of

nane. Marriott noves to dismss all four counts.

A Legal Standard

In deciding a notion to dismss for failure to state a
cl ai mupon which relief can be granted, the Court nust *“accept as
true all allegations in the conplaint and all reasonable
i nferences that can be drawn therefrom and view themin the

[ight nost favorable to the non-noving party.” DeBenedictis v.

Merrill Lynch & Co., Inc., 492 F.3d 209, 216 (3d Gr. 2007)

(quotation omtted). The Court need not, however, “credit either
bal d assertions or |egal conclusions in a conplaint when deciding
a notion to dismss.” |[d. (quotation omtted). View ng the

conplaint in this manner, the Court nust dismss the conplaint if

it fails to state a clai mupon which relief can be granted.?

! Marriott contends that the Supreme Court’s recent
decision in Bell Atlantic Corp. v. Twonbly, 127 S. C. 1955
(2007), raised the notice pleading standard under Rule 8(a), now

requi ring enough “[f]actual allegations . . . toraise aright to
relief above the speculative |evel on the assunption that all of
the conplaint's allegations are true.” 1d. at 1965. This

contention is dubious at best. First, the applicability of
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B. Fal se Advertising Under the Lanham Act

The Lanham Act creates a federal cause of action for
certain types of false representations:

Any person who, on or in connection wth any goods or
services . . . uses in conmerce any . . . name . . . Ofr
fal se or m sl eading description of fact, or false
or m sleading representation of fact, which . . . is
likely to cause confusion, or to cause m stake, or to
deceive as to the . . . association of such person with
anot her person, or as to the origin, sponsorship, or
approval of his or her goods, services, or conmercial

activities by another person, or . . . in comercial
advertising or pronotion, msrepresents the nature,
characteristics, [or] qualities . . . of his or her or

anot her person's goods, services, or comerci al
activities, shall be liable in a civil action by any
per son who believes that he or she is or is likely to
be damaged by such act.

Twonbly to non-Sherman Act clainms is unknown. The Suprenme Court
has not yet applied Twonbly’'s “above the specul ative |evel”
standard outside the antitrust context; however, the Third
Crcuit has done so at |east once. See Victaulic Co. v. Tieman,
499 F.3d 227, 234 (3d GCir. 2007) (breach of non-conpete covenant
clainm; see also Mndbridge.com Inc. v. Testa, No. 06-4985, 2007
W. 2108555 (E.D. Pa. July 19, 2007) (applying Twonbly to Lanham
Act claim. Second, although the Suprene Court “retired” the “no
set of facts” language in Conley v. G bson, 355 U S. 41 (1957),

it expressly disclained altering the scope of the Federal Rules
of Cvil Procedure. Twonbly, 127 S. C. at 1973 n. 14; see also
United States v. Torkelsen, No. 06-5674, 2007 W. 4245736, at *6
n.2 (E.D. Pa. Dec. 3, 2007) (“Defendants’ reliance on [ Twonbly],
for the proposition that the standards for pleading allegations
of conspiracy required to survive a notion to dism ss have been
significantly altered, is msplaced.”); Behrend v. Contast Corp.
No. 07-219, 2007 W 2221515, at *5 (E.D. Pa. Aug. 1, 2007)

(“[Twonbl y]--by its own ternms--did not inpose a hei ghtened
pl eadi ng standard. . . . [The] standard, the Court specified, did

not alter the ‘short and plain statenment’ requirenent specified
in Rule 8(a)(2).”). The Court need not reach these issues,
however, because the allegations in the conplaint are sufficient
to “raise aright to relief above the speculative |evel.”
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15 U.S.C. § 1125(a)(1). Marriott challenges Lewi s’s Lanham Act
claimfor lack of subject matter jurisdiction and failure to

state a claim

1. Subj ect nmatter jurisdiction

The Lanham Act’s grant of jurisdictionis limted to
clainms alleging fal se or m sleading representations that are used

“in conmerce.” 15 U. S.C. § 1125(a)(1); see also id. § 1127 (“The

word ‘conmerce’ neans all conmerce which may |awful ly be

regul ated by Congress.”); Novartis Consuner Health, Inc. V.

Johnson & Johnson- Merck Consuner, 290 F.3d 578, 586 (3d Cr

2002) (interpreting 88 1125 and 1127 to refer to “interstate
commerce”). It is well established that “[t] he comrerce

requi renent has been broadly interpreted.” U.S. Healthcare, Inc.

v. Blue Cross, 898 F.2d 914, 922 (3d Cir. 1990); Hi ghmark, Inc.

v. UPMC Health Plan, Inc., 276 F.3d 160, 165 (3d Cir. 2001)

(“Congress's authority under the interstate commerce clause

extends even to purely intrastate activity if that activity

substantially affects interstate commerce.” (quoting United

States v. Lopez, 514 U.S. 549, 558-59 (1995))).

Here, Lewis clainms that Marriott’s continued
use after his resignation of marketing materials representing
that its weddi ng packages are catered by “our Chef Carl Lewis” is

a false representation in violation of the Lanham Act. (Conpl. 1
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1 & Ex. A/) Lews alleges that Marriott “is a worl dw de operator
and franchi sor of over 2,800 hotels and related facilities,” and
that the Marriott hotel where he was fornmerly enployed is | ocated
in Philadelphia. [1d. 1 4. Lews further alleges that his renown
as a manager and chef extends to the greater Phil adel phia area,
id. 1Y 8, 13, and that his weddi ng packages were sought after by
the public due to his reputation, id. 1 17.

Al though Lewis’s jurisdictional allegations are
general, drawi ng reasonable inferences in his favor at this
stage,? the conplaint sufficiently alleges that Marriott used
fal se representations “in commerce.” It is reasonable to infer
that custoners fromthe greater Philadel phia area--including New
Jersey and Del aware--woul d plan a wedding at a prom nent hotel in
Phi | adel phi a, especially given the alleged extent of Lewis's

renown. Accord S&C Rest. Corp. v. Sofia's Diner Rest., Inc., No.

98-5972, 1999 W. 627914, at *1 (E.D. Pa. Aug. 18, 1999)
(allegations sufficient to denonstrate fal se representati ons used
“in comrerce” because, inter alia, “the restaurant is |ocated
next to Interstate 95 and attracts out of state custoners” and “a

substantial portion of the food and supplies utilized . . . nove

2 As with Rule 12(b)(6), where “defendants nove to
di smiss a conplaint under Rule 12(b)(1) for failure to allege
subject matter jurisdiction we treat the allegations of the
conplaint as true and afford the plaintiff the favorable
inferences to be drawn fromthe conplaint.” NE Hub Partners,
L.P. v. CNG Transm ssion Corp., 239 F.3d 333, 341 (3d Cr. 2001).

5



ininterstate comerce”). Therefore, the notion to dism ss for

| ack of subject matter jurisdiction will be denied.?

2. Failure to state a claim

Marriott next argues that the Lanham Act cl ai mshould
be dismssed for failure to state a claim Marriott argues that
the conplaint fails to allege an essential elenent of a false
advertising claimunder the Lanham Act: that the inproperly used
nane is a “mark” that is “valid and legally protectable.”*

Tillery v. Leonard & Sciolla, LLP, 437 F. Supp. 2d 312, 320 (E. D

Pa. 2006) (citing Opticians Ass'’n of Am v. Indep. Opticians of

3 The Court has jurisdiction over Lewis’s Lanham Act
claim and thus may exercise supplenental jurisdiction over the
state law cl ai ns because they are “so related . . . that they
formpart of the sanme case or controversy.” 28 U S . C. 8§ 1367(a).
Mor eover, no ot her considerations suggest that the Court should
deny supplenental jurisdiction. 1d. 8 1367(c).

4 The text of § 1125(a), also known as § 43(a) of the
Lanham Act, does not itself require a “valid and legally
protectable mark.” Nonethel ess, the Suprene Court has stated:

The Lanham Act was intended to make actionabl e the
deceptive and m sl eadi ng use of marks and to protect
per sons engaged i n comrerce agai nst unfair conpetition.
. [ Section] 43(a) . . . protects qualifying

unregi stered trademarks and . . . the general
principles qualifying a mark for registration under § 2
of the Lanham Act are for the nost part applicable in
determ ni ng whether an unregistered mark is entitled to
protection under § 43(a).

Two Pesos, Inc. v. Taco Cabana, Inc., 505 U S. 763, 767-68
(1992). Therefore, Lewis nust allege facts sufficient to show
that his nanme is “protectable” under the Lanham Act.

6



Am , 920 F.2d. 187, 192 (3d G r. 1990)).

Lew s prem ses his Lanham Act claimon the inproper use
of his nanme. “Personal nanes can serve as a trademark,” but they
“require a showi ng of ‘secondary neaning’ in order to be
protectable.” 1d. at 321.

A personal nanme acquires secondary nmeaning as a nmark
when the nane and the busi ness becone synonynous in the
public m nd and the secondary neani ng subnerges the
primary nmeaning of the nanme as a word identifying a
person, in favor of its meaning as a word identifying
t hat busi ness.
Id. (quotations omtted). Secondary neani ng nust exist “at the
time and place that defendant began use of the mark.” Comerce

Nat. Ins. Servs., Inc. v. Commerce Ins. Agency, lnc., 214 F.3d

432, 438 (3d Gr. 2000). 1In short, Lewis nust allege that the
name “Carl Lew s” was synonynous with event planning and catering
at the time Marriott began to inproperly use it.

Al though there is “not yet a consensus as to [the]
specific el enents” of secondary neaning, the Third Crcuit has
enunerated certain factors to guide a court’s inquiry:

(1) the extent of sales and advertising leading to
buyer association; (2) length of use; (3) exclusivity
of use; (4) the fact of copying; (5) customer surveys;
(6) custoner testinony; (7) the use of the mark in
trade journals; (8) the size of the company; (9) the
nunber of sales; (10) the nunber of custoners, and (11)
actual confusion.
Commerce, 214 F.3d at 438. The factors enunerated above are “[a]

non-exclusive list,” id., and thus the absence of any particul ar

factor does not necessarily require dismssal.
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Here, the conplaint contains several allegations
relating to secondary neaning and is sufficient to state a claim
for fal se advertising under the Lanham Act. Lew s alleges that
he “is a well known chef, caterer, and event planner in the
Phi | adel phi a area, whose excellent reputation in the food and
beverage and event planning industry has been cultivated by a
string of successful endeavors in the Phil adel phia region as far
back as the early 1980's [sic].” (Conpl. ¥ 10.) Lew s goes on
to catal ogue his years of experience and success in the industry,
describing with particularity his success within the Marriott
organi zation. 1d. Y 11-19. Inportantly, Lewis alleges that the
success of Marriott’s weddi ng packages was due to reliance on his
“dynam c personality to market and sell these packages to
potential clients” and his “interaction with custoners, which, in
turn, resulted in [hin] gaining significant name recognition in
the industry.” 1d. § 17. Lew s alleges that Marriott generated
over $2 mllion in revenue fromhis weddi ng packages in 1999, his
first year as executive chef, and over $4 mllion in 2005. 1d.
19 19-20. Finally, Lewms alleges that, after his resignation,
Marriott copied his nane w thout perm ssion and “custoners were
m sled and will continue to be msled into believing that Carl
Lewis is the Executive Chef” for Marriott, id. 1Y 23, 25 & Ex A

The conplaint thus alleges a substantial “length of

use”--fromat |east 1999 through 2005--of Lewis’s nane and a



great “extent of sales and advertising |eading to buyer
association” of his name with event planning and catering,
leading in turn to a large “nunber of sales.” Mreover, Lews
all eges “the fact of copying” and “actual confusion” resulting
therefrom Therefore, Lewis alleges facts sufficient to show
that his nane had acquired a secondary neaning by at |east 2005,
whi ch was before Marriott’s allegedly inproper use of the nane in

the summer of 2006. See Commerce, 214 F.3d at 438.

Marriott argues that the conplaint should be dism ssed
because Lewis “has failed to plead the necessary factors,” has
relied on “his own subjective opinion that his nane is entitled
to protection,” and because the “words ‘secondary neaning appear
nowhere in the Conplaint.”

Marriott is incorrect. First, as illustrated above,

t he conpl aint contains many all egations pertaining to the
Commerce factors determ ning secondary neani ng. Mreover, the
list of factors enunerated in Commerce i s non-exclusive, and thus
does not require a conplaint to allege all the factors |isted.

Second, Lewi s does not rely only upon his subjective
opi nion to denonstrate the association of his nanme wth event
pl anni ng and catering; rather, he describes his |engthy
experience in the industry and alleges Marriott’s reliance on his
interaction with custoners to pronote weddi ng packages that were

branded with his nane. Because Lew s’s weddi ng packages are



all eged to have brought in significant revenue, it is reasonable
to infer that his personal marketing was successful with the
public and thus created an associ ati on between the nanme “Car
Lew s” and event planning and catering.

Third, the words “secondary neani ng” need not appear in
the conplaint; the conplaint need only contain allegations that,
in the light nost favorable to Lewi s, denonstrate the existence

of a secondary neaning. First Am Mtg. Corp. v. Canella, No.

03-812, 2004 W 250537, at *4 (E.D. Pa. Jan. 26, 2004) (citing

Cty of Pittsburgh v. W Penn Power Co., 147 F.3d 256, 263 (3d

Cr. 1998)) (“The fact that the Conpl aint does not use the term
‘secondary neaning,’ is not dispositive.”).

Finally, Marriott attaches the declaration of its
Phi | adel phi a General Manager, James Gratton, in an attenpt to
controvert the allegations of the conplaint. Such a declaration
is inmproper in a facial attack on the conplaint under Rule
12(b)(6), where the well-pleaded allegations of the conplaint are
accepted as true. Therefore, the notion to dismss the Lanham

Act claimfor false advertising will be denied.

2. Unaut hori zed Use of Nane Under Section 8316

Pennsyl vani a statute creates a cause of action for

unaut hori zed use of nane or |ikeness:
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Any natural person whose nane or |ikeness has
comercial value and is used for any comrercial or
advertising purpose without the witten consent of such
natural person . . . may bring an action to enjoin such
unaut hori zed use and to recover danmages for any | oss or
injury sustained by such use.
42 Pa. Cons. Stat. 8§ 8316. Marriott argues that Lewi s has failed
to allege that his nane has “commercial value.” The term
“conmmercial value” is defined as “[v]aluable interest in a
natural person’s nanme or |ikeness that is devel oped through the
investnment of tine, effort and noney.” |d.

The al |l egations di scussed above plead commerci al val ue
in the nane “Carl Lewis.” Lews details with particularity the
investnment of tinme fromthe early 1980s onward that he nade in
creating a reputation in the industry. Further, Lew s describes
the investnent of effort and noney in pronoting and selling his
weddi ng packages through Marriott. The revenue figures alleged
by Lewis further support the claimthat his investnent of effort
has paid off, as evidenced by the comrercial success of his

weddi ng packages. Therefore, the notion to dismss the claimfor

unaut hori zed use of nane under section 8316 will be denied.?®

5 The parties quibble over whether Lewis is entitled to a
presunption of comrercial val ue because Marriott used his nane in
advertising material. See Fanelle v. LoJdack Corp., No. 99-4292,
2000 W. 1801270, at *11 (E.D. Pa. Dec. 7, 2000). As discussed
bel ow, Fanell e concerns the comon-| aw cause of action of
m sappropriation of publicity, see id. at 10, and thus does not
create a presunption under Lewis’s statutory cause of action
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3. M sappropriation of Publicity

Under Pennsylvania |law, “[a] defendant violates a
plaintiff’s right of publicity by ‘appropriating its val uable
name or |ikeness, w thout authorization, and using it to

defendant’ s commerci al advantage.’” Rose v. Triple Crown

Nutrition, Inc., No. 07-0056, 2007 W. 707348, at *3 (E.D. Pa.

Mar. 2, 2007) (quoting Wrld Westling Fed’n Entmit Inc. v. Big

Dog Hol dings, Inc., 280 F. Supp. 2d 413, 443-44 (WD. Pa. 2003)).

As above, Marriott argues that this claimnust fail because Lew s
has failed to allege that his name has comrerci al value. Even
assum ng that such an allegation is required,® the conpl ai nt
sufficiently alleges comercial value, and thus the notion to

dismss will be deni ed.

6 An al |l egation of commercial value may not be required.
See Rose, 2007 WL 707348, at *3 (“He has all eged that defendant
used hi s photograph w thout authorization and for its own
comercial advantage. This is all that he needed to do to all ege
a cause of action based on the right of publicity.”); Fanelle,
2000 W. 1801270, at *11 (“lInherent in the act of a defendant
using a person’s nane . . . in a commercially advantageous nmanner
is the presunption that the identity has commercial value.”).
Marriott contends that the presunption of conmercial val ue
articulated in Fanelle is unconsidered dicta. Marriott is
incorrect. In fact, the Court’s holding relied on an application
of the presunption of commercial value: “lI conclude that [the
plaintiff] had a right of publicity regarding his nanme and i nage.

[ A] reasonable jury could find that from a business

perspective, LoJack included the Philadel phia Inquirer article
with [the plaintiff]’s picture and nane because . . . [they]
brought a reality and a concreteness to the story that nmade the
article a nore powerful advertisenent for LoJack, and, therefore,
had val ue for LoJack.” Fanelle, 2000 W. 1801270, at *11.
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4. | nvasi on of Privacy by M sappropriation
of ldentity

The Pennsyl vani a Suprene Court has expressly recognized
a cause of action for “invasion of privacy” by “appropriation of

name or |ikeness.” Vogel v. WT. Gant Co., 458 Pa. 124, 130

(1974). Subsequently, in 2002, the Pennsylvania |egislature
enacted 42 Pa. Cons. Stat. 8 8316. Since then, at |east one
district court has stated that the cause of action for invasion
of privacy by m sappropriation of identity has been “subsuned” by

section 8316. See Facenda v. NFL Filnms, Inc., 488 F. Supp. 2d

491, 513 (E.D. Pa. 2007). Relying on Facenda, Marriott argues
here that the invasion of privacy claimshould be dismssed.’
As a matter of statutory construction, “statutes are
not presuned to nake changes in the rules and principles of
common | aw or prior existing | aw beyond what is expressly

declared in their provisions.” Comonwealth v. Mller, 364 A 2d

886, 887 (Pa. 1976); Jahn v. O Neill, 475 A 2d 837, 839 (Pa.

Super. 1984) (applying sane principle in civil case). Marriott

! At oral argunment, counsel for Plaintiff argued that the
Court’s interpretation of section 8316 in Facenda shoul d be
di sregarded as unconsidered dicta. To the contrary, the |anguage
used by the Court nakes it clear that the interpretation of
section 8316 was necessary to the holding in the case. See
Facenda, 488 F. Supp. 2d at 513-14 (“In his conplaint, Facenda
asserted a cause of action for invasion of privacy. . . . To the
extent that there was ever a common | aw cause of action for
[i nvasion of privacy by] m sappropriation of identity, it is
clearly subsumed now by 42 Pa. [Cons. Stat.] 8§ 8316.
[ Accordingly,] | wll enter judgnment on this cause of action in
favor of NFL.”").
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points to no indicia in the text of section 8316 or its
| egi sl ative history suggesting that it was intended as an
excl usive renedy to replace the common-| aw cause of action of
i nvasi on of privacy by m sappropriation of identity, and the
Court finds none.

Absent any indicia of such legislative intent, the
Court is hesitant to rule that a common-| aw cause of action that
has been expressly recogni zed by the Pennsyl vania Suprene Court

has been inpliedly subsuned.® See Metro. Prop. & Liab. Ins. Co.

V. Ins. Commir of Commonwealth, 525 Pa. 306, 310 (1990) (“[A]n

inplication alone cannot be interpreted as abrogating existing
law. The legislature nust affirmatively repeal existing | aw or
specifically preenpt accepted common |aw for prior |law to be

di sregarded.”). Therefore, in the absence of further guidance
fromthe | egislature or Pennsyl vania Suprene Court, the notion to

di smss the invasion of privacy claimw |l be denied.?®

8 This hesitancy only grows in light of the paucity of
case law interpreting section 8316. See Tillery, 437 F. Supp. 2d
312; Facenda, 488 F. Supp. 2d at 502 (identifying itself and
Tillery as the only published cases citing section 8316).

° Marriott also argues that the invasion of privacy claim
nmust be di sm ssed because Lewis has failed to all ege any
commercial value in his nanme. See Worthy v. Carroll, No. 02-

6882, 2003 U.S. Dist. LEXIS 15647, at *14 (July 17, 2003) (“It is
insufficient to sinply allege that a book was published and the
defendants intended to profit fromits publication. Rather, a
plaintiff asserting an [invasion of privacy by] appropriation
claimnmust allege that a defendant used a plaintiff’s nane or

I i keness for the express purpose of appropriating the comrerci al
benefit that is particularly associated with the nane.”). As
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[11. CONCLUSI ON
The notion to dismss will be denied as to all clains.

An appropriate order foll ows.

di scussed above, Lewi s has adequately pled comrercial value in
his nanme, and thus the notion to disnmss will be deni ed.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

CARL LEW S, : ClVIL ACTI ON
) NO. 07-3701
Pl aintiff,

MARRI OTT | NTERNATI ONAL,
I NC. ,

Def endant .

ORDER
AND NOW this 19th day of Decenber, 2007, for the

reasons stated in the acconpanyi ng Menorandum it is hereby

ORDERED that the nmotion to dismss (doc. no. 4) is DEN ED

AND I'T | S SO ORDERED.

S/ Eduardo C. Robreno

EDUARDO C. ROBRENO, J.



