IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

WLLIAM A GRAHAM COVPANY : ClVIL ACTION
. :
THOVAS P. HAUGHEY, et al. : NO. 05-612
MEMORANDUM
Bartle, C. J. May 4, 2006

Plaintiff WIliam A G aham Conpany ("G ahant') all eges
copyright infringenment and breach of contract agai nst defendants
Thomas P. Haughey ("Haughey") and USI M dAtlantic, Inc. ("USI").
Before the court are two notions: (1) the notion of the
defendants for summary judgnent on both clains; and (2) the
notion of the plaintiff for summary judgnent on liability for
copyright infringement. W may grant summary judgnment only if
there is no genuine issue of material fact and the noving party
is entitled to summary judgnent as a matter of law. See Fed. R
Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 323
(1986) .

I .
The follow ng facts are undi sputed. G ahamis an
i nsurance brokerage firmthat provides property and casualty
i nsurance services to businesses. From January, 1985 through
Sept enber, 1991, Haughey worked for Graham as a broker. At the
time he was hired, Haughey signed an enpl oynent agreenent (the
"1985 Enpl oynent Agreenment”) that contained certain restrictive

covenants. In 1989, Haughey signed a new enpl oynent agreenent



(the "1989 Enpl oynment Agreenent”), which superseded the one
signed in 1985. It contained restrictive covenants as well as a
I i qui dat ed damages cl ause.

When soliciting a prospective client, Gahamtypically
prepares a ri sk managenent study, called a survey and anal ysis,
whi ch eval uates the prospective client's insurance coverage
deficiencies. |If after receiving the individualized survey and
anal ysis a potential client wi shes to proceed further, a proposal
is prepared. The proposal contains coverage reconmendations for
the needs of the client outlined in the individualized survey and
analysis. It also provides price quotes.

In the 1980's, Graham devel oped a docunent called the
St andard Par agraphs fromwhich it extracted | anguage to prepare
survey and anal yses and proposals (hereinafter "proposals") for
clients. At this time, Gahamtypically prepared one to two
proposal s each nonth for new clients. The proposals created from
t he Standard Paragraphs and delivered to clients did not contain
any copyright notice. Mreover, there was no contractual
limtation placed on the client's use of the docunents.

In 1990, sonme of the |anguage in the Standard
Par agr aphs was conbined with new naterials to create the Standard
Survey and Anal ysis and the Standard Proposal (collectively the
"Wrks"). Graham affixed copyright notices to the Woirks at this
time. Gaham al so began to place copyright notices on

i ndi vi dual i zed proposals prepared for and distributed to clients.



On Septenber 11, 1991, G aham and Haughey entered into
an agreenent to term nate Haughey's enploynent (the "1991
Term nation Agreenent”). It provided that Haughey "reaffirms his
continuing obligation, to abide by the terns, conditions and
restrictions of the provisions of Paragraphs 3, 4 and 5 of the
[ 1989 Enpl oynent Agreenent]." These paragraphs prohibited
Haughey from di scl osi ng conpany i nformati on and retai ni ng conpany
docunents after term nation. That sanme day, G aham and Haughey
executed an agreenent (the "1991 Consulting Agreenent”) whereby
Haughey prom sed to provide consulting services to G aham from
Cctober 11, 1991 until January 11, 1992. Again, in that
agreenent, Haughey reaffirmed his obligation to abide by the
terms and conditions of paragraphs 3, 4, and 5 of the 1989
Enpl oynment Agreenent.

On Novenber 25, 1991, Graham Haughey, and Haughey's
new enpl oyer, Flanigan, O Hara, Centry & Associates ("FOG")
entered into an agreenent which "contains the entire
under st andi ng between the parties hereto." FOG purchased certain
of Grahaml's accounts (the "1991 Purchase Agreenent"), and G aham
agreed to provide FOG with photocopies of current and prior year
client proposals for those accounts. Wiile the recitals of the
1991 Purchase Agreenent noted that "G aham and Haughey are
parties to a certain Enpl oynent Agreenment dated as of January 1,
1989, " neither the 1989 Enpl oynment Agreenent nor any of its terns
was i ncorporated by reference. Rather, the 1991 Purchase

Agreenent set forth restrictive covenants applicable to Haughey
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in wrds al nost verbatimto those found in paragraphs 3, 4, and 5
of the 1989 Enpl oynent Agreenent, except that it did not contain
a |iquidated damages provi sion.

On February 21, 1995, Grahamfiled two applications
with the United States Copyright Ofice to register the
copyrights in certain portions of the Wirks. While the entire
Wrks were attached to the applications, Gahamstated that it
did not claima copyright in that part of the material which it
highlighted in green. The material highlighted in green was
descri bed by Graham as "created and published prior to March 1
1989, without notice of copyright, and is therefore in the public
domain."” Grahamonly clainmed a copyright in revisions of each
Work which were made in the years 1990 t hrough 1994 and which
were published, it said, on Decenber 13, 2004. Such revisions
were highlighted in purple, pink, blue, yellow, and brown, each
color representing the specific year in which the revision was
made. I n both applications G aham descri bed the col or-coded
versions of the Works in which it was claimng copyright as
"consist[ing] of editorial revisions and nodifications to the
original work of authorship (highlighted in green).™

On March 30, 1995, the copyright exam ner inforned
Grahanmlis counsel that registration of the Standard Proposal was
bei ng del ayed because it was unclear in which versions G aham
wi shed to register copyrights. G ahamsubmtted a revised
application on Decenber 19, 1995, stating that it desired to

regi ster a copyright in the "new and revi sed text."
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Subsequently, the United States Copyright Ofice issued two
certificates of registration for those portions of the Wrks in
whi ch copyright was clai ned, effective February 21, 1995.

On Cct ober 23, 2000, Gahamfiled two applications for
suppl ementary registration of the Works with the United States
Copyright Ofice. In these applications, Gahamidentified what
it characterized as errors in the original 1995 registration
applications. First, in section 3 of the original 1995
regi stration applications for each Wrk, Gahamlisted a
publication date of Decenber 13, 1994 for the "non-green”
material in which it clained a copyright. In its supplenmentary
applications for each Wrk, G aham stated that the "non-green”
mat eri al had never been published. It wote, "The original
application for basic registration of the above-identified work
erroneously identified it as a published work. Since the work
was never published, there is no publication date for it."
Graham al so stated in its supplenentary applications that |ine 2a
of the original registration applications, titled "Nature of
Aut horship," was inadvertently left blank and shoul d have read
"[t]he nature of authorship clained by The G aham Conpany in the
above-identified work is in the entire text."

Graham al so pointed to errors unique to the original
regi stration application of each Wrk. Line 6a of the revised
regi stration application for the Standard Proposal, dated
Decenber 21, 1995, asked Grahamto identify "any preexisting work

or works that this work is based on or incorporates.” G aham
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referring to the material highlighted in green, responded,
"“previously published material."” Line 6b asked G ahamto "[g]ive
a brief, general statenment of the material that has been added to
this work and in which copyright is clainmed.”" G ahamresponded,
"new and revised text." In the supplenentary registration
application dated October 23, 2000, G ahamwote that the
mat erial highlighted in green it had originally identified as
havi ng been published had not in fact ever been published. It
wote that |lines 6a and 6b shoul d have been bl ank because

The original application for basic

regi stration of the above-identified work

erroneously identified it as a derivative

wor k based on previously published materi al .

The material the above-identified work is

based upon has never been published or

regi stered and did not fall into the public

domain. Therefore, the above-identified work

is not a derivative work and the statenment of

preexi sting work was unnecessary.

Line 6a of the original registration application for
the Standard Survey and Anal ysis, dated February 21, 1995, |isted
the "Standard Survey and Anal ysis (w thout revisions, highlighted
in green)" as preexisting work. "All text and materi al
hi ghlighted in purple (1990 revisions), pink (1991 revisions),
bl ue (1992 revisions), yellow (1993 revisions) and brown (1994
revisions)" were listed on line 6b as material that had been
added to the preexisting material. It was only this added
material for which copyright was clained in 1995. Moreover, on
line 6c Gahamwote: "[t]his work consists of editorial

revisions and nodifications to the original work of authorship



(highlighted in green) which was created and published prior to
March 1, 1998, without notice of copyright, and is therefore in
the public domain." |In the supplenentary registration
application dated Cctober 23, 2000, G ahamwote that |ines 6a,
6b, and 6c shoul d have been bl ank because the materi al
hi ghlighted in green had never been published. It cited the sane
explanation it gave in the supplenentary registration application
for the Standard Proposal. The United States Copyright Ofice
i ssued two supplenentary certificates of registration for the
Wor ks, effective October 25, 2000, based upon G aham s
suppl enentary appl i cati ons.

When his enploynent with G ahamwas termnated in 1991,
Haughey took copies of the Wirks with himto FOG  Haughey used
| anguage fromthe Wrks to create proposals for new clients at
FOG I n Novenber, 1995, FOG was acquired by USI Hol di ngs and
nmerged with defendant USI. Wiile at USI, Haughey continued to
i ncorporate |anguage fromthe Wrks into client proposals. USI
had an enpl oyee type the | anguage of the Works into the conpany's
conmputer system Paper copies were also distributed to
enpl oyees.

The defendants admit to copying | anguage fromthe Wrks
into over 950 proposals prepared for their clients. G aham
| earned of the copying in Novenber, 2004, when it received a
proposal froma client of the defendants while attenpting to
solicit that conpany's business. Gahamfiled this action on

February 8, 2005.



.

As noted above, plaintiff seeks summary judgnment on
liability for copyright infringenent while defendants have
pending a cross-notion for summary judgnent with respect to
plaintiff's copyright claim See 17 U.S.C. 8§ 101, et seq. (the
"Copyright Act").

To establish a claimof copyright infringenent, a
plaintiff must establish: "(1) ownership of a valid copyright,
and (2) copying of constituent elenents of the work that are

original." Feist Publ'n, Inc. v. Rural Tel. Serv. Co., Inc., 499

U S. 340, 361 (1991). The determ nation of whether a work is
subject to copyright protectionis a natter of |law for the court.

Yankee Candle Co., Inc. v. Bridgewater Candle Co., LLC , 259 F.3d

25, 34 n.5 (1st Cr. 2001). Copyrightable subject matter
includes literary works, at issue here, but does not include, for
exanpl e, ideas, procedures or discoveries. 17 U S C § 102. A
wor k nmust also be "original to the author.” Feist, 499 U S. at
345. This neans that the work was "i ndependently created by the
aut hor," and possesses sone "mni mal degree of creativity.” 1d.
A work need not be novel to be original. Id. Should identica
wor ks ever be created by different individuals, both nay be
copyrightable as original, "so long as the simlarity is
fortuitous, not the result of copying." 1d.

Facts may not be copyrighted because they never owe
their origin to an act of authorship. 1d. at 347. A factual

conpi l ation, on the other hand, nay possess the requisite
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originality if it features an original selection or arrangenent
of facts. 1d. at 348. A conpilation author's choices about
"which facts to include, in what order to place them and how to
arrange the collected data so that they may be used effectively
by readers” are sufficiently original to be protected by
copyright, "so long as they are nade independently by the
conpiler and entail a mninmal degree of creativity." Feist, 499
U S. at 348. The copyright, of course, is limted to the
particul ar selection or arrangenent, and does not extend to the
facts thenselves. 1d. at 350-51

The defendants assert that sections in the Standard
Proposal titled "Coverage Specifications” are not original
because they contain nothing nore than |ists of features that nmay
be included in insurance policies and thus do not entail the
requisite level of creativity.! They argue that the words used
to describe those features are commonly used in the insurance
industry. In his declaration, Donald Roberts, USI's Vice
President for Cains, R sk Control and Personal Lines, states
that "any other insurance broker could not prepare a |ist of
coverage specifications that accurately and succinctly tells the
client what features are included in its policy w thout using the
same itens that appear in the [plaintiff's] coverage

speci fications."

1. Defendants do not contest the originality of any other
portions of the Wrks.
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G aham does not claima copyright in the insurance
terns listed in its Coverage Specifications. Rather, it clains a
copyright in the way in which it chose to present that
information to clients. As the Suprene Court explained in Feist,
t he manner in which collected facts have been sel ected,
coordi nated, and arranged can be copyrightable if it was "nade
i ndependently by the conpiler and entail[s] a mniml degree of
creativity." 499 U. S. at 358. The requisite |level of creativity
is "extrenely low." [|d. at 345. It does not require that the
sel ection or arrangenent be "innovative." 1d. at 362. Sinply,
the choi ces nust not be "so nechanical or routine as to require
no creativity whatsoever."” 1d.

We find that the Coverage Specifications in the
St andard Proposal neet this m ninum standard. |In support of
their argunment that the terns used in the Coverage Specifications
are conmon in the insurance industry, defendants point to a
checkl i st of insurance coverage features published by the
I nternational R sk Managenent Institute ("IRM") and nade
avai |l abl e to insurance brokers through an online subscription. ?
A conparison of these two docunents, however, reveal s nunerous
creative differences. First, the arrangenent of terns in the
Coverage Specifications is conpletely different fromthat found
in the IRM checklist. Mreover, nmany of the insurance coverage

categories in each formare described differently. W concl ude

2. Wiile not dispositive of the issue before us, we note that,
interestingly, the IRM checklist contains a copyright notice.
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that the Coverage Specifications contain the m nimal degree of
creativity required by Feist. 499 U S. at 345.

In the alternative, the defendants argue that the
Coverage Specifications are not copyrightable subject natter
because the informati on contai ned therein can only be expressed
inalimted nunber of ways. Under the "nerger doctrine," if
"‘there are no or few other ways of expressing a particular
idea,"" the "expression will be found to have nerged into the

idea." Educ. Testing Serv. v. Katzman, 793 F.2d 533, 539 (3d

Cir. 1986). Again, the Copyright Act does not protect ideas. 17
US C 8 102(b); Feist, 499 U.S. at 344-45. Thus, "[w] hen the

i dea and the expression of the idea coincide, then the expression
will not be protected in order to prevent creation of a nonopoly

on the underlying "art'." Katzman, 793 F.3d at 539.

W find this argunent to be without nerit. A
conparison of the IRM checklist and the Coverage Specifications
reveals that there are various options for the selection and
arrangenent of insurance coverage terns. The nunber of ways in
whi ch i nsurance coverage options can be described to clients is
not so few as to represent a nerger with the underlying ideas.
See id. at 539-40. Accordingly, we conclude that the Coverage
Speci fications were independently created by G aham and contain
some mni mal degree of creativity.

Def endants next argue that even if independently
created and containing a mninmal |evel of creativity, the

provi sions of the Wrks published before March 1, 1989 are not
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subject to copyright protection because they are in the public

domain. See Stewart v. Abend, 495 U S. 207, 223 (1990). As a

general rule, any work publicly distributed by its owner prior to
March 1, 1989, without notice of copyright, is injected into the
public domain and not subject to copyright protection. 17 U S.C
8§ 405(a).

The record establishes wi thout dispute that G aham
i ncl uded | anguage fromthe Standard Paragraphs in client
proposals prior to March 1, 1989, w thout notice of copyright.
The Standard Paragraphs |ater served as a foundation for the
creation of the Wrks. Thus, the Wirks contain | anguage fromthe
St andard Par agr aphs, sone of which was distributed to clients
W t hout notice of copyright before March 1, 1989. What renmins
in dispute, however, is what specific |anguage of the Standard
Par agr aphs incorporated into the Wirks has entered the public
domai n.

Graham asserts that its two supplenentary certificates
of registration for the Wirks issued by the United States
Copyright Ofice in 2000 constitute prinma facie evidence that
none of the |anguage of the Wrks, including any pre-March 1,
1989 nmaterial, entered the public domain. A certificate of
regi stration obtained "before or wwthin five years after
publication of the work shall constitute prinma facie evidence of
the validity of the copyright and of the facts stated in the
certificate." 17 U S.C. 8 410(c). A certificate of registration

obtained within the proper tine frame constitutes prim facie
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evi dence that the work contains copyrightable subject matter and

is original to the author. Masquerade Novelty, Inc. v. Unique

Indus., Inc., 912 F.2d 663, 668-69 (3d Cr. 1990). A certificate

of registration will be considered tinely for purposes of the
presunption if it states that the work is unpublished or lists a
date of publication that is wthin five years of the date of

registration. See Ford Mdtor Co. v. Summt Mtor Prod., Inc.,

930 F.2d 277, 294-95 (3d Gr. 1991); Acad. of Mdtion Picture Arts

& Sci. v. Creative House Pronptions, Inc., 944 F.2d 1446, 1451

(9th Cir. 1991). As such, the certificate may al so serve as
prima facie evidence of whether the work has been published and
when. 1d. A tinely obtained certificate creates a rebuttable
presunption that shifts to the alleged infringer the burden of
production of evidence of the invalidity of a copyright. 1d. at
668.

The difficulty here is that G aham obtai ned two
certificates of registration, effective on February 21, 1995,
whi ch are based on application statenents inconsistent with its
suppl enentary regi stration applications which support the two
suppl enentary certificates of registration issued in 2000. 1In
its 1995 registration applications, G aham highlighted sone
| anguage in green and identified it as having been "published"
prior to March 1, 1989, wi thout notice of copyright, and having
therefore entered the public domain. It also |listed the other
col or-coded materi al as having been published on Decenber 13,

1994. In its 2000 supplenentary applications, G aham stated that
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neither the material highlighted in green nor any of the other
col or-coded materi al had been previously published and did not
enter the public domain. Because of these inconsistencies,
def endants argue that Graham nust be judicially estopped from
relying on the 2000 suppl enentary certificates of registration

By way of its inherent equitable authority to sanction
mal f easance, a court may i nvoke the doctrine of judicial estoppel
under certain circunstances to bar a litigant fromasserting a
position which is inconsistent with one it previously took before
a court or agency and which was adopted or accepted by the court

or agency. Ceveland v. Policy Mymt. Sys. Corp., 526 U S. 795

(1999); Detz v. Greiner Indus., Inc., 346 F.3d 109, 115 (3d Gr.

2003). Judicial estoppel also requires that the offending party
must have changed its position in bad faith. |In addition, the
remedy of judicial estoppel nmust be tailored to address the harm

to the court's integrity. Montrose Med. G oup Participating Sav.

Plan v. Mut. Life. Ins. Co. of NY., 243 F.3d 773, 777-79, 782

(3d Gr. 2001); see also Detz, 346 F.3d at 115.

Thi s case does not present the usual scenario where a
party makes an earlier statenment accepted by a court or agency
and then advances an inconsistent argunent during |ater
litigation in a different tribunal. Here, the inconsistencies
lie between statenents nmade to the sane Copyright Ofice in 1995
and 2000. The position that Gaham asserts before this court,
that no | anguage in the Wrks has entered the public domain, is

consistent wwth its 2000 statenent to the Copyright Ofice.
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The statenents Graham presented in both the 1995 and
2000 registration applications were both accepted by the

Copyright Ofice. See develand, 526 U S. at 807. OQur Court of

Appeal s has recogni zed that "a claimto copyright is not exam ned

for basic validity before a certificate is issued.” Msquerade,

912 F.2d at 667. The Copyright Ofice sinply did not conduct an
i ndependent analysis into the validity of the copyright in the
Wrks prior to issuing the certificates of registration. W are
aware that Conmpendium Il of Copyright Ofice Practices, which is
a general guide to the Copyright Ofice' s exam ning practices,
lists, as an exanple of a proper correction, that a supplenentary
application my state that "[a] work was regi stered as published
when publication had not actually taken place.” However, it does
not follow that Grahanis actions were done in good faith nerely
because the Copyright rules allow a correction of this kind to be
made. While a finding of bad faith may not be prem sed on the

i nconsistency itself, Mntrose, 243 F. 3d at 781, the Suprene
Court requires that Graham nust reconcile the inconsistencies to
obtain the benefit of their recent assertion that the Wrks have
not entered the public domain. Ceveland, 526 U S. at 806, 807.
Indeed, it is the law of this circuit that the "knowing failure
to advise the Copyright Ofice of facts which mght have led to
the rejection of a registration application constitutes grounds
for holding the registration invalid and i ncapabl e of supporting

an infringenment action." Masquerade, 912 F.2d at 667.
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Graham asserts the attorney-client privilege and
refuses to explain the circunstances surroundi ng the discovery of
its mstakes in the 1995 registration applications and its
reasons for filing supplenentary registration applications in
2000. The record indicates that two nonths before recanting its
original assertion that sonme portions of the Wrks had entered
the public domain, Gahamsettled a copyright infringenment claim
based upon the Wrks agai nst a forner enployee and his new

enployer. WlIlliam A Gaham Co. v. Hobbs Goup, LLC, No. Cv.A

00-816 (E.D. Pa. Aug. 22, 2000) (Stipulation of Dismssal with
Prejudice). Under the circunstances, G aham cannot rely on any
presunption emanating fromthe 2000 suppl enentary certificates of
registration that certain portions of the Works were not in the
public domai n.

Regardl ess of the registration statenents, defendants
argue that sonme of the material of the Wrks entered the public
domain as a result of Grahanmis adm tted distribution, wthout
notice of copyright, of at least 25 to 30 proposals to clients
prior to March 1, 1989. Section 405 of the Copyright Act
provi des three exceptions to the general rule that public
distribution of a work, prior to March 1, 1989, w thout notice of
copyright injects it into the public domain. 17 U S.C. 8§ 405(a).
Graham does not argue that the third exception is applicable
The two safe-harbor provisions in play here provide that such
public distribution wll not invalidate the copyright in a work

i f:
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(1) the notice has been omtted fromno nore
than a relatively smal|l nunber of copies
: distributed to the public; or

(2) registration for the work has been nade
before or is nade within five years
after the publication w thout notice,
and a reasonable effort is made to add
notice to all copies ... that are
distributed to the public in the United
States after the om ssion has been
di scover ed,;

17 U.S.C. § 405(a)(1), (2).

The distributed proposals contained | anguage extracted
fromthe Standard Paragraphs. The Standard Paragraphs, in turn,
served as a foundation for the creation of the Wirks in the
1990's. Thus, if the language in the distributed proposals is
found to have entered the public domain, then any identica
| anguage found in the Wirks will have al so entered the public
domai n and cannot formthe basis of a copyright infringenment

claim See Stewart, 495 U. S. at 223. At this point, we can only

make a determnation as to whether that material has entered the
public domain. W are unable to identify the specific | anguage
because Graham has not provided the court or the defendants with
copies of the proposals it sent to clients prior to March 1,
1989.

The saf e-harbor provision under 17 U S.C. § 405(a) (1)
provides that public distribution without notice will not
invalidate the copyright in a work if "the notice has been
omtted fromno nore than a relatively small nunber of copies
distributed to the public.”™ The issue is whether G ahanis

distribution of at |east 25 to 30 proposals to clients prior to
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March 1, 1989 constitutes a "relatively small nunber of copies.”
There is no bright-line rule for making this determ nation.
Ford, 930 F.2d at 295. Instead, we nust consider the totality of
the circunstances in each case. 1d. 1In Ford, plaintiff
distributed four mllion copies of its work without notice of
copyright. The court noted that one factor that a district court
may consider is what percentage of the total distribution the
copi es made wi thout notice of copyright represent. 1d. at 296.
Despite being a |large anobunt in the abstract, the four mllion
copies distributed without notice of copyright represented only 4
percent of the total distribution of one hundred mllion, and was
thus "relatively” small. 1d.

O her courts have taken a simlar position and have
pl aced enphasis on the om ssion rate in determ ning whether a
di stribution w thout copyright notice occurred in only a

relatively small nunber of copies. E.g. Oiginal Appal achian

Artworks, Inc. v. Toy Loft, Inc., 684 F.2d 821, 827 (11th Gr.

1982); E. Mshan & Sons, Inc. v. Marycana, Inc., 662 F. Supp.

1339, 1343 (S.D.N. Y. 1987); Long v. CMD Foods, Inc., 659 F. Supp.

166, 168 (E.D. Ark. 1987). Here, although 25 to 30 proposal s may
seem in the abstract, to be a small nunber, they represent an

om ssion rate of 100 percent. G aham concedes that every
proposal it sent to clients prior to March 1, 1989 | acked notice
of copyright. Cearly the notice was not omtted fromonly a
"relatively small nunber of copies.” Thus, G aham cannot

establish that the safe-harbor provision of 8§ 405(a)(1l) saves the
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copyright for the material that was distributed to clients
W t hout notice of copyright prior to March 1, 1989.

Nor does the second safe-harbor provision under
8§ 405(a)(2) protect Gahams copyright in the materia
distributed prior to March 1, 1989. That section provides that
public distribution wll not invalidate the copyright in a work
if "registration for the work has been nade before or is nade
within five years after the publication w thout notice, and a
reasonable effort is nade to add notice to all copies ... that
are distributed to the public in the United States after the
om ssi on has been discovered.” 17 U S. C. § 405(a)(2). G aham
publicly distributed proposals to clients prior to March 1, 1989.
It was not until February 21, 1995, nore than five years |later
that Grahamregi stered copyrights in the Wrks. Thus,

8 405(a)(2) offers no help to Gahamfor this material insofar as
it is part of the Wrks.

Even if a work does not neet the requirenents of the
statutory safe-harbor provisions, it may still be saved from
bei ng deened in the public domain by the doctrine of limted
publication. Under this doctrine, a publication w thout notice
of copyright wll not divest an author of copyright protection
under 8§ 405(a) if the author establishes he or she has done al
of the following: (1) "'conmunicates the contents of a [work] to
a definitely selected group'"; (2) ""for a limted purpose "; and
(3) ""without the right of diffusion, reproduction, distribution

or sale."" Brown v. Tabb, 714 F.2d 1088, 1091 (11th Cr. 1983)
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(quoting Wiite v. Kimell, 193 F.2d 744, 746-47 (9th G r. 1952));

see also Unix Sys. Lab., Inc. v. Berkeley Software Design, Inc. ,

No. G v.A 92-1667, 1993 W. 414724, at *13 (D.N.J. Mar. 3, 1993).
The nunber of individuals to whomthe work passes is
irrelevant to the inquiry of limted publication because a
general publication can be found even though only one copy of a
wor k passes to one nenber of the general public. Ford, 930 F. 2d
at 299-300. To qualify as a selected group, "those receiving the
wor k nmust be nore than just custoners self-selected by their
desire to purchase the work. O herwi se, "all the purchasers of
the work' would qualify as a 'selected group,' and all
publications would be limted publications.” Unix, 1993 W

414724, *13; see also Acadeny of Mdtion Picture Arts v. Creative

House Pronotions, 944 F.2d 1446, 1452 (9th Cr. 1991); Brown, 714

F.2d at 1092. G ahammaintains that in the late 1980's the
proposals it distributed were only given to carefully sel ected
clients. This argunent, however, has been previously rejected.
"When works are given or sold to persons deened 'worthy' a sel ect
call is not created and the publication is not |imted." Penguin

Books U.S.A., Inc. v. New Christian Church of Full Endeavor,

Ltd., 288 F. Supp. 2d 544, 555 (S.D.N. Y. 2003); see also Schatt

v. CQuris Mgnt. G oup, Inc., 764 F. Supp. 902, 911 & n.12
(S.D.N. Y. 1991).

In addition to being given to a selected group, the
distribution nmust be for a "limted purpose.”™ Brown, 714 F.2d at

1091. G ahamdistributed proposals to clients in order to obtain

- 20-



their business. Distribution of a work for pecuniary gain is not
a limted purpose. Acadeny, 944 F.2d at 1453.

Finally, distribution nmust be "wi thout the right of
di ffusion, reproduction, distribution or sale.” Brown, 714 F.2d
at 1091. The record establishes w thout contradiction that
G aham i nposed no express or inplied limtation on the clients'
use of the materials. 1d. G ahamconcedes that its custoners
did not enter into any express agreenent not to redistribute the
proposals, and there is no evidence of any inplied agreenent.
Graham s argunent that custonmers would have no reason to
di ssem nate the nmaterials because they contai ned persona
information is not persuasive and not supported by the record.
| ndeed, the record establishes that custoners nmay di ssem nate
t hese docunents despite their contents. G aham brought this
| awsuit after receiving froma prospective custonmer a custom zed
proposal prepared by USI.

We have carefully reviewed the cases cited by the
parties on the issue of |limted publication. They are not

totally consistent. Conpare Acadeny, 944 F.2d 1446, Brewer V.

Hustl er Magazine, Inc., 749 F.2d 527 (9th Gr. 1984), Burke v.

Nat'|l Broad. Co., Inc., 598 F.2d 688, 691 (1st GCr. 1979), and

King v. Mster Maestro, Inc., 224 F. Supp. 101 (S.D.N Y. 1963),

with Brown, 714 F.2d 1088, Wiite, 193 F.2d 744, and Conti nenta

Cas. Co. v. Beardsley, 253 F.2d 702 (2d Gr. 1958). On the

undi sputed facts before us, Graham s distribution of the 25 to 30

proposals to clients was not "w thout the right of diffusion,

-21-



reproduction, distribution, or sale." See Brown, 714 F.2d at
1091.

Graham s distribution was not to a "sel ected group,”
was not for a "limted purpose,” and there was no limtation on
the right of "diffusion, reproduction, distribution, or sale.”
Graham cannot satisfy any part of the limted publication
doctrine. |1d.

In sum any | anguage that was distributed to Grahani s
clients in proposals prior to March 1, 1989 is part of the public
domai n, not subject to copyright protection, and cannot be used

to sustain an infringenent action. See Stewart, 495 U. S. at 223.

Thus, with respect to this naterial, defendants are entitled to
summary judgnent on plaintiff's copyright infringenent claim
The present record before us, however, is not sufficient for the
court to determ ne what specific material was distributed to
Grahami s clients prior to March 1, 1989.

Def endants attack the copyrightability of revisions of
the Works created after March 1, 1989 on the ground that they are
not "derivative" within the nmeaning of the Copyright Act.

Because sone of the | anguage incorporated into the Wrks has been
pl aced in the public domain, the remaining portions of the Wrks
can only receive copyright protection to the extent that they are

a "derivative" work. 17 U S.C. § 103(b); see also Wal dnman Pub

Corp. v. Landoll, Inc., 43 F.3d 775, 782 (2d Gr. 1994). A

derivative work is "based upon one or nore preexisting works ...

A work consisting of editorial revisions, annotations,
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el aborations, or other nodifications which, as a whole, represent
an original work of authorship, is a 'derivative work'." 17
U S C 8§ 101. "The copyright in such a work is independent of

any copyright protection in the preexisting material™
enployed in the work. 1d. 8§ 103(b). Defendants argue that G aham
cannot establish that the portions of the Wrks revised in the
1990's are sufficiently distinguishable fromthe | anguage
publ i shed prior to March 1, 1989, that is, fromthe | anguage
pl aced in the public domain. There is no dispute that the Wrks
wer e i ndependently created by G aham See Feist, 499 U. S. at
345. Moreover, as noted above, our exam nation of the Wrks
| eads us to determ ne that they possess at |east a mninml degree
of creativity. See id. As Feist noted, the requisite |level of
creativity is "extrenely low " 1d.

The question that remains, however, is whether G aham

can sustain its burden of proving that the Whrks contain
"di stingui shable variation[s]" fromany preexisting nateri al
whi ch has entered the public domain. Such distinguishable
variations nust be "nore than nerely trivial" so as to qualify

for a separate copyright as a derivative work. Dam Thi ngs from

Denmark v. Russ Berrie & Co., Inc., 290 F.3d 548, 564 (3d Gr.

2002) (quoting Waldman, 43 F.3d at 782); see also Feist, 499 U S
at 361. This question cannot be answered at this tinme because we
do not have access to the | anguage that was placed in the public

domain, that is, the client proposals distributed prior to

March 1, 1989, for conparison with the material in the Wrks
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revised in the 1990's. | ndeed, in order to determ ne whet her one
work is derivative of another, the two works nmust actually be

conpared. Dam Things, 290 F.3d at 566. Thus, a genuine issue of

mat erial fact exists regarding whether any material in the Wrks,
not distributed prior to March 1, 1989, is subject to copyright
protection as derivative works.

In addition to proving ownership of a valid copyright,
a plaintiff nust establish "copying of constituent el enents of
the work that are original” in order to succeed on a clai m of
copyright infringement. Feist, 499 U S. at 361. Plaintiff first
argues that the defendants copied the Wrks when they (1) typed
the | anguage of the Wirks into USI's el ectroni c database for
enpl oyees to access, (2) photocopied the Wrks and distributed
the copies to enployees, and (3) incorporated | anguage fromthe
Wrks into client proposals. The defendants admt that they
copied the Works. "Not all copying, however, is copyright
infringenent." Feist, 499 U S at 361. Only "illicit" copying

is actionabl e. Kay Berry, Inc. v. Taylor Gfts, Inc., 421 F. 3d

199, 208 (3d Cir. 2005). The "fact-finder nust decide w thout
the aid of expert testinony, but with the perspective of the 'lay
observer,'" Kay Berry, 421 F.3d at 208, whether the defendants
have copied "constituent elenents of the work that are original."
Feist, 499 U.S. at 361. The focus is "whether the substanti al

simlarities relate to protectible material." Dam Things, 290

F.3d at 562. This issue is "frequently a fact issue for jury

resolution ... [though] a court may determ ne non-infringenent as
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a matter of law on a notion for sunmary judgnent, either because
the simlarity between the two works concerns only 'non-
copyrightable elenents of the plaintiff's work,' or because no
reasonabl e jury, properly instructed, could find that the two

wor ks are substantially simlar.”™ Warner Bros., Inc. v. Anerican

Broad. Co., Inc., 720 F.2d 231, 239-40 (2d Cr. 1983); see also

3-12 Nimrer on Copyright 8§ 12.10.

Plaintiff asserts that by typing the | anguage of the
Wrks into its conputer system and distributing paper copies to
enpl oyees US| copied constituent elenments of the Wrks that are
original. Defendants do not argue otherwi se. COGbviously, if the
material in the Works not published prior to March 1, 1989 is
protected by copyright as derivative, and, as the defendants
adm t, they have copied the docunents virtually verbatimin both
el ectronic and paper form then these copies would be
substantially simlar to the Works with respect to protectible
material. Here, because genuine issues of material fact exist,
it is for a jury to determ ne whether any | anguage in the Wrks
is in fact subject to copyright protection as derivative of that

which has fallen into the public domain. See Kay Berry, 421 F.3d

at 208; see also Warner Bros., 720 F.2d at 239-40; 3-12 N nmer
§ 12.10.

Graham further maintains that approximately 950 client
proposal s prepared by Haughey and USI contain protectible
material copied fromthe Wrks. After determ ni ng whether the

Wor ks are subject to copyright protection as derivative, a jury
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nmust al so conpare themto defendants' proposals and nake a
determ nation as to unlawful appropriation. See id.

The defendants assert that they are entitled to summary
j udgnent because they copied only a "de mnims" anount of
| anguage fromthe Wirks into their client proposals. No action
for copyright infringenment will lie if unauthorized copying is de

mnims. Ri nggold v. Black Entnit Television, 126 F.3d 70, 76

(2d Gr. 1997). To be de mnims, the copying nust be so trivial
"as to fall below the quantitative threshold of substanti al
simlarity.” 1d. at 74. To nake this determ nation wth respect
to literary works, courts |look to the anmount of the copyrighted

wor k that was copied. Sandoval v. New Line G nema Corp., 147

F.3d 215, 217 (2d Cir. 1998). Yet, even if the quantity of
copyrighted material unlawfully copied is trivial, a de mnims
defense will not apply if the material copied qualitatively
enbodi es the distinctive expression of the copyrighted materi al.

Har per & Row Publishers, Inc. v. Nation Enter., 471 U. S. 539, 565

(1985); see also Dun & Bradstreet Software Servs., Inc. v. G ace

Consulting, Inc., 307 F.3d 197, 208 (3d Gr. 2002). Here, it

nmust be determ ned whether the Wrks are derivative of the
| anguage Graham distributed to its clients prior to March 1,
1989. On the present record, the jury nust conpare defendants’
proposals to the Wirks and make a finding as to whether the
copying was de mnims.

Accordingly, plaintiff's notion for sunmary judgnent on

its claimfor copyright infringement will be denied. At this
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stage, plaintiff has nerely established that the section in the
St andard Proposal titled "Coverage Specifications” is
sufficiently original to warrant copyright protection because it
was i ndependently created by G aham and contains the requisite

m ni mal degree of creativity. See Feist, 499 U S. at 345. The
notion of the defendants for sunmary judgnent on the issue of
liability for copyright infringenment will be granted in part and
denied in part. Any material in the Works distributed by G aham
prior to March 1, 1989 w thout notice of copyright has entered
the public domain, is not copyrightable, and cannot support an
action for copyright infringenment agai nst defendants. O herw se,
genui ne issues of material fact exist. See Stewart, 495 U. S. at

223.

[l

We turn to that portion of defendants' notion for
summary judgnent dealing with Gaham's entitlenent to recover
statutory damages and attorney's fees under the Copyright Act. A
copyright owner may elect to recover statutory damages for
i nfringenent instead of actual damages it sustained as well as
the profits gained by the infringer. 17 U S.C. 8 504(c). The
copyright owner may al so seek recovery of attorney's fees. 17
US C 8 505 If, however, the copyright in a work was not
registered prior to the commencenent of a defendant's
infringenent, an award of statutory damages or attorney's fees is
barred. 17 U . S.C. 8§ 412. This is true regardl ess of whether the

i nfringenment continued after the date of registration. Mason V.
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Mont gonery Data, Inc., 967 F.2d 135, 144 (5th Gr. 1992). There

is no dispute that both Haughey and FOG USI's predecessor
copied the Works prior to their registration on February 21,
1995. Graham concedes that it may not recover statutory danages
or attorney's fees based upon Haughey's alleged infringenent.
There is a dispute, however, as to whether FOG s all eged
infringenent prior to February 21, 1995 should be attributed to
USI .

Graham argues that FOG s al l egedly infringing
activities prior to February 21, 1995, the date the Wrks were
registered with the Copyright Ofice, cannot be attributed to USI
because USI was not fornmed until March 10, 1995, the date on
whi ch FOG was nerged into USI. Defendants counter that, under
Pennsyl vania | aw, the surviving corporation of a nerger assunes
the liabilities of and becones a continuation of the extinct
cor poration.

The nerger agreenent reads, "The Merger shall have the
effect set forth in the Pennsyl vani a Busi ness Corporation Law. "
15 PA. Cons. STAT. ANN. 8 101, et seq. That statute provides,
"Upon the nerger or consolidation becom ng effective, the several
corporations parties to the nerger or consolidation shall be a
single corporation .... The surviving or new corporation shal
thenceforth be responsible for all the liabilities of each of the
corporations so nerged or consolidated.” [d. 8 1929(a) and (b).
Thus, any actions taken by FOG that may have subjected it to any

liabilities nmust be attributed to USI. | ndeed, this is also the
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equi tabl e result, since G aham cannot seek to hold USI
responsi ble for any profits FOG obtained as a result of its
al l eged infringenment and at the sanme tinme distinguish the two
entities in order to avoid the effect of 8§ 412. Because the
al legedly infringing acts of both Haughey and USI, as successor
to FOG comenced prior to the registration of the copyrights in
the Works, Graham may not obtain an award of statutory damages or
attorney's fees under the copyright |aw

Def endants al so contest Gahamis ability to recover
comm ssi ons Haughey received fromselling the allegedly
infringing proposals to USI clients. As noted above, instead of
statutory damages, a copyright owner nay el ect to recover actua
damages suffered, "and any profits of the infringer that are
attributable to the infringenment and are not taken into account
in conmputing the actual damages.” 17 U.S.C. 8§ 504(b).
Def endants assert that Haughey's comm ssions are sal ary, which

are not recoverabl e. Frank Music Corp. v. Metro-Gol dwn-Nayer,

Inc., 772 F.2d 505, 519 (9th Gr. 1985). The parties agree that
anounts paid to an infringer as salary are not recoverable as
profits. 1d.

Commi ssions are recoverable if "attributable to the

infringenment." See 17 U.S.C. 8 504(b); Engel v. WId Gats, Inc.,

644 F. Supp. 1089, 1092-93 (S.D.N. Y. 1986). Consequently, G aham
is entitled to collect comm ssions Haughey received fromthe sale

of proposals that a jury determnes infringe the copyrights in
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the Works. Graham may not, however, receive as damages any ot her
commi ssi ons that Haughey earned. See id.

Accordingly, the notion of the defendants for sunmary
judgnment with respect to damages for copyright infringenent wll
be granted in part and denied in part. As G aham concedes, it
may not receive statutory damages or attorney's fees under
copyright | aw based upon any alleged infringenent by Haughey. In
addi ti on, Graham may not obtain an award of statutory damages or
attorney's fees pursuant to copyright law for any of USI's
allegedly infringing actions. |If Gaham s danage clai mincl udes
a claimfor Haughey's commi ssions, it nust be limted to those
Haughey received fromthe sale of proposals that a jury deens to
have infringed properly copyrighted materials in the Wrks.

| V.

We now address the defendants' notion for summary
j udgment on Grahami s breach of contract claim Inits first
anmended conpl ai nt, G aham asserts that Haughey breached the
restrictive covenants in paragraphs 3, 4, and 5 of the 1989
Enpl oynment Agreenment when he took copies of the Wrks to FOG and
i ncor porated sonme of the |anguage into his proposals. Anong
ot her things, these covenants restricted disclosure of conpany
i nformation post-term nation and required Haughey to surrender
certain conpany naterials once he was no | onger enployed by
G aham

Par agraph three of the 1989 Enpl oynent Agreenent

provided that for three years after Haughey's term nation he
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woul d not, anmong other things "divulge, or otherw se disclose any
know edge and/or information concerning and/ or respecting the
activities, neans, or methods of conducting business and/or the
affairs of Enployer and/or Enployer's clients, which know edge
and/ or information Enpl oyee acquires during his enploynent,"” or
"directly or indirectly engage or participate in the marketing of
any of Enployer's clients' insurance prograns to insurance
conpanies.” It also contained a |iquidated damages cl ause, which
provi ded t hat Haughey "shall be liable to Enployer in an anount
of not |ess than $20,000 for each violation, unless Enployer's
cal cul abl e damages are proven and awarded in an anount greater

t han $20, 000, in which case Enpl oyee shall be liable for the
greater anount."”

Par agr aph four prohibited Haughey from "divul g[ing], or

ot herwi se disclos[ing] any ... fiduciary know edge."” Paragraph
five required that, upon term nation, Haughey return all "books,
cards, records, accounts, files, notes, nenoranda, lists, and

ot her papers” owned by G aham

Def endants chal |l enge the enforceability of the 1989
Enpl oynment Agreenent. They argue that because it was executed
after Haughey had al ready begun enpl oynent with Grahamin 1985,
it is not enforceabl e unl ess G aham provi ded Haughey with new
consi deration. Defendants naintain that G aham s prom se to
abstain from adversely affecting Haughey's conpensation formul a

was not sufficient consideration to support the agreenent.
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We need not determine the enforceability of the 1989
Enpl oynment Agreenent because its restrictive covenants are
superseded by those in the 1991 Purchase Agreenent entered into
by G aham Haughey, and FOG  The enforceability of that
agreenent has not been chal | enged.

As outlined earlier, on Septenber 11, 1991, G aham and
Haughey entered into the 1991 Term nation Agreenent, by which
Haughey was no | onger enployed by Gaham It provided that
Haughey "reaffirms his continuing obligation, to abide by the
terms, conditions and restrictions of the provisions of
Paragraphs 3, 4 and 5 of the [1989 Enpl oynment Agreenent]." That
sane day, G aham and Haughey executed the 1991 Consulting
Agr eenment wher eby Haughey was to provide consulting services to
Graham from Cct ober 11, 1991 until January 11, 1992. Again, in
t hat agreenent, Haughey reaffirmed his obligation to abide by the
terms and conditions of paragraphs 3, 4, and 5 of the 1989
Enpl oynment Agreenent.

On Novenber 25, 1991, Graham Haughey, and FOG si gned
the 1991 Purchase Agreenent by which FOG purchased sone of
Grahanis accounts. Significantly, it stated that it "contains
the entire understandi ng between the parties hereto.” Inits
recitals, the 1991 Purchase Agreenent noted that "G aham and
Haughey are parties to a certain Enpl oynment Agreenent dated as of
January 1, 1989" but did not specifically say that Haughey
reaffirmed his obligation to abide by the restrictive covenants

contained in the 1989 Enpl oynent Agreenent. Rather, the 1991
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Pur chase Agreenent contai ned covenants al nost verbatimto those
found in paragraphs 3, 4, and 5 of the 1989 Enpl oynent Agreenent.
Nonet hel ess, the |iquidated damages provision found in the 1989
Enpl oynent Agreenent entitling Gahamto $20,000 for each
violation is not found in the 1991 Purchase Agreenent.

Al'l agreenents state, and the parties do not dispute,
that Pennsylvania | aw applies. "An integrated agreenent is a
witing or witings constituting a final expression of one or
nore ternms of an agreenent.” RESTATEMENT ( SECOND) OF CONTRACTS
§ 209(1). When an agreenent is integrated, prior oral or witten
agreenents concerning the same subject are nerged into or
superseded by it in the absence of fraud, accident, or m stake.

Bardwell v. WIlis Co., 100 A 2d 102, 104 (Pa. 1953); see also

McGQuire v. Schneider, Inc., 534 A 2d 115, 118 (Pa. Super. C

1987). Wiether a contract is integrated is to be determ ned by
the court. MGQire, 534 A 2d at 118.

The 1991 Purchase Agreenent is an integrated
agreenent, for by its terns it "contains the entire understanding
between the parties hereto.” Although the 1991 Purchase
Agreenent deals with matters additional to those covered by the
1989 Enpl oynent Agreenent, the subject matter of the restrictive
covenants is the same. Both preclude Haughey from di scl osing
certain information pertaining to Gaham s busi ness and from
retaining certain docunents. Therefore, Haughey is not subject
to a |iquidated damages provision, since one is not witten into

the 1991 Purchase Agreenent.
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Graham poi nts out that before Haughey signed the 1991
Purchase Agreenent, he entered into the 1991 Consulting
Agreenent, under which he reaffirnmed his obligations under the
restrictive covenants of the 1989 Enpl oynent Agreenent. This
fact does not affect our determ nation. First, extrinsic
evi dence may not be referenced to explain or vary the terns of an

integrated contract. Lenzi v. Hahnemann Univ., 664 A 2d 1375,

1379 (Pa. Super. Ct. 1995). Moreover, Haughey signed the
Consul ti ng Agreenent on Septenber 11, 1991, nore than two nonths
before he signed the 1991 Purchase Agreenent, on Novenber 25,
1991. There can be no dispute that the 1991 Purchase Agreenent
is the final integrated agreenent in the series. The 1991
Purchase Agreenent covers the same subject matter as the 1991
Consul ti ng Agreenent and the 1991 Term nation Agreenent. For the
sanme reasons the 1991 Purchase Agreenent supersedes the 1989
Enpl oyment Agreenent, it al so supersedes the 1991 Consul ting
Agreenent (and the 1991 Term nati on Agreenment, also signed on
Sept enber 11, 1991).

In addition to not being liable for any |iquidated
damages, Haughey's liability for damages is further limted.
| nformati on must be confidential in order to be the subject of a

non- di scl osure agreenent. Hess v. Gebhard & Co., Inc., 808 A 2d

912, 920 (Pa. 2002). W have already concluded, as a matter of
law, that certain nmaterial in the Wrks fell into the public
domai n because the | anguage was published w thout notice of

copyright in proposals prior to March 1, 1989. Thus, Haughey may
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not be held liable for breach of the confidentiality provisions
of the 1991 Purchase Agreenent with respect to the disclosure of
t hese materials.

Haughey al so nay not be held liable for any breach of
the confidentiality provisions of the 1991 Purchase Agreenent
after its effective date with respect to materials provided to
himas part of the sale of accounts under that agreenent. Under
par agr aph six of that agreenent, G aham agreed, as part of the
sale of certain accounts, to provide FOG "with |abeled files
cont ai ni ng | egi bl e photocopies of all policies and endorsenents
of the accounts purchased hereunder for the current and
i mredi ately preceding policy year, ... and, if available, the
original underwiting subm ssion files, current and i medi ate
prior year's proposals, and all open claimfiles.” Cearly, sone
of those proposals contained material extracted fromthe Wrks.
The restrictive covenants inposed upon Haughey, which begin in
par agr aph twel ve, explicitly except "the accounts purchased
herei n under Exhibit A" Not only were these materials no | onger
confidential when G ahamsold themto FOG but they al so were not
subject to the prohibitions in the covenants. Therefore, any
di scl osure or retention of these materials on or after the
effective date of the 1991 Purchase Agreenent, Novenber 25, 1991,
cannot formthe basis of a breach of contract action.

Finally, as of February 21, 1995, when G aham deposited
copies of the Woirks with the Copyright Ofice as part of the

regi stration process, the Wrks were no |onger confidential. The
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Copyright Ofice allows public inspection of all nmaterials
deposited in connection with copyright registration. 17 U S.C
§ 705(b). That section provides that "articles deposited in
connection with conpleted copyright registrations and retai ned
under the control of the Copyright Ofice, shall be open to
public inspection.™ Id.

Graham argues that deposits are not readily accessible
to the public, and points to Grcular 6 of the Copyright Ofice.
The section captioned "Copi es of Deposits" provides, in relevant
part:

If the works are avail able, the

Copyright Ofice will provide certified or

uncertified copies of published or

unpubl i shed wor ks deposited in connection

with a copyright registration and held in the

O fice’ s custody only when one of the

following three conditions has been net:

1. Witten authorization is received from
t he copyright claimant of record ...

2. The Copyright Ofice Litigation Statenment
Formis conpleted and received from an
attorney or authorized representative in
connection with litigation, actual or
prospective, involving the copyrighted work

3. A court order is issued for a

reproduction of a deposited article,

facsimle, or identifying portion of a work

that is the subject of litigationin its

jurisdiction ...
This section of the circular, however, deals only with the
ci rcunst ances under which the Copyright Ofice will provide
copies of registered works. The "General Information"” section of

the circular states: "In accordance with sections 705 and 706 of
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t he copyright code, records and i ndexes are open to public
i nspection .... The Copyright Ofice provides various fee-based
services to assist with searches to | ocate and copy the proper
material .... However, you may search certain records for
yoursel f." See also 17 U.S.C. § 705(b), (c). The Copyright Act
mandat es t hat deposited copies be available for public
i nspection. 1d. 8 705(b). As a result, Haughey may not be held
iabl e under the 1991 Purchase Agreenent for any unauthorized
di scl osure of the Works that occurred on or after February 21,
1995.

In sum the notion of the defendants for sunmmary
j udgnment on the breach of contract claimw ||l be granted in part
and denied in part. The restrictive covenants of the 1991
Purchase Agreenent supersede those in the 1989 Enpl oynent
Agreenent, as well as any reaffirmation in the 1991 Term nati on
Agreenent and the 1991 Consulting Agreenent. Because no
I i qui dat ed damages provision exists in the 1991 Purchase
Agr eenment, Haughey may not be subject to |Iiquidated damages.
Mor eover, Haughey may not be held liable for breach of these
restrictive covenants with respect to (1) any material G aham
published to clients in proposals prior to March 1, 1989 w t hout
notice of copyright; (2) any disclosure or retention of materials
on or after Novenmber 25, 1991, the effective date of the 1991
Purchase Agreenent, that were provided to Haughey as a result of
the sal e of accounts pursuant to that agreenent; and (3) any

unaut hori zed di scl osure or retention of the Wirks that occurred
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on or after February 21, 1995, the date the Wrks were deposited
with the Copyright Ofice. There remains, however, a genuine
issue of material fact as to whether Haughey viol ated the
restrictive covenants in the 1991 Purchase Agreenment with respect
to any other |anguage in the Wrks for the period after Haughey's

term nation by G aham but prior to February 21, 1995.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A
WLLIAM A. GRAHAM COVPANY ) CVIL ACTI ON
V.

THOVAS P. HAUGHEY, et al. : NO. 05-612
ORDER

AND NOW this 4th day of My, 2006, for the reasons set
forth in the acconpanying Menorandum it is hereby ORDERED that:

(1) the notion of plaintiff WIIliam A G aham Conpany
for partial summary judgnment is DEN ED

(2) the notion of defendants Thomas P. Haughey and USI
M dAtlantic, Inc. for sunmary judgnment is GRANTED in part and
DENIED in part as foll ows:

(a) the section in plaintiff's Standard Proposal
titled "Coverage Specifications” is sufficiently original to
warrant copyright protection because it was independently created
by plaintiff and contains the requisite m ninmal degree of
creativity;

(b) any material in client proposals distributed
by plaintiff prior to March 1, 1989 wi thout notice of copyright
has entered the public domain, is not copyrightable, and may not
be used to sustain an action for copyright infringenent;

(c) plaintiff may not obtain an award of

statutory danages or attorney's fees under copyright |aw



(d) to the extent plaintiff elects to include
def endant Thomas P. Haughey's conmissions in its cal cul ation of
actual damages and profits under copyright law, plaintiff may
only include those conm ssions received as a result of Thomas P
Haughey' s sal e of proposals that a jury deens to have infringed
plaintiff's copyrights in the Standard Survey and Anal ysis and
t he Standard Proposal;

(e) the agreenent dated Novenber 25, 1991
supersedes the agreenments dated January 1, 1989 and Septenber 11
1991, and defendant Thomas P. Haughey is not subject to any
| i qui dat ed damages provi sion; and

(f) defendant Thonas P. Haughey may not be held
liable for breach of the restrictive covenants in the agreenent
dat ed Novenber 25, 1991 with respect to (1) any materi al
plaintiff published to clients in proposals prior to March 1,
1989 wi thout notice of copyright; (2) any disclosure or retention
of materials on or after Novenber 25, 1991 that were provided to
Haughey as a result of the sale of accounts pursuant to the
agreenent dated Novenmber 25, 1991; and (3) any unauthori zed
di scl osure or retention of material contained in the Standard
Survey and Anal ysis and the Standard Proposal that occurred on or
after February 21, 1995, the date they were deposited with the
Copyright Ofice.

BY THE COURT:

[s/ Harvey Bartle 11

C. J.



