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Before the Court are plaintiffs’ notion to reassign the
case to anot her Judge of this Court and defendant’s notion to
transfer the case to the Southern District of Chio. For the
reasons that follow, the notion to reassign will be denied and

the notion to transfer will be granted.

BACKGROUND

Plaintiffs, John J. Koresko and Penn-Mont Benefit
Services, Inc. (“Penn-Mnt”), consistent with state practice,
filed a praecipe for wit of sumons in the Court of Common Pl eas
of Montgomery County, Pennsylvania on June 23, 2005 agai nst
Def endant, Nationw de Life |Insurance Conpany (“Nationw de”),
asserting both state and federal claims. On July 22, 2005,
Nati onwi de renoved the case to this Court.

Once in this Court, Koresko and Penn-Mnt filed a



conpl ai nt agai nst Nati onwi de on Septenber 6, 2005, all eging
m sappropriation of trade secrets, and breach of agreenents.
Koresko and Penn-Mont contend that between March 2000 and the
present, Koresko devel oped an alternative nethodol ogy for funding
a pension plan called the Variable 412(i) Plan (the “Plan”). The
Plan was to be marketed and distributed exclusively by Penn-Mont.
Koresko and Penn-Mont state that Koresko nmet with Nationw de at
Nationw de’s office in Chio several tinmes in 2001 and 2002
regarding the Plan, and that in June 2002, Nationw de signed a
Confidentiality Agreenent regarding the Plan. Koresko and Penn-
Mont contend that Nationw de was on witten notice that Koresko
had filed a business process patent application for the Plan in
2001.1

Koresko and Penn-Mont allege that, in 2005, they becane
aware that Nationw de was violating the Confidentiality Agreenent
by inproperly using and disclosing plaintiffs’ trade secrets. In
June 2005, Koresko notified Nationw de that he believed
Nati onwi de was violating the Confidentiality Agreenent and
m sappropriating trade secrets in plaintiff’s patent application,
and, after an email exchange between the parties, sent a cease-
and-desi st demand on June 15, 2005. The cease-and-desist demand

stated as foll ows:

! This patent, Patent No. 6,963,852, was issued on Novenber
8, 2005.



| would Iike your people to cone to ny offices for a
nmeeting on or before June 30, prepared and authorized
to agree to the license fees. The initial |icense fee
will be at least $1.5 nmillion, if we decide to honor
our previous quote, and there will be an ongoing fee
based upon the percentage of sal es.
The letter also stated that Koresko was prepared to seek
injunctive relief if Nationw de did not conply, and that “[o]ur
conplaint is substantially conplete.” Nationw de did not neet
wi th Koresko, but instead filed suit in the Southern District of
Chi o on June 22, 2005, seeking a declaratory judgnent that the
information in the patent application filed by Koresko is not
protectable as a trade secret, and that Nationw de has not
m sappropriated or infringed Penn-Mont’s or Koresko’s trade
secrets or confidential information.?
Koresko and Penn- Mont seek conpensatory and punitive
damages, and attorneys’ fees and costs. Koresko and Penn- Mont
al so seek a prelimnary injunction requiring Nationw de to cease
and desi st using Koresko’s and Penn-Mont’s intellectual property,
to cease and desist using variable contracts in a defined benefit
plan, and to return their materials.
On Septenber 26, 2005, Nationwide filed an answer to

the conplaint with affirmative defenses and brought a

counterclaim requesting a declaratory judgnent that: (1) the

2 On Novenber 23, 2005, Nationwi de filed a second
declaratory judgnent action in the Southern District of Chio for
noni nfringement and the invalidity of the patent issued to
Koresko on Novenber 8, 2005. Cv. A No. 05-1066.
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information di sclosed in Koresko' s patent application is not
protectable as a trade secret because it is publicly avail abl e;
(2) Nationwi de has not m sappropriated or infringed any of
Koresko’ s and Penn-Mont’s trade secrets or confidenti al
information; and (3) that Nationw de has not breached the
Confidentiality Agreenment. Nationw de al so requests attorneys’
fees and costs. Koresko and Penn-Mont answered the Counterclaim
Conmpl ai nt on Oct ober 20, 2005, and included affirmative defenses.
On Septenber 26, 2005, Nationwide filed a notion to
transfer the action to the Southern District of Chio, or to
dism ss or stay the action in favor of the action currently
pending in the Southern District of Chio. On October 19, 2005,
Koresko and Penn-Mont filed a notion to reassign the case to
Judge Bruce W Kauffrman in the Eastern District of Pennsyl vani a.
Koresko and Penn- Mont al |l ege Judge Kauffman has pendi ng before

himan earlier related matter.

1. DI SCUSSI ON

A Motion to Reassign

Koresko and Penn-Mont request the Court grant their
nmotion for reassignnent, and have the Cerk of Court refer the
matter to the Chief Judge for reassignnment to Judge Bruce W
Kauffman as related to a case currently before Judge Kauffman,
pursuant to Local Rule 40.1(c)(2). Local Rule 40.1(b)(3)(A

defines civil cases as related when a case filed involves: (1)
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property included in another suit; (2) the sane issue of fact or
grows out of the sane transaction as another suit; or (3) the
validity or infringenent of a patent involved in another suit.
Local Rule 40.1(c)(2) provides for the reassignnment of related
cases if the relationship between a case and a previously filed
case is not known until the case is assigned. The Rule states:
If the fact of relationship does not beconme known until
after the case is assigned, the judge receiving the
| ater case may refer the case to the Chief Judge for
reassignment to the judge to whomthe earlier related
case is assigned. |If the Chief Judge determ nes that
the cases are related, the Chief Judge shall transfer
the later case to the judge to whomthe earlier case is
assi gned; otherw se, the Chief Judge shall send the
| ater case back to the judge to whomit was originally
assi gned.
Local R Cv. P. 40.1(c)(2).
The Rul e envisions a two-step process. One, the judge
assigned to the |ater case determnes in the first instance
whet her the case is “related.” If the judge assigned to the
| ater case finds it is not related, the judge will deny the
nmotion to reassign, and that ends the matter. |f, on the other
hand, the judge assigned to the later case finds that the case is
related, the judge shall refer the case to the Chief Judge for
possi bl e reassignment. Two, if the Chief Judge concurs with the

assessnment of rel atedness by the judge assigned to the |l ater

case, the Chief Judge shall reassign the |later case to the judge



presiding over the earlier case.® |f the Chief Judge disagrees
with the assessnent that the cases are related, the case shall be
returned to the judge to whomthe | ater case was assigned. In
ot her words, while the judge assigned to the |ater case may deny
reassi gnment on his or her own, reassignnent fromthe |ater
assigned judge to the earlier assigned judge can only be executed
by the Chief Judge. This procedure protects the integrity of the
court’s random assi gnnent system See Local Rule 40.1(a), (b).

Kor esko and Penn-Mont contend that the case should be

reassi gned because of its relation to Koresko, et al. V.

Bleiweis, et al., Gv. A No. 04-769 (the “CJA action”), pending

bef ore Judge Kauffman.* Koresko and Penn-Mont state that their
clainms in both cases involve the sanme intellectual property,
nanmely the Variable 412(i)Plan. Koresko and Penn-Mnt also claim
t hat each defendant m sappropriated trade secrets after view ng
the sanme presentation (at separate tinmes). Koresko and Penn- Mont
argue that Judge Kauffman shoul d hear both cases in the interest
of judicial econony because the two cases involve the sanme issues
of fact.

On the other hand, Nationw de argues that the notion

3 As a practical matter, reassignnment always occurs with the
concurrence of the earlier assigned judge.

4 On Novenber 8, 2005, defendants in the CJA action filed a
decl aratory judgnent action agai nst Koresko for noninfringenment
and the invalidity of the patent issued to Koresko on Novenber 8,
2005. Cv. A No. 05-5862.



for reassignnent should be deni ed because the issues of fact
involved are different in both cases. Nationw de notes that the
def endants, the causes of action, and the steps taken by Koresko
and Penn-Mont to maintain the confidentiality of the alleged
trade secrets are different in each case. Nationw de al so argues
that judicial econony would not be fostered if the instant case
wer e reassigned, as discovery in the CJA action is substantially
conpl et e.

It is a question of fact whether cases are related for

t he purpose of assignnent. See Sellers v. Philadelphia Police

Conmi ssi oner John Tinoney, et al., 2002 W. 32348499, at *3

(E.D.Pa. 2002). “The rule is intended to foster judicial econony
by allowi ng one judge to consider all actions arising out of the
sane transaction, while avoiding any possi ble confusion and
prejudi ce that m ght befall parties if they were directed to the
sane judge but were pursuing dissimlar actions.” 1d.

In Sellers, Judge Poll ak was assi gned four cases
arising out of events that took place during the 2000 Republican
Nat i onal Convention in Philadel phia. After the first case was
assigned to Judge Pollak, plaintiffs in the three | ater cases
designated their cases as “related,” to that case, and the three
| ater cases were therefore assigned to Judge Poll ak. Defendants
inthe later three cases then filed subm ssions denying the

rel at edness of the cases and asking that their cases be



reassi gned randomy. Judge Poll ak retained two of the three
later-filed cases, but referred one back to the clerk’s office
for random reassignnent. The three cases ultimately retained by
Judge Pollak all arose fromthe sane transaction — when arrested,
all plaintiffs in these three cases had been present at a
war ehouse at whi ch puppets and floats were being constructed to
protest the RNC. Although the fourth plaintiff was al so arrested
on the sane day, while preparing to protest the RNC, his arrest
took place at a different tinme and place, and under different
ci rcunstances than the arrests of the other three plaintiffs.
Judge Pol lak found that the fourth case was not “related” for the
pur pose of Local Rule 40.1, because although the fourth plaintiff
may “set forth legal theories simlar to those advanced in [the
first case] ... the factual differences between the two cases
render Rule 40.1 inapplicable.” Sellers, 2002 W. 32348499, at
*3.

Simlarly, in this case, although the plaintiffs are
the sane in both cases, and both actions involve the alleged
m sappropriation of the sanme confidential information, the
defendants are different, the clains are different, and the
ci rcunst ances under which the all eged m sappropriation of
confidential information took place are different. Consequently,
the facts in both cases do not grow out of the sanme transaction.

See Local Rule of G vil Procedure 40.1(b)(3)(A). Nor does the



fact that Koresko and Penn-Mont allege the violation of a
patent,® or that the case revolves around the sanme intellectua
property conpel a different result. Neither case is exclusively
a patent or an intellectual property case. Rather, the central
issue in both cases is not whether there is a valid patent or
whet her plaintiffs hold any rights in a protectable trade secret,
but whet her the defendants’ conduct in each case infringed upon
the alleged patent or otherw se breached a confidentiality
agreenent. See id. Accordingly, the cases are not related, and

the notion for reassignnment will be denied.

B. Motion to Transfer, Disnmiss, or Stay

Nati onwi de noves to transfer this action to
the Southern District of Ohio, or, in the alternative, to dismss
or stay this action in favor of the earlier suit filed by
Nati onwi de in the Southern District of Chio. On June 22, 2005,
Nat i onwi de commenced an action in the Southern District of Chio
agai nst Penn-Mont and Koresko seeking a declaratory judgnent that
the information in the patent application filed by Koresko is not
protectable as a trade secret, and that Nationw de has not
m sappropriated or infringed Penn-Mont’s or Koresko’s trade

secrets or confidential information. Nati onwide Life Ins. Co. v.

Penn- Mont Benefit Servs. and John J. Koresko, V, Cv. A No. 05-

®> The patent was issued Novenber 8, 2005.
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604.° Penn-Mnt and Koresko thereafter filed a praecipe for wit
of summons in Pennsylvania state court on June 23, 2005.°

Nati onwi de argues that the Chio action is the first-filed action,
and that the Court should transfer this action to the Southern
District of Ghio, or, in the alternative, dismss or stay the
present proceedi ngs.

Penn- Mont and Koresko argue that the case should not be
transferred because: (1) the parties signed a Confidentiality
Agreenment containing a forum sel ection clause choosing the
Eastern District of Pennsylvania and a choice of |aw clause
choosi ng Pennsylvania law in the event of litigation; (2) the
case shoul d be reassigned to Judge Kauffman in the Eastern
District of Pennsylvania as related to the CJA action; and (3)
Nationw de’'s filing was an inproper anticipatory filing to which
the first-filed rule should not apply.

The first-filed rule dictates that “in cases of federal
concurrent jurisdiction involving the sane parties and sane
i ssues, the court of first-filing nust proceed to decide the

matter.” Sout hanpton Sports Zone v. Probatter Sports, 2003 W

22358439, at *4 (E.D.Pa. 2003) (citing Zel enkofske v. Stevenson,

6 A conplaint and an anended conpl ai nt have been filed in
the Chio action. An answer has not yet been fil ed.

" Penn- Mont and Koresko filed a conplaint in this federal
action on Septenber 6, 2005, after defendant renoved the action
and the Court held an initial pretrial conference and issued a
schedul i ng order.
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1999 W. 592399, at *2 (E.D.Pa. 1999)); see also Crosley Corp. V.

Hazel tine Corp., 122 F.2d 925, 929-30 (3d Gir. 1941) (“In all

cases of concurrent jurisdiction, the court which first has
possessi on of the subject nust decide it.” (citation omtted)).
Courts have discretion to depart fromthe first-filed
rule in certain circunstances. For exanple, a departure may be
warranted if extraordi nary circunstances are present, or a party
has acted inequitably, acted with an eye to forum shopping,? or

acted with bad faith. See EECC v. University of Pennsyl vani a,

850 F.2d at 972; IMs Health, Inc. v. Vality Technology Inc., 59

F. Supp.2d 454, 462-63 (E.D. Pa. 1999). Courts have al so granted
exceptions to the rule when the second-filed action is further
along than the first action, and “when the first-filing party
instituted suit in one forumin anticipation of the opposing
party’s immnent suit in another |ess favorable forum” EECC v.

Uni versity of Pennsylvania, 850 F.2d at 976. There is sone

di sagreenent anong district courts regarding the deference courts

should pay to the first-filed rule. Conpare Sout hanpton Sports

Zone, Inc. v. Probatter Sports, LLC, 2003 WL 22358439, at *4

(E.D. Pa. 2003) (Departures fromthe first-filed rule are rare,

and “the second action should proceed only in unusual or

8 As used in the context of the first-filed rule, forum
shopping refers to the selection of a forum based on the
favorabl eness of the forum s substantive |aw, not nerely based on
consi derations of convenience. See EEOC v. University of
Pennsyl vani a, 850 F.2d 969.
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exceptional circunstances”), with FMC Corp. v. Anvac Chem cal

Corp., 379 F. Supp.2d 733, 744 (E.D. Pa. 2005) (exceptions to the
first-filed rule are not rare and are nade where justice or

expedi ency so requires (citing Drugstore Direct, Inc. v. The

Cartier Div. of Richenont North Anerica, Inc., 350 F. Supp.2d

620, 623 (E.D. Pa. 2004)). On bal ance, due consideration to the
orderly adm nistration of justice counsels in favor of ordinarily
respecting the first-filed rule.

Here, it is uncontested that the Chio action is the
first-filed action. Nationwi de’s Conplaint was filed in the Ohio
action on June 22, 2005, and Koresko and Penn-Mnt filed their
praeci pe and wit of sumons in the Pennsylvania state action on
June 23, 2005. Although there is sonme issue whether Koresko and
Penn- Mont were properly served in the Chio action, “the first-
filed rule, as its nane indicates, is prem sed upon a priority of
filing the conplaint--not upon a priority of serving the

conplaint.” Peregrine Corp. v. Peregrine Industries, Inc., 769

F. Supp. 169, 172 (E.D. Pa. 1991). The question here, therefore,
is whether the Court should depart fromthe first-filed rule and
mai ntain jurisdiction over this action, as opposed to
transferring it to Chio, or dismssing or staying the action in

favor of the first-filed case.
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1. The forum sel ection cl ause

First, Koresko and Penn-Mnt argue that the Court
shoul d depart fromthe first-filed rule because the
Confidentiality Agreenent signed by Nationw de and Koresko in
June 2002 contains a clause selecting Pennsylvania as the forum
in which [itigation would take place. The clause in the
Confidentiality Agreenent reads as foll ows:

Thi s Agreenent and performance hereunder shall be

governed by the | aw of the Commonweal t h of

Pennsyl vania. The parties agree to venue and personal

jurisdiction in the state or federal courts |ocated in

the Eastern District of Pennsylvani a.

(Compl ., Ex. A') Nationw de argues that this forum sel ection
clause is permssive — providing for consent to jurisdiction —
not excl usive, which would preclude jurisdiction in all other
courts.

It is clear fromthe | anguage of the clause that the
parties did not intend to vest exclusive jurisdiction in the
Pennsyl vani a courts. “Where parties enter into a contract and

merely consent to jurisdiction in a particular forum they do not

preclude the jurisdiction of other forunms.” Polsky v. Hall Cty

Centre Associates Ltd. P ship, 1989 W. 48109, at *3 (E.D. Pa.

1989). See Pep Boys - Manny, Mde & Jack v. Anerican Waste Q|

Servs. Corp., 1997 W. 367048, at *7 (E.D.Pa. 1997) (forum

sel ection clause consenting to jurisdiction in Pennsylvania did

not provide exclusive jurisdiction). Koresko and Penn-Mnt

13



conflate the concept of forumselection with that of consent to
venue and personal jurisdiction. Were the former provides that
all litigation under the contract nust be brought in the selected
forum the latter permts but does not conpel that the action be
brought in a particular jurisdiction.

Koresko and Penn- Mont argue, however, that the cl ause
was intended to be exclusive. They support their argument with
an affidavit by Koresko that avers that it “was intended that the
forumclause in the Confidentiality Agreenent vest exclusive
jurisdiction and venue in this [E.D. Pa.] district.” Koresko Aff.
1 37. If an issue is raised that a seem ngly unanbi guous
contractual clause is actually unclear, “the court ‘should hear
the evidence presented by both parties and then deci de whet her
‘there is objective indicia that, fromthe linguistic reference
point of the parties, the terns of the contract are susceptible

of different neanings’.” Conpass Technology, Inc. v. Tseng

Laboratories, Inc., 71 F.3d 1125, 1131-32 (3d Cr. 1995) (quoting

Mellon Bank, N.A. v. Aetna Business Credit, 619 F.2d 1001, 1011

n. 12 (3d Gr. 1980)). The burden is on the party claimng the
exi stence of the anmbiguity to “show that a contract is reasonably
or fairly susceptible of different constructions and is capable
of being understood in nore senses than one and is obscure in
meani ng through indefiniteness of expression or has a doubl e

nmeani ng.” Conpass Technology, 71 F.3d at 1132. “In ascertaining

14



the intent of parties, ‘it is their outward and objective
mani f estati ons of assent, as opposed to their undi scl osed and

subjective intentions, that matter.’” Prusky v. Prudenti al

| nsurance Co. of Anerica, 2001 W 34355665 (E.D. Pa. 2001)

(quoting Espenshade v. Espenshade, 729 A 2d 1239, 1243 (Pa.

Super. C. 1999).
An affidavit by a party that it was his subjective
intent to vest Pennsylvania wth exclusive jurisdiction is not

adm ssible to prove the parties’ intent.® See, e.qg., Wllians v.

Metzler, 132 F.3d 937, 947 (3d Gr. 1997) (an inquiry into the
intent of the parties “does not require a search for the

subj ective intent of the parties”). Guven the relatively

unanbi guous | anguage in the forum sel ection clause here, and the
| ack of objective evidence suggesting an agreenent as to

excl usive jurisdiction, Koresko and Nati onw de have failed to
satisfy their burden that the Confidentiality Agreenment vests

Pennsyl vania with exclusive jurisdiction.

2. The anticipatory nature of Nationwide's filing

Next, Koresko and Penn-Mnt ask the Court to depart

°® To the extent that Koresko and Penn-Mont argue that
jurisdiction would lie in the Eastern District of Pennsylvania
regardl ess of the forum sel ection clause, and therefore the
cl ause woul d have been superfluous if it did not intend to vest
Pennsyl vania with exclusive jurisdiction, this argunent has
slight probative val ue.
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fromthe first-filed rule because Nationwide’s Chio filing was an
i nproper anticipatory filing to which the first-filed rule should
not apply. Koresko and Penn-Mont argue that the inproperly
anticipatory nature of the OChio lawsuit is evidenced by: (1) the
use of a declaratory judgnent action, and (2) the fact that the
suit was filed within the response period of plaintiff’s cease
and desist letter.?

The fact that the Chio action is a declaratory judgnment
action does not in and of itself nmerit a departure fromthe
first-filed rule. Although the “use of a declaratory judgnent
action nmay denonstrate the anticipatory and preenptive nature of
a first-filed suit,” the first-filed rule has “routinely been
applied to cases where the first-filed case is an action for
declaratory judgnent.” Pep Boys, 1997 W. 367048, at *6. Sone
evidence that a first-filed case was filed for the purpose of
forum shopping or in bad faith is necessary before courts find it
was i nproperly anticipatory, and therefore warranted a departure

fromthe first-filed rule.?!

10 “The |ines between forum shopping, bad faith and
anticipatory lawsuit are often blurred because bad faith cases
typically include a race to the courthouse, and antici patory

| awsuits invariably involve a dispute over choice of forum In
fact, sone courts view anticipatory |lawsuits as an ‘aspect of
forum shopping.”” Russell B. HIl, Should Anticipation Kil

Application of the Declaratory Judgnent Act?, 26 T. Jefferson L
Rev. 239, 248 (2004).

1 1n EECC v. University of Pennsylvania, the Equal
Enmpl oynent Qpportunity Comm ssion (“EEOCC’) brought an action in
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Here, no substantive advantage would inure to
Nationwide fromlitigating the case in Ohio. The parties agree
t hat Pennsyl vani a substantive | aw applies whether the case is
[itigated in Onio or Pennsylvania. Therefore, Chio is not a |less
favorabl e forumthan Pennsylvania for plaintiffs.

Koresko and Penn-Mont al so argue that the fact that

Nat i onwi de brought its suit within the response tinme of Koresko's

the Eastern District of Pennsylvania to enforce a subpoena

agai nst an enployer, the University of Pennsylvania (the
“University”), after the University refused to rel ease
confidential peer review nmaterials. 850 F.2d 969 (3d Cir. 1988),
aff’d, University of Pennsylvania v. EEQCC, 493 U S. 182 (1990).
The University requested the district court in Pennsylvania to
dism ss the enforcenent suit in favor of a suit filed earlier by
the University in the United States District Court for the
District of Colunbia. The University's earlier filed suit
chal l enged the EECC s nati onwi de policy of requiring disclosure
of confidential peer review materials under the First and Fifth
Amendnents, and was filed during the grace period the EEOC had
given the University to respond to its subpoena.

The Third Grcuit affirmed the decision of the district
court to deny the notion to dismss and to maintain jurisdiction
over the enforcenent action. Recognizing that “exceptions to the
[first-filed] rule are rare,” the Third Grcuit then proceeded to
list circunmstances in which exceptions should be nade:

“Bad faith ... and forum shoppi ng have al ways been

regarded as proper bases for departing fromthe rule.

Simlarly, courts have rejected the rule when the

second-fil ed action had devel oped further than the

initial suit ... and when the first-filing party
instituted suit in one forumin anticipation of the
opposing party’s inmmnent suit in another, |ess
favorable forum”
850 F.2d at 977. The Pennsylvania district court did not abuse
its discretion, held the Third Circuit, because the timng of the
University's action evidenced a desire to preenpt an inm nent
subpoena action, and the University admtted it believed the | aw
of the District of Colunbia would be nore favorable to its
position than that of the Eastern District of Pennsylvania. 1d.
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cease-and-desist letter evidences an inproper anticipatory
filing. On June 8, 2005, Koresko wote to an enpl oyee of
Nat i onwi de, John Keenan, inform ng Keenan that Nationw de may be
infringing clainms found in Koresko’s patent application.! There
was sone emai |l communi cati on between enpl oyees at Nati onw de and
Kor esko, and on June 10, 2005, John T. Harnon, the Assistant
General Counsel for Nationw de, sent a letter to Koresko
inform ng himthat he had begun an anal ysis of Koresko’ s patent
claims. On June 15, 2005, Koresko sent a cease-and-desist letter
to Nationw de stating his intention to seek injunctive relief
agai nst Nationwi de unless the matter was resol ved before June 30,
2005. Nationw de then filed its Ohio suit on June 23, 2005.
Courts may consider whether a filing preenptively
forecl osed settl enent negotiations when determning if a first-

filed suit was commenced in bad faith. See, e.qg., IM5 Health,

Inc. v. Vality Technology Inc., 59 F. Supp.2d 454, 463 (E.D. Pa.

1999). “[A] second-filing party nay have a strong case that the
initial filing was inproper if the first-filing party initiated
its suit within the response period provided in a recent cease-
and-desist letter.” EMC Corp., 379 F. Supp.2d 733, 744 (E.D. Pa.

2005); see also Kimv. Kim 324 F. Supp.2d 628, 636 (E.D. Pa.

2004) .

In EMC Corp., the court declined to apply the first-

2 This patent was issued on Novenber 8, 2005.
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filed rule, finding that numerous exceptions applied. The court
determned that the first-filer “wshed to circunvent the Court’s
jurisdiction over the instant matter as a ‘related action,’” and
had engaged in inequitable conduct and bad faith by filing suit
during ongoing settlenent discussions, wthin the response tine
of the opposing side’s cease-and-desist letter. 379 F. Supp.2d
at 745. The court also noted that the first-filer filed on the
day before the Menorial Day holiday weekend, and did not inform
the awers with whomit had been negotiating of its commencenent
of an action. 1d. at 748. In departing fromthe first-filed
rule, the court in EMC found that “the facts establish that each

of the types of inequitable conduct from[EEOC v. University of

Pennsyl vani a] exist within the instant record.”®® |1d. at 749.

The exceptions to the first-filed rule present in
EMC are absent here. Here, M. Koresko's demand letter of June
15, 2005 contained a large financial demand,!* a short tine-frane
for resolution, and a threat of litigation. The letter was sent
in response to a conmuni cation from Nati onwi de’s counsel that
Nat i onw de was begi nni ng an assessnent of the situation and M.

Koresko’ s cl aimof m sappropriation. Under these circunstances,

13 The types of inequitable conduct listed in EMC are
extraordinary circunstances, inequitable conduct, bad faith,
forum shopping, and anticipatory filing. 379 F. Supp.2d at 745.

¥ 1n his June 15, 2005 letter, M. Koresko requested “at
least $1.5 million” for an initial |icense fee, and an ongoi ng
fee based on a percentage of sales.
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the party at the receiving end of a financial ultimatumis not
required to unilaterally disarmand allow the party asserting the
demand to control the choice of forum This is particularly so,
given that Nationwi de’s choice of forumis reasonable and w |
not unduly vex or burden plaintiffs’ ability to litigate this
matter. Nationwide filed its declaratory judgnent action in the
Sout hern District of Chio, where Nationw de has its principal

pl ace of business and where the contested events regarding the
di sclosure of plaintiffs’ alleged trade secrets took place.

Under these circunstances, unlike in EMC, Nationw de’s conduct
does not add up to bad faith or inequitable conduct.

Once it is determined that the first-filed rule
applies, and no exceptions counsel against its application, the
court nust determ ne an appropriate renedy. First, the case may
be di sm ssed w thout prejudice or stayed for the duration of the

first-filed matter. See Kerotest Mg. Co. v. GO Two Fire

Equi pnent Co., 342 U.S. 180, 183-84 (affirm ng decision to stay

second-filed action by district court where second action was
brought; the disposition of the conduct of nmultiple litigation in
the federal judicial systemis up to discretion of the trial

judge) (cited in Adamv. Jacobs, 950 F.2d 89, 92 (2d G r. 1991)

(the “decision whether or not to stay or dism ss a proceedi ng
[ pursuant to the first-filed rule] rests within a district

judge’s discretion.”); see also Stone Creek Mechanical, Inc. v.
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Carnes Co., Inc., 2002 W. 31424390, at *4 (E D.Pa. 2002) (second-

filed case dism ssed without prejudice).
Al ternately, the second-filed case can be transferred
to the forumwhere the first-filed case was brought, consistent

with the requirenments of 28 U S.C. 8 1404(a). See Sout hanpton

Sports Zone, Inc. v. Probatter Sports, LLC, 2003 W 22358439, at

*5 (E.D.Pa. 2003) (under first-filed rule, presence of related
case in another forumwarrants transfer under § 1404(a));

Zel enkof ske v. Stevenson, 1999 W. 592399, at *4 (E. D.Pa. 1999)

(under first-filed rule, “existence of a prior related action in
the transferee district is a strong factor weighing in favor of
transfer in the interest of judicial econony.”).

Section 1404(a) provides for a case to be transferred
in the interest of justice to any other district or division
where it m ght have been brought “[f]or the conveni ence of
parties and witnesses.” A 8 1404(a) anal ysis includes an
assessnent of the public and private interests involved in the
choice of forum The private interests to be considered may
include: (a) the plaintiff’s forumpreference; (b) the
defendant’ s preference; (c) where the claimarose; (d) the
conveni ence of the parties; (e) the convenience of the w tnesses
to the extent the witnesses may be unavail able in one of the
fora; and (f) the location of necessary books and records.

Jumara v. State Farmlins. Co., 55 F.3d 873, 879 (3d Cir. 1995).
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The public interests to be considered may include: (a) the
enforceability of the judgnent; (b) practical considerations; (c)
the adm nistrative difficulty in each fora resulting fromcourt
congestion; (d) the local interest; (e) the public policies of
the fora; and (f) the famliarity of the trial judge with the
applicable law. 1d. Although the plaintiff’s choice of forum
should not be lightly disregarded, the Third G rcuit has

enphasi zed that “there is no definite formula or list of the
factors to consider.” |d.

Here, neither dism ssal nor a stay would serve the
interest of the parties in having their issues resolved pronptly.
Transfer, on the other hand, is warranted. Nationw de has its
princi pal place of business in Chio, the events surrounding
Koresko’ s and Penn-Mont’s clains took place in Chio, and there is
al ready pending a declaratory judgnent case involving the sane
parties and issues in Ghio which is inits very prelimnary
stages. The fact that a prior related action is before the
Southern District of Chio weighs heavily in the Court’s 8§ 1404(a)
determ nation.' Therefore, both the private and public factors

counsel in favor of transfer.

15 Koresko and Penn-Mont also argue that the first-filed
rul e should not apply for reasons of judicial econony because the
case should be reassigned to Judge Kauffman. This issue was
deci ded adversely to Koresko and Penn-Mnt above.
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I11. CONCLUSI ON

For the foregoing reasons, the Court will deny the
notion to reassign the case to Judge Kauffnman and grant the
notion to transfer the case to the Southern District of GChio,

pursuant to the first-filed rule.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVANI A

JOHN J. KORESKO, V. : ClVIL ACTI ON
et al., : NO. 05-3800
Plaintiffs, :
V.

NATI ONW DE LI FE,
I NSURANCE COVPANY,

Def endant .
ORDER
AND NOW this 6th day of Decenber 2005, upon consideration
of Plaintiffs’ Mtion to Reassign Case (doc. no. 15) and Defendant’s
Motion to Transfer, Dismss, or Stay (doc. no. 11), and after a

hearing at which counsel for both parties participated, it is hereby

ORDERED t hat :

1. Plaintiffs’ Mtion to Reassign (doc. no. 15) is
DENI ED,

2. Def endant’s Mdtion to Transfer, Dismss, or Stay (doc.
no. 11) is GRANTED;

3. Def endant’s Motion for Leave to File Reply Brief (doc.
no. 17) is GRANTED;

4. Plaintiffs’ Mtion for Leave to File Sur-Reply
Menor andum of Law (doc. no. 24) is GRANTED; and

5. Plaintiffs’ Mtion for Leave to File Reply Menorandum

of Law (doc. no. 25) is GRANTED.
IT IS FURTHER ORDERED that the case shall be TRANSFERRED t o

the Southern District of Ohio (Colunbus), and the Cerk shall deliver
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the case file and a certified copy of the docket to the Cerk for the

Southern District of Ohio (Colunbus).?

AND I T I'S SO ORDERED.

EDUARDO C. ROBRENO, J.

1 The case should be marked as related to Nationwide Life
| nsurance Co. v. Penn-Mnt Benefit Services, et al., Gv. A No.
05-604.
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