IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PRS MATERI ALS, | NC.,
Pl ai ntiff,
Cvil Action No. 2000-2377
V.

GREEN ACRES NURSERY &
GARDEN CENTER, | NC.

Def endant .

MEMORANDUM
Gles, CJ. May _ , 2001

I ntroduction

PRS Materials, Inc. (“PRS’), nmaker of Earthmate conpost,
brought this action alleging that G een Acres Nursery & Garden
Center, Inc. (“Geen Acres”) sold a conpost under the nanes
Earthmate or Earthlife when the conpost in question was actually
a brand called Mascaro. PRS alleges 1) fal se designation of
originin violation of 15 U.S.C. 8§ 1125(a); 2) infringenent of a
federally registered trademark in violation of 15 U. S.C. § 1114;
3) violations of state common | aw t hrough trademark infringenent,
dilution of mark, injury to business reputation, and unfair
conpetition; and 4) a violation of the Pennsylvania Unfair Trade
Practices Act.

A Bench Trial was held in this matter fromApril 18 to Apri
23, 2001. At trial, PRS did not prove by a preponderance of the
evi dence that Green Acres sold Mascaro conpost under the

Earthmate or Earthlife name. Accordingly, this court enters



judgnent on all counts in favor of G een Acres.

Parti es

1. PRS is a Pennsylvania corporation fornmed for the purpose
of distributing a conpost product.

2. Geen Acres is a garden center where retail custoners can
purchase flowers, trees, shrubs, mulch and other typical hone
gardening materials. Geen Acres al so designs and installs

| andscapes for custoners’ hones.

Jurisdiction

This court has jurisdiction over this matter pursuant to 28
U S C 8 1338(a) which gives federal courts original jurisdiction
over federal clains related to trademark infringenent. Further,
there is original jurisdiction over Geen Acres’ clains of unfair
conpetition under state statute and state common | aw, since there
are unfair conpetition clains joined with a substantial and
related federal trademark claim 28 U S.C. 8§ 1338(b). There is
suppl enental jurisdiction over the remaining state | aw clains
since they are part of the sane case or controversy as a federal

claim 28 U S.C. 8§ 1367(a).



Contentions of Plaintiff

1. PRS contends that, from March 1998 to May 2000, G een
Acres sold bul k conpost under the Earthmate nanme when the conpost
in question was actually a product naned Mascaro. PRS alleges two
forms of proof of this contention.

2. First, it notes that Green Acres significantly decreased
its purchases of the bulk Earthmate product from PRS between
March of 1998 and May of 2000. Further, between March of 1998 and
May of 2000, G een Acres purchased 9,273.5 cubic yards of bul k
conpost froma conpany called Mascaro. Since, during the rel evant
time period, Green Acres ostensibly only advertised for sale to
custoners the Earthmate conpost product, PRS wi shes this court to
infer that G een Acres was selling the Mascaro product under the
Eart hmat e nane.

3. Second, PRS sent Frank Boyer, the Secretary of PRS, on an
undercover investigative mssion to Geen Acres Nursery. M.

Boyer told a G een Acres sal esperson that he was interested in
buyi ng Eart hmate conpost in bul k. The sal esperson took M. Boyer
to the back of the store and pointed to a pile of conpost about
ten yards away. The sal esperson told M. Boyer that if he ordered
Eart hmat e, he woul d recei ve conpost fromthat pile. M. Boyer
formed the belief that the pile of conpost that he saw had | ess

wood chips and was a lighter color than the Earthmate product. He



concluded that if he would have actually ordered the conpost, he
woul d have received product other than Earthmate despite the

sal esperson’ s assurances that he woul d receive Earthnate.

Cont enti ons of Defendant

1. Geen Acres contends that Earthmate conpost was the only
bul k conpost product that it sold to its custoners at the G een
Acres Nursery during the relevant tine period.

2. Geen Acres contends that it began purchasing the Mascaro
product in 1998 because it started using the product in its
growng fields, inits potted plants and shrubs, and as soi
enrichnment as part of its |andscape installations.

3. Green Acres contends that it decreased its purchases of
the Earthmate product in bulk because it switched to Mascaro for
its non-retail conpost uses and because retail demand for the

product as a top soil dressing declined in the |late 1990s.

Undi sputed Facts

1. PRS has been distributing conpost since 1984. PRS s
president is Rick Turner. Its secretary is Frank Boyer.
2. From 1984 to 1994, PRS naterials was the exclusive

mar ket er of a conpost nmaterial called “Earthlife.” The



“BEarthlife” nane was a registered trademark of Del Chem Sal es
whi ch obt ai ned conpost from Phil adel phia, Washi ngton D.C., and
Baltinore, and sold it to PRS materi al s.

3. PRS typically sells the conpost to nurseries and garden
centers, which in turn, sell the product to retail custoners.

4. Sonetime around 1986 or 1987, G een Acres began to carry
the Earthlife product. (Exhibit P-24, Exhibit P-5, Transcript
4/ 11/ 01, p. 65).

5. In the early 1990's, PRS obtained the right to purchase
conpost directly fromthe Cty of Philadel phia and distribute it
to nurseries and garden centers.

6. At that tinme, PRS wished to obtain the right to use the
Earthlife nane, but due to the sale and restructuring of Del Chem
Sal es, the owner of the Earthlife nane was “a cl ouded issue.”
(Transcript 4/11/01, p. 61).

7. PRS decided to start calling its product “Earthmate” and
began marketing its product as Earthmate around 1994 or 1995.
(Transcript 4/11/01, p. 82). PRS becane the Regi stered owner of
the Earthmate trademark on October 31, 1995. (Exhibit P-4).

8. At different tines, a binding contract required G een
Acres to sell only Earthmate or Earthlife conpost. But at the
times relevant to this case, no binding exclusivity agreenment
exi sted. (Transcript 4/11/01, p. 58).

9. During the relevant tine period, Geen Acres represented



to all its custonmers that either Earthlife or Earthmate was the
only conpost product it sold. Geen Acres nmade this
representation through signs, brochures, newsletters, a display
case, and enployee interactions with custonmers. (E.g., Transcript
4/ 12/ 01, p. 60-69; Exhibit p-24).

10. During the relevant tinme period, Earthmate was avail abl e
at Green Acres in bags and in bulk. Custoners typically had bags
of conpost | oaded into their autonobiles, while bulk conpost was
typically | oaded onto a G een Acres delivery truck and delivered
directly to custoners’ hones. It is agreed by both parties that
the only conpost Green Acres sold in bags during the rel evant
time period was the Earthmate product. The central dispute is
whet her Green Acres sold conpost in bulk that was not the

Eart hmat e product.

Fi ndi ngs of Fact and Concl usi ons of Law

Pur chases from Mascaro

1. PRS first attenpts to prove that G een Acres sold Mascaro
under the Earthmate nane by arguing that G een Acres began
pur chasi ng Mascaro conpost in 1998 while purchasing | ess and | ess
Eart hmat e conpost.

2. Since Green Acres represented to its custoners that it

only sold Earthmate conpost, PRS w shes this court to concl ude



that all the Mascaro that was purchased by G een Acres was
m srepresented and sold to custonmers under the Earthmate nane.

3. This court credits the testinony of Robert Christinzio,
owner of Green Acres, who stated that Green Acres never sold
Mascar o conpost to custoners, but used it as a soil anmendnent on
| andscaping jobs, as a top dressing on its own fields and grow ng
areas, and for repotting shrubs and trees at its store.
(Transcript 4/12/01, p. 120).

4. M. Christinzio had previously used Earthmate for
| andscaping, inits fields, and for potted plants, but swtched
to the Mascaro product after being inpressed with a Mascaro sal es
denonstration in |late 1997. (Transcript 4/12/01, p. 159).

5. This court also credits the testinony of Donald Stauffer,
who was the foreman of the Green Acres | andscaping crew. M.
Stauffer confirnmed that Green Acres switched to the Mascaro
product for its non-retail usages because it was |ess clunpy than
the Earthmate product and required | ess | abor to rake evenly on
and into the ground. (Transcript 4/16/01, pp. 5-6, 13). This
testi nony was supported by Robert Button, PRS s w tness and owner
of a nearby garden center. He stated that he had conplained to
PRS about the clunpiness of Earthmate. (Transcript 4/12/01, p.
218).

6. Green Acres purchased increased anounts of Mascaro in

1999, because its | andscapi ng busi ness was expandi ng. (Transcri pt



4/ 12/ 01, p. 160).

7. This court also credits M. Christinzio' s testinony that
Green Acres purchased | ess Earthmate during the relevant tine
peri od because retail sales of conpost as top soil dressing
declined significantly. (Transcript 4/12/01, p. 154). Red dye
mul ch was introduced in 1997, and becane very popul ar. Mny
custoners began purchasing red dye nulch instead of Earthmate
conpost for top soil dressing. (Transcript 4/12/01, p. 155). A
prol onged drought and heat wave in the sumrer of 1999 al so
significantly decreased retail sales of bulk conpost at G een
Acres because custonmers were unwilling to self-install |arge
| andscape projects in intense daytine heat.(Transcript 4/12/01,

pp. 161-65).

Frank Boyer’'s Undercover Operation

8. PRS attenpts to prove that Green Acres sold Mascaro
conpost under the Earthmate nanme through the testinony of Frank
Boyer, the Secretary of PRS, who nade trips to the Geen Acres
Nursery on August 13, 1999 and April 30, 2000.

9. On August 13, 1999, M. Boyer went to G een Acres Nursery
and, without revealing his identity, stated that he nmay need 32
yards of Earthmate in the near future.

10. At that time, M. Boyer knew that G een Acres had not

pur chased any bul k Eart hmat e product since June of 1999. (Exhibit



P-12; Transcript 4/12/01, p. 66).

11. The sal esperson wal ked M. Boyer to the back of the
garden center where a nunber of piles of bul k products were kept.
12. The sal esperson pointed to one of the piles of bulk
conpost that was ten yards away. M. Boyer asked the sal esperson
what brand of conpost was in this pile and the sal esperson stated
that it was “Earthlife or Earthmate, sonething |ike that.”

(Transcript 4/12/01 pp. 63, 65).

13. M. Boyer asked the sal esperson from where the conpost
had cone, and the sal esperson stated that it was from West
Chester. In fact, Earthmate used to have offices in Wst Chester,
but had not done business fromthere since 1997. (Transcri pt
4/ 12/ 01, p. 66). It is undisputed that the Mascaro conpost cones
fromthe state of West Virginia.

14. M. Boyer felt that the pile of conpost to which the
sal esperson pointed was not the Earthmate brand because the
conpost was lighter in color, did not have as many wood chi ps,
and had finer wood chips than the Earthmate brand. (Transcri pt
4/ 12/ 01, p. 66).

15. M Boyer was wal ked back into the store by the
sal esperson who directed himto a display case that included
gl ass conpartnents displaying different kinds of bul k and bagged
products. One of the conpartnments was narked Earthmate, and M.

Boyer felt, based on the size and nunmber of wood chips in the



material, that the conpost in the glass conpartnent was actually
Eart hmat e conpost. (Transcript 4/12/01, p. 67).

16. After that, M. Boyer left the garden center wthout
pur chasi ng anything. (Transcript 4/12/01, p. 68).

17. M. Boyer nmade a second trip to G een Acres Nursery on
April 30, 2000. At this tinme, Green Acres had not purchased any
bul k Earthmat e product since Septenber 1999. (Transcript 4/12/01,
pp. 75-76).

18. M. Boyer went to the register in the Garden Center and
purchased sone plants and a bag of Earthmate.(Transcript 4/12/01,
p. 79).

19. The sal esperson gave M. Boyer a ticket detailing his
purchases. M. Boyer took the ticket to a G een Acres person
outside the store. That person was M. Christinzio, who was then
unknown by appearance to M. Boyer. M. Christinzio put a bag of
Earthmate into M. Boyer’s car. M. Boyer later confirned that
the bag was indeed filled with the Earthmate product. (Transcri pt
4/ 12/ 01, pp. 79-80, 100).

20. Wiile at the store, M. Boyer again observed, fromten
yards away, a pile of conpost that he believed was not the
Eart hmate product. (Transcript 4/12/01, p. 80).

21. On both visits, M. Boyer clains that there were only
two piles of bulk products at Green Acres Nursery-one pile of

conpost and one pile of mulch. (Transcript 4/12/01, p. 87).
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22. Fromthese two visits, PRS wishes this court to concl ude
that Green Acres sold Mascaro conpost under the Earthmate nane.
This court concludes that PRS has failed to prove that what is
al l eged ever occurred. There is no evidence that any custoner
suffered a m srepresentation of product.

23. Moreover, this court credits the testinony of M.
Christinzio, who stated that during the relevant tinme period,
there were four piles of bulk products at G een Acres Nursery.
(Transcript 4/13/01, p. 54). The nursery had a pile of Earthmate
conpost, a pile of Mascaro conpost, a pile of hardwood product,
and a pile of red dye product. (Transcript 4/13/01, p. 54).

24. If a salesperson did in fact msidentify a pile of
Mascar o conpost as Earthmate conpost, this falls far short of
proof that G een Acres sold Mascaro conpost under the Earthlife
name, especially since the sal esperson assured M. Boyer that he
woul d receive Earthmate and M. Boyer never purchased and
recei ved anything other than Earthmate.

25. The sal espeople at G een Acres have very little to do
wth the sale of bulk products. M. Christinzio hinself handl es
the | oading up and delivery of bulk conpost to custoner hones as
well as the | oading of bags in custoners’ vehicles at the store.
(Transcript 4/13/01, p. 53). Sal espeople rarely all owed custoners
to go near the bul k products since the area was often nuddy and

cont ai ns heavy machinery. (Transcript 4/12/01, p. 130). Instead,
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custoners were expected to nmake their choices based on the

di spl ay boxes in the front of the store. (Transcript 4/12/01, p.
130). There is no evidence that a sal esperson does anything ot her
than cause a purchase slip to be given to the custoner who then

gives the slip to M. Christinzio for filling.

Testimony O G een Acres Enpl oyee

26. PRS also attenpts to prove that Mascaro was sol d under
the Earthmate nanme through the testinony of Matthew Roth, who
wor ked weekends as a sal es associate at G een Acres during the
spring of 1999.

27. M. Roth testified that the entire tinme he worked at
Green Acres, there was only one pile of conpost as opposed to a
pile of Earthmate conpost and a pile of Mascaro conpost.
(Transcript 4/13/01, p. 7).

28. PRS wi shes the court to conclude fromthis testinony
that the one pile was Mascaro conpost and that this proves G een
Acres was passing off Mascaro conpost as Earthmate conpost.

29. This court does not credit M. Roth's testinony. M.
Roth stated that he worked at Green Acres in the Spring of 1999,
t ook the sumrer of 1999 off, and then worked for a short tine in
the Fall of 1999. (Transcript 4/13/01, p. 4). During the Spring
of 1999, Green Acres received deliveries of both Mascaro and

Earthmate nearly every week. (Exhibit P-12). It is not possible

12



that Green Acres only had a pile of Mascaro conpost during that
time period.

30. M. Roth’'s testinony does not corroborate M. Boyer’s
testinony as M. Boyer clainmed he saw only one pile of Mascaro
conpost, and no pile of Earthmate conpost, in the Summer of 1999
and the Spring of 2000. M. Roth was not working at Green Acres
during either of these periods.

31. Further, M. Roth stated that he had no know edge or
experience with Geen Acres’ | andscaping work. (Transcri pt
4/ 13/ 01, pp. 22-24). He also stated he had no idea what type of
conpost Green Acres used in their |andscaping jobs and did not
even know that Green Acres had grow ng fields where conpost

product was utilized. (Transcript 4/13/01, pp. 25, 29).

Concl usi on

32. PRS had the burden of proving that Mascaro was passed

off as Earthmate by a preponderance of the evidence. See Anerican

Hone Products Corp. v. Barr Laboratories, 834 F. 2d 368, 371 (3d

Cr. 1987). This court concludes that PRS has not proven that
Mascar o conpost was sold under the Earthmate nane. Judgnent is

entered in favor of Green Acres and against PRS on all counts.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PRS MATERI ALS, | NC.,
Pl ai ntiff,
Cvil Action No. 2000-2377
V.

GREEN ACRES NURSERY &
GARDEN CENTER, | NC.

Def endant .

Judgnent O der

AND NOW this __ day of My, 2001, for the reasons set
forth in the attached nmenorandum it is hereby ORDERED that
Judgment is entered in favor of Defendant and agai nst Plaintiff

on all counts.

BY THE COURT:

JAMES T. G LES, C. J.
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